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Summary of Facts and Subm ssi ons

2541.D

The grant of the European patent No. 0 588 581 in the
name of Sum tono Chem cal Conpany Limted in respect of
Eur opean patent application No. 93 307 190.4 filed on
13 Septenber 1993 and claimng priority of the JP

pat ent applications No. 246159/92 and 246160/ 92 both
filed on 16 Septenber 1992 was announced on 13 August
1997 (Bulletin 1997/33) on the basis of 8 clains.

Clains 1, 6, 7 and 8 read as foll ows:

"1. A pol ypropyl ene bl ock copol yner obtained, using a
Ziegler-Natta catalyst, by polynmerizing in a first
step nononer conprising propylene to forma
pol ymer conpri sing pol ypropyl ene (conponent A) in
an amount of from60 to 75% by wei ght of the total
pol ymer anount in the substantial absence of inert
solvent first and then, in a second step,
pol ymeri zing a m xture of ethylene and propyl ene
in the vapor phase to form an ethyl ene- propyl ene
copol yner (conponent B) having an ethyl ene content
of from20 to 50% by wei ght in an anmount of from
25 to 40% by weight of the total polynmer anount,
and nelt-kneadi ng the resulting pol ypropyl ene
bl ock copolymer, the nelt flow rate of the nelt-

kneaded pol ypropyl ene bl ock copol yner, neasured
according to JI'S K7210 condition 14, is fromO0.5
to 10 g/10 mnutes and the intrinsic viscosity of
conponent B ([h]B) is at least 2.0 dl/g, and the
ratio [h]B/[h] A, where [h]Ais the intrinsic
viscosity of the conponent A is 1.8 or |ess.
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6. A bl ock copol yner as clainmed in any precedi ng
claim wherein the content of conponents having a
nol ecul ar wei ght of 50,000 or less in the 20°C
xyl ene-sol ubl e conponent in the total polyner
after nelt-kneading is 2.0% by weight or |ess.

7. Filmformed by nelt-extrudi ng pol ypropyl ene bl ock
copolynmer as clainmed in claim®é.

8. Conposite filmincluding at | east one | ayer forned

of filmas clained in claim6."

Claims 2 to 5 were dependent cl ai ns.

On 12 May 1998, a Notice of Opposition was filed by
Uni on Carbi de Corporation, in which revocation of the
patent in its entirety was requested on the grounds of
| ack of novelty and |l ack of inventive step

(Article 100(a) EPC), and on the ground of

i nsufficiency of disclosure (Article 100(b) EPC

The opposition was supported, inter alia, by the
fol |l ow ng docunents:

D1: EP- A-0 457 455;
D2: EP-A-0 086 300;
as well as the later filed, but adm tted, docunents:
D3: F.P. Baldwn and G Ver Strate "Polyolefin
El astonmers Based on Ethyl ene and Propyl ene",

Rubber Chemi stry and Technol ogy, Vol. 45, (1972),
pages 709-711, 732-733, 750-755;
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D4: Journal of Applied Polynmer Science, Vol.14, 1970,
pages 1651- 1653, and

D7: EP-A-0 863 183;

By a deci sion announced orally on 6 March 2002 and
issued in witing on 3 April 2002, the Opposition
Di vision revoked the patent.

The decision of the Opposition Division was based on
Clains 1 to 8 as submtted with letter dated 11 January
2002 as main request, and on Clainms 1 to 7 as submtted
with letter 11 January 2002 as auxiliary request.

Claim1l of the main request reads as foll ows:

"A pol ypropyl ene bl ock copol yner obtained, using a
Ziegler-Natta catalyst, by polynmerizing in a first step
nmonomner conpri sing propylene to forma pol ynmer

conpri sing pol ypropyl ene (conponent A) in an anount of
from60 to 75% by weight of the total polynmer amount in
t he substantial absence of inert solvent first and
then, in a second step, polynerizing a m xture of

et hyl ene and propylene in the vapor phase to form an

et hyl ene- propyl ene copol yner (conponent B) having an

et hyl ene content of from20 to 50% by weight in an
amount from 25 to 40% by wei ght of the total polynmner
amount, and nelt-kneading the resulting pol ypropyl ene
bl ock copolymer, the nelt flow rate of the nelt-kneaded
pol ypr opyl ene bl ock copol ynmer, neasured according to
JI'S K7210 condition 14, is from0.5 to 10 g/10 m nutes
and the intrinsic viscosity of conmponent B ([h]B) is at
least 2.0 dl/g, and the ratio [h]B/[h]A where [h]Ais
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the intrinsic viscosity of the conponent A is 1.8 or

| ess, the intrinsic viscosity [h]A of conponent A being
nmeasured in tetralin at 135°C after conpletion of the
pol ynmeri zation in the first step and the intrinsic
viscosity [h] B of conponent B being determ ned by the
equati on.

[h]A x PA/100 + [h]B x PB/ 100 = [h] AB

wherein [h] AB represents the intrinsic viscosity of the
bl ock copol ymer neasured likewise in tetralin at 135°C
after conpletion of the polynerization in the second
step, and PA, PB represent the contents of conponents

A B respectively in the bl ock copolyner."

Clains 2 to 8 correspond to Clains 2 to 8 as granted.

Claim1l of the auxiliary request reads as foll ows:

"A pol ypropyl ene bl ock copol yner obtained, using a
Ziegler-Natta catalyst, by polynmerizing in a first step
nonomer conprising propylene to forma pol ynmer

conpri sing pol ypropyl ene (conponent A) in an anount of
from60 to 75% by weight of the total polynmer anmount in
t he substantial absence of inert solvent first and
then, in a second step, polynerizing a m xture of

et hyl ene and propylene in the vapor phase to form an

et hyl ene- propyl ene copol yner (conponent B) having an

et hyl ene content of from20 to 50% by weight in an
amount from 25 to 40% by wei ght of the total polyner
amount, and nel t-kneading the resulting pol ypropyl ene
bl ock copolymer, the nelt flow rate of the nelt-kneaded
pol ypr opyl ene bl ock copol ynmer, neasured according to
JI'S K7210 condition 14, is from0.5 to 10 g/10 m nutes
and the intrinsic viscosity of conmponent B ([h]B) is at
least 2.0 dl/g, and the ratio [h]B/[h]A where [h]Ais



2541.D

- 5 - T 0564/ 02

the intrinsic viscosity of the conponent A is 1.8 or

| ess, the intrinsic viscosity [h]A of conponent A being
nmeasured in tetralin at 135°C after conpletion of the
pol ynmeri zation in the first step and the intrinsic
viscosity [h] B of conponent B being determ ned by the
equati on.

[h]A x PA/100 + [h]B x PB/ 100 = [h] AB

wherein [h] AB represents the intrinsic viscosity of the
bl ock copol ymer neasured likewise in tetralin at 135°C
after conpletion of the polynerization in the second
step, and PA, PB represent the contents of conponents

A B respectively in the bl ock copol yner, and wherein
the content of conponents having a nol ecul ar wei ght of
50,000 or less in the 20°C xyl ene- sol ubl e conponent in
the total polynmer after nelt- kneading is 2.0% by

wei ght or |ess.”

Claims 2 to 5 correspond to Clainms 2 to 5 of the main
request and Clains 6 to 7 correspond to Clains 7 to 8
of the main request.

The Opposition Division revoked the patent on the
grounds that the subject-matter of the main request was
not novel and that of the auxiliary request did not
conply with the requirenents of Article 83 EPC

In its decision, the Opposition Division held that the
mai n request nmet the requirenents of Articles 123(2),
123(3), 84, and 83 EPC but that its subject-matter

| acked novelty over the disclosure of docunent DL.

According to the decision Exanmple 1, Sanple 2 of D1
di scl osed a pol ypropyl ene bl ock copol yner having a
copol ynmer fraction of 26.2% by wei ght and thus a
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pol ypr opyl ene honopol ynmer fraction of 73.8% by wei ght,
a nmelt flow (w thout visbreaking) of 4.8 dg/mn and a
ratio of intrinsic viscosity (nmeasured in decalin) of
1. 2.

The Opposition Division stated that the conversion
factor between intrinsic viscosity in tetralin and
intrinsic viscosity in decalin which m ght be derived
from docunment D3 could not be taken into consideration
for the assessnment of novelty.

Nevert hel ess, the Opposition Division took the view
that the intrinsic viscosities of the internediate
conponents A and B before nelt kneading as nmentioned in
Claim1 of the main request could not be determ ned
fromthe final copolyner obtained after nelt kneadi ng,
and could be arbitrarily chosen.

Thus, the Opposition Division cane to the concl usion
that the final product was characterized by the
respective proportions of conponents A and B and its
melt flow, and that this product was known from D1.

Concerning the auxiliary request, the decision held
that the person skilled in the art did not get a

techni cal teaching fromthe opposed patent how to

adj ust the polynerisation conditions, in particular the
concentration of hydrogen, in order to reduce the | ow
nol ecul ar wei ght conponents in the 20°C xyl ene sol ubl e
fraction in the polyner after nmelt kneading to 2% by
wei ght or | ess.
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A Notice of Appeal was filed on 29 May 2002 by the
Appel l ant (Patent Proprietor). The appeal fee was paid
on 30 May 2002. Wth the Statenment of G ounds of Appea
filed on 9 August 2002, the Appellant submtted five
sets of clains representing a main request and four
auxiliary requests referred to as A1 to A4. The main
request and auxiliary request Al corresponded to the
mai n request and the auxiliary request on which the
deci sion of the opposition division was based,
respectively.

Claim1l of the auxiliary request A2 reads as foll ows:

"A pol ypropyl ene bl ock copol yner obtained, using a
Ziegler-Natta catalyst containing at |east titanium
magnesi um and hal ogen, as essential conponents, by
polynerizing in a first step nononmer conprising

propyl ene to forma pol ymer conprising pol ypropyl ene
(conponent A) in an amount of from60 to 75% by wei ght
of the total polynmer anmpbunt in the substantial absence
of inert solvent first and then, in a second step,

pol ynerizing a m xture of ethylene and propyl ene in the
vapor phase to form an ethyl ene- propyl ene copol yner
(conponent B) having an ethylene content of from20 to
50% by weight in an amount from 25 to 40% by wei ght of
the total polymer anount, and nelt-kneading the
resul ti ng pol ypropyl ene bl ock copol yner, the nelt flow
rate of the nelt-kneaded pol ypropyl ene bl ock copol yner,
nmeasured according to JI'S K7210 condition 14, is from
0.5 to 10 g/10 mnutes and the intrinsic viscosity of
conponent B ([h]B) is at least 2.0 dl/g, and the ratio
[h]B/[h]A, where [h]Ais the intrinsic viscosity of the
conmponent A, is 1.8 or less, the intrinsic viscosity

[h] A of conponent A being neasured in tetralin at 135°C
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after conpletion of the polynerization in the first
step and the intrinsic viscosity [h]B of conmponent B
bei ng determ ned by the equati on.

[h]A x PA/100 + [h]B x PB/ 100 = [h] AB

wherein [h] AB represents the intrinsic viscosity of the
bl ock copol ymer neasured likewise in tetralin at 135°C
after conpletion of the polynerization in the second
step, and PA, PB represent the contents of conponents

A B respectively in the bl ock copolyner."

Clainms 2 to 7 correspond to Clainms 3 to 8 of the main
request .

The only Claimof auxiliary request A3 reads, after
correction of a typographical error, as follows:

"A net hod of obtaining a pol ypropyl ene bl ock copol yner
using a Ziegler Natta catalyst, conprising a first step
of polymerizing a nononer conprising propylene to form
a polymer conprising pol ypropyl ene (conponent A) in an
amount of from 60 to 75% by wei ght of the total polyner
amount in the substantial absence of inert solvent
first and then, a second step of polynerizing a m xture
of ethyl ene and propylene in the vapor phase to form an
et hyl ene- propyl ene copol yner (conponent B) having an

et hyl ene content of from20 to 50% by weight in an
amount from 25 to 40% by wei ght of the total polyner
amount, and nel t-kneading the resulting pol ypropyl ene
bl ock copolymer, the nelt flow rate of the nelt-kneaded
pol ypr opyl ene bl ock, copol ynmer, neasured according to
JI'S K7210 condition 14, is from0.5 to 10 g/10 m nutes
and the intrinsic viscosity of conmponent B ([h]B) is at
| east 2.0 de/g [sic], and the ratio [h]B/[h]A where

[h]Ais the intrinsic viscosity of the conponent A, 1is
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1.8 or less, the intrinsic viscosity of conponent A
being nmeasured in tetralin at 135°C after conpl etion of
the polynerization in the first step and the intrinsic
viscosity [h] B of conponent B being determ ned by the
equati on:

[h]A x PA/100 + [h]B x PB/ 100 = [h] AB

wherein [h] AB represents the intrinsic viscosity of the
bl ock copol ymer neasured |likewise in tetralin at 135°C
after conpletion of the polynerization in the second
step, and PA, PB represent the contents of conponent

A B respectively in the bl ock copolyner."

Claim1 of auxiliary request A4 reads as foll ows

"A pol ypropyl ene bl ock copol yner obtained, using a
Ziegler-Natta catalyst containing at |east titanium
magnesi um and hal ogen, as essential conponents, by
polynerizing in a first step nononmer conprising

propyl ene to forma pol ymer conprising pol ypropyl ene
(conponent A) in an amount of from60 to 75% by wei ght
of the total polynmer anmpbunt in the substantial absence
of inert solvent first and then, in a second step,

pol ynerizing a m xture of ethylene and propylene in the
vapor phase to form an et hyl ene-propyl ene copol yner
(conponent B) having an ethylene content of from20 to
50% by weight in an amount from 25 to 40% by wei ght of
the total polymer anount, and nelt-kneadi ng the
resul ti ng pol ypropyl ene bl ock copol yner, the nelt flow
rate of the nelt-kneaded pol ypropyl ene bl ock copol yner,
measured according to JI'S K7210 condition 14, is from
0.5 to 10 g/10 mnutes and the intrinsic viscosity of
conponent B ([h]B) is at least 2.0 dl/g, and the ratio
[h]B/[h]A, where [h]Ais the intrinsic viscosity of the
conmponent A, is 1.8 or less, the intrinsic viscosity
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[h] A of conponent A being neasured in tetralin at 135°C
after conpletion of the polynmerization in the first
step and the intrinsic viscosity [h]B of component B
bei ng determ ned by the equati on:

[h]A) x PA/100 + [h]B x PB/ 100 = [ h] AB

wherein [h] AB represents the intrinsic viscosity of the
bl ock copol ymer neasured likewise in tetralin at 135°C
after conpletion of the polynerization in the second
step, and PA, PB represent the contents of conponents

A B respectively in the block copol ymer, and wherein

t he content of conponents having a nol ecul ar wei ght of
50,000 or less in the 20°C xyl ene- sol ubl e conponent in
the total polynmer after nelt-kneading is 2.0% by wei ght

or less."

Claims 2 to 6 correspond to clains 3 to 7 of the first

auxiliary request.

The argunents presented by the Appellant nay be
summari zed as foll ows:

(i) Concerning the main request:

(i.1) In docunment D1 the intrinsic viscosity was
measured in decalin at 135°C, while it was determ ned
intetralin at 135°Cin the patent in suit.

(i.2) It was well known that the viscosity val ues
depended upon the sol vent used.

(i.3) The Opponent had tried to derive a conversion
factor from docunent D3 between viscosities determ ned

in decalin and viscosities determined in tetralin.
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(i.4) However, since the polyners disclosed in D3 were
not the sanme as those of the patent in suit, the
conversion factor obtained from D3 woul d not be
applicable to the polynmers of the patent in suit.

(i.5) Thus, D1 could not deprive the patent in suit of
novel ty.

(ii1) Concerning auxiliary request Al:

(ii.1) The person skilled in the art would know how
hydrogen coul d be used to control the nolecul ar weight.

(1i.2) This was also stated in D1 (page 4, lines 27 to
28).

(11.3) The subject-matter of the auxiliary request Al
was al so novel over D1, since D1 did not refer to the
| ow nol ecul ar wei ght xyl ene sol uble fraction.

The argunents presented by the Respondent (Opponent) in
its letters dated 5 March 2003 and 6 August 2004 nay be
sunmari zed as foll ows:

(i) Concerning the main request:

(i.1) daiml did not neet the requirenments of
Article 123(2) EPC, since it did not contain the
features nmentioned at the bottom of page 4 of the
patent in suit concerning the determ nation of the
contents of conponents A and B



2541.D

- 12 - T 0564/ 02

(i.2) daiml did not neet the requirenments of

Article 84 EPC, since it did not include the viscosity
measur enent techni que indicated at the bottom of page 4
of the patent in suit.

(i.3) The patent in suit did not disclose to the
skill ed person how he could determ ne the original

vi scosities of the polynmer blocks fromthe final

vi sbroken bl ock copol ymer. Thus, the skilled person
could not determ ne whether the final polyner fel

wi thin the scope of the clains. Consequently, the main
request did not neet the requirenents of Articles 83
and 84 EPC.

(i.4) As could be derived fromthe decision of the
OQpposition Division, the viscosities of the

i nternedi ate conmponents were no |onger applicable to
the final products. Thus, only the properties of the
final product could be used to distinguish the clained

product fromthe prior art.

(1.5) Thus, Sanple 2 of Exanple 1 of D1 fell within the
scope of Caim1l of the main request.

(i.6) In view of the disclosure of docunent D7 used as
an experinmental report, a relationship between inherent
viscosity and nelt flow rate could be determ ned.

(1.7) The conpositions of D7 and the process for naking
themwere very simlar to those of DI and of the patent

in suit.
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(i.8) It could further be shown that the equation set
out at the top of page 6 of D1 for calculating the
intrinsic viscosity ratio would be applicable for the
conpositions of D7 and those of the patent in suit.

(i1.9) Thus, it could be established that the intrinsic
vi scosities of the internediate products of D1 fel
within the requirenents of Caiml.

(ii1) Concerning auxiliary request Al:

(ii.1) Although Exanples 2 to 5 woul d appear to
illustrate the invention, it was nerely explained that
t he procedure of Exanple 1 had been foll owed except for
changi ng the concentration of hydrogen in the first
step, the concentration of hydrogen and ethylene in the
second step and the amount of visbreaki ng agent,

wi t hout, however, explaining these paraneters in any
nore detail.

(1i.2) Thus, there was no teaching in the patent in
suit as how the skilled person could obtain an anount
of | ow nol ecul ar wei ght conponents of at nost 2% by
wei ght wi t hout undue experinentati on.

(ii1.3) Thus, this request would contravene Article 83
and 84 EPC.

(ii.4) The subject-matter of this request |acked
novelty over D1, since the newrequirement in aiml
(i.e. anmpount of |ow nol ecul ar wei ght conmpounds) sinply
mrrored a famliar requirenment for filnms used in food
packagi ng.
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(iii1) Concerning auxiliary request A2:

(tii.1) The Appellant had presented no supporting
argunentation for this request.

(iii.2) Thus, this request should be considered as

i nadm ssible. Furthernore Claim21 thereof would |ack
novelty, since the conposition of the Ziegler Natta
catal yst was disclosed in DL.

(iv) Concerning auxiliary request A3:

(iv.1l) D1 disclosed all the process features of the
cl ai med net hod.

(iv.2) This request would contravene Article 83 EPC,
since Caim1l did not refer to the use of a peroxide in
the nelt kneadi ng step.

(v) Concerning auxiliary request A4:

(v.1) The Appellant had presented no supporting
argunentation for this request.

(v.2) Thus, this request should be considered as
i nadm ssi ble. Furthernore this request would contravene
Article 83 EPC for the sanme reasons as indicated for

auxiliary request Al.

2541.D
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Oral proceedings were held on 30 Septenber 2004.

At the beginning of the oral proceedings, the Appellant
indicated that it withdrewits auxiliary requests A2
and A4. In the course of the oral proceedings it
further withdrew its auxiliary request Al.

(i) The subm ssions made by the Parties in respect of
the main request may be summari zed as foll ows:

(i.1) Concerning the formal adm ssibility of the main
request:

(i.1.a) By the Respondent

(i.1.a.1) The Respondent indicated that it relied on
its submissions in the witten phase of the appeal

pr oceedi ngs.

(i.1.b) By the Appellant:

(i.1.b.1) The formula nentioned in Claim21 giving the
rel ati on between the intrinsic viscosities of conmponent
A, of conmponent B and of the final block copol yner AB
was di sclosed at page 5, lines 5 to 10 of the patent in

suit.

(i.1.b.2) Thus Aaim1l net the requirenments of
Article 123(2) EPC

(i.2) Concerning novelty:

(i.2.a) By the Respondent:
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(i.2.a.1) daim1l, which was drafted as a product by
process claim must be interpreted as referring to a
product obtainable by the process nentioned therein.

(i.2.a.2) Wiile sone features of the process such as

t he ambunt of component A, the anmpbunt of conponent B,

t he amount of ethylene in B would cone through to the
end-product, it was evident that the intrinsic
viscosities of conponent A and B as well as the ratio

t hereof were nodified by nelt-kneading in presence of a
peroxi de as done in the Exanples 1 to 5 of the patent
in suit, so that these features were no | onger rel evant

or the characterization of the end-pol yner.

(i.2.a.3) Thus, sanples 2 and 7 of Table 1 of Dl nust
be regarded as novelty destroying.

(i.2.b) By the Appellant:

(i.2.b.1) The process features set out in Caim1l were
part of the definition of the clainmed bl ock copol yner
and coul d not be ignored when assessing novelty.

(i.2.b.2) The clained polynmer was characterized by
paraneters (i.e. the intrinsic viscosity of the
conponents A and B before the nelt-kneadi ng step) which
showed how t he pol ynmer had been obt ai ned.

(i.2.b.3) This inplied that the polynmer before the
kneadi ng step nust exhibit a specific nol ecul ar
structure, which would be mrrored in the structure of
t he end- product.
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(i.2.b.4) Since docunment D1 did not disclose the
internedi ate viscosities of the conponents A and B, it
coul d not destroy the novelty of the subject-matter of
Claim1.

(1i) The subm ssions of the Parties concerning
auxiliary request A3 may be summarized as foll ows:

(ii.1) The Respondent indicated that it had no

obj ection either under Article 123 EPC or under
Article 84 EPC against the claimof auxiliary request
A3.

(ii1.2) Concerning Article 83 EPC:

(ii.2.a) By the Respondent:

(ii.2.a.1) As shown in the Annex submtted with the
letter of 6 August 2004 (cf. Table entitled

"Determ nation of nelt flows for exanples of invention
in EP O 588 581 B1"), the nelt flows of the polyner
before visbreaking were rather |Iow, and thus, the use
of a peroxide was necessary to obtain the clained nelt

fl ow rates.

(ii.2.a.2) Thus, the use of a peroxide in the nelt
kneadi ng step was an essential feature of the clained
process.

(1i.2.a.3) This feature was, however, missing in

Claim 1. Therefore, this request did not conply with
Article 83 EPC

(ii.2.b) By the Appellant:

2541.D
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(ii.2.b.1) The description of the patent in suit (cf.
page 3, lines 43 to 45) clearly indicated that the

nmel t- kneadi ng step could be carried in the presence or
absence of a peroxide.

(ii1.2.b.2) This neant that the presence of a peroxide
was purely optional to obtain a block copolyner with
the required nelt flow rate.

(ii1.2.b.3) Furthernore, docunent D1 showed that a bl ock
copolymer with a nelt flowrate between 0.2 and 70
coul d be obtained without visbreaking, and that a
further increase in nelt flowrate to the range 2 to
200 coul d be obtained by visbreaking (cf. D1, page 5,
lines 16-28).

(ii.3) Concerning novelty:

(ii.3.a) By the Respondent:

(ii.3.a.1) It could be deduced from docunment D3 that
there was a linear relationship between the intrinsic
viscosity in decalin at 135°C and viscosity in tetralin
at 135°C for all ethyl ene propyl ene copolynmers (cf.D3,
page 755, lines 31 to 34). The exact value of the
conversion factor between viscosity in decalin and
viscosity in tetralin was not relevant, since it would
di sappear when nmaking the ratio between the intrinsic
vi scosity of conmponent B and the intrinsic viscosity of
conponent A
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(1i.3.a.2) Docunent D1 (page 6, lines 1 to 13)

di scl osed a rel ationship between the ratio of intrinsic
viscosity (decalin at 135°C) of the ethyl ene/propyl ene
copolynmer (i.e. conponent B) to the intrinsic viscosity
(decalin 135°C) of the honopolynmer (i.e. conponent A)
and the nelt flowrates of the block copol yner, the
nmelt flow rate of the honmopol yner, and the fraction of
et hyl ene/ propyl ene copol yner in the block copol yner, as
illustrated by the formul a:

) (MFhomo/MFuhoie) 0* 2131 l
Ratio = ] +

(ii.3.a.3) As shown in Table A annexed to the |letter of
6 August 2004, if one applied this fornula to the
calculation of the ratio of the intrinsic viscosity
(decalin at 135°C) of the ethyl ene/ propyl ene copol yner
conponent to the intrinsic viscosity (decalin at 135°C)
of the honmopol yner conponent of the bl ock copol yners

di sclosed in the Exanples 1 to 14 of D7, one cane to a
very good agreenent between the val ues cal cul ated from
the formula given in D1 and those indicated in D7 for
the ratio of the intrinsic viscosities of these
conponents of the block copolyners of Exanple 1 to 14
determined in tetralin at 135°C.

(ii.3.a.4) Thus, it was clear that the value of the
rati o between the intrinsic viscosity of the conponent
A and the intrinsic viscosity of conponent B was not
dependent on the solvent used (decalin or tetralin) for
the determ nation of the intrinsic viscosities at
135°C.
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(ii.3.a.5) Fromthis formula, it was further possible
to determine the nelt flow rate of the honopol yner
conponent of the bl ock copol ynmer disclosed in Sanples
2, 4, 6, 7 and 11 of Exanple 1 of D1 (cf. Table B
annexed to the letter of 6 August 2004 of the
Respondent) .

(ii.3.a.6) Fromdocunent D4 it was deduced that there
was a 3.4 power dependence between the nelt viscosity
on nol ecul ar weight, and that MFR (nelt flow rate) was
inversely related to nelt viscosity (cf. D4. last two
[ ines on page 1652). It was further general know edge
that the nelt flow rate of a bl ock copol ynmer AB havi ng
bl ocks A and B was given by the equation:

1/ IVFRABl/3.4 — VWIVFRAI/3.4 + \/\é/I\/FRBl/3.4 ’

in which WA\ and W are the weight fractions of
conponents A and B in the bl ock copol ynmer and MFRag,
MFR,, and MFRs are the nelt flow rates of the bl ock
copol ynmer, of conponent A, and of conponent B,
respectively.

(ii.3.a.7) Thus, on that basis, the MFR of the
conponent B of the bl ock copolynmer of the Samples 2, 4,
6, 7 and 11 of D1 could be calculated (cf. Table B, as
i ndi cat ed above).

(ii.3.a.8) Fromthe exanpl es of docunment D7 a
correlation between the intrinsic viscosity in tetralin
of the ethyl ene/ propyl ene conponent (conponent B) and
its intrinsic viscosity in tetralin at 135°C could be
determ ned (cf. Table C and graph representing the



2541.D

- 21 - T 0564/ 02

rel ati onship between intrinsic viscosity of conponent B
and MFR annexed to the letter of 6 August 2004).

(ii1.3.a.9) It could thus concluded that the Sanples 2
and 7 of Table 1 of D1 had an intrinsic viscosity of
block B of at least 2.0 in tetralin at 135°C and t hat
the ratio of the intrinsic viscosity (tetralin at
135°C) of the block B to that of the block A of these
respective sanples was |ower than 1.8.

(ii.3.a.10) Furthernore, since these bl ock copol yners
used in these Sanpl es had been injection nolded, the
bl ock copol ynmers had been inevitably nmelt kneaded.

(1i.3.a.11) Thus, D1 was a novelty destroyi ng docunent
for the subject-matter of the auxiliary request A3.

(ii1.3.b) By the Appellant:

(ii.3.b.1) Docunent D7 was a post-published docunent.
It could not therefore be taken into account for the
assessnent of novelty.

(11.3.b.2) It could be accepted that a nelt kneadi ng
step had been carried out in the manufacture of the
Sanples 2 and 7 of Table 1 of D1. Thus, D1 discl osed
all the steps of the clained process except the
intrinsic viscosity in tetralin of conponent B of the
bl ock copolynmer and the ratio of the intrinsic
viscosities in tetralin of the conponent B to that of
t he conponent A before nelt-kneading.

(i1.3.b.3) Thus, D1 could not destroy the novelty of
t he subject-matter of the auxiliary request A3.
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Fol | ow ng observations fromthe Board according to
which (i) docunment D4 did not seemto disclose the

rel ati onship nmenti oned by the Respondent between the
melt flow rates of the copolyners and that of its
conponents (cf. paragraph (ii.3.a.6), above), and (ii)
according to which the conparison of the cal cul ati on of
the intrinsic viscosity ratio of the conponent B to

t hat of conponent A based on the fornula given at

page 3, lines 16 to 24 of D1, i.e.:

[7lprea=(1-Fc) [7]homo
Fo

{(nleopol =

with that obtained fromthe formul a given at page 6 of
D1 rendered it questionable as to whether the bl ock
copolynmers of D1 would follow the sane rel ati onship
between their intrinsic viscosity and their nelt flow
rate as shown by the Respondent in Figure 1 annexed to
the letter of 6 August 2004, the Respondent submtted
concerning point (i) that the relationship between the
melt flow rates of the copolyners and that of its
conponents was well known to those skilled in the art
and that the nelt flow rates of the copolyners
exenplified in D7 conplied with this fornula, and
concerning point (ii) that pure al gebraic

consi derations could not be applied to pol yner

chem stry.

VIIl. The Appellant requested that the decision under appeal
be set aside and the patent be naintained on the basis
of the main request or of the auxiliary request A3,
filed with the letter dated 9 August 2002. In the

2541.D
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alternative, he requested that the case be remtted to

the first instance for exam nation of inventive step.

The Respondent requested that the appeal be dism ssed.
In the alternative, he requested that the case be
remtted to the first instance for exam nation of

i nventive step.

Reasons for the Decision

1

The appeal is adm ssible.

Mai n request

2.2

2.3

2541.D

Wor di ng of the clains:

It is firstly noted by the Board that an objection
under Article 100(c) EPC has neither been raised

agai nst the granted patent by the OCpponent, nor dealt
with in the appeal ed deci sion.

This has as a consequence that the assessnent of the
allowability of the clainms of the main request under
Article 123(2) EPC nust be limted to that of the
amendnent s made during the opposition and/or opposition
appeal proceedings (G 10/91 QJ EPO 1993, 420).

Claims 1 to 8 of the main request differ fromCains 1
to 8 as granted in that (i) the nethod for the

determ nation of the intrinsic viscosities of conponent
A and of the bl ock copolynmer AB has been indicated in
Claim1l, in that (ii) the equation for calculating the
intrinsic viscosity of the conponent B have been
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2.5

2.6

2.6.1
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incorporated in CCaim1, and in that (iii) Caim8is
dependent on Caim7 instead of on Caim6 in the

granted versi on.

Concerni ng anmendnents (i) and (ii) it cannot be
contested that they are supported by the application as
originally filed (cf. page 5, lines 10 to 17 of the
publ i shed application EP-A2-0 588 581).

Wiile, as submtted by the Respondent, the equation for
calculating the intrinsic viscosity of the conponent B
makes use of the contents of component A (i.e. PA) and
of conponent B (i.e. PB) in the bl ock copolyner, and
the application as originally filed nentions that the
contents PA and PB are determned fromthe materi al

bal ance of the polynerization (page 5, lines 5 to 8 of
t he published application), it is true that this later

indication is mssing fromd aim 1.

Thus, the question of the allowability of Caim1 under
Article 123(2) EPC boils down to the question as to
whet her, as submitted by the Respondent, the absence of
this indication can generate an extension of the

subj ect-matter beyond the content of the application as
filed.

In the Board's view, the objection raised by the
Respondent is based on the argunent that the anpunt PA
of conmponent A and the ampbunt PB of conponent B in the
bl ock copol yners are dependent on the nethod used for
their determnation, in other words that the nethod of
determnation is part of the definition of the val ues
of PA and PB
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2.6.3

2.6.4

2.7

2.8
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In this connection, it is, however, evident that
granted Claim1l explicitly referred to the amounts of
conponents A and B, since it stipulated that A should
be present in an anpbunt of 60 to 75 wei ght % and that
conponent B should be present in an amount of 25 to 40
wei ght % w thout nentioning any nethod for the
determ nation of the respective anounts of the
conponents A and B. This inplies that in granted
Claim1 the amobunts of conponents A and B were not
linked to a specific nethod for their determnation.

This cannot be altered by the fact that the contents of
conponents A and conponent B have nerely been |abelled
as PA and PB in the equation for determning the
intrinsic viscosity in tetralin of conponent B which
has been incorporated in Caim1. Thus, in accordance
with the principles set out in G 10/91, the absence of
the nethod indicated at page 5, lines 5 to 8 of the
publ i shed application in Claim1l cannot give rise to an
obj ection under Article 123(2) EPC.

Consequently, Caim1l nust be regarded as neeting the
requirenments of Article 123(2) EPC.

Concerni ng anmendnent (iii), although the reference in
granted Caim8 to a filmas claimed in Claimé6 could
have been considered as an obvious error, Claim8, in
any case, finds its support on page 4, lines 46 to 51
of the published application, so that the requirenents
of Article 123(2) EPC nust be regarded as net.

Having regard to the nodifications made in Clains 1 and
8, the Board cones further to the conclusion that they
cannot |l ead to an extension of the protection conferred
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2.9.1

2.9.2

2.9.3

2.9.4
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by the clains as granted. The requirenments of
Article 123(3) EPC are therefore conplied with

Article 84 EPC

When amendnents are made to a patent during an
opposition, Article 102(3) EPC requires consideration
as to whether the anmendnments introduce any
contravention of any requirenent of the Conventi on,
including Article 84 EPC. Article 102(3) EPC, however,
does not all ow objections to be based upon Article 84
EPC, if such objections do not arise out of the
anmendnents nmade (cf. also decision T 301/87; QI EPQ
1990, 335; Headnote 1).

As indicated above in paragraph 2.6.2 above, the Board

notes that the indication of the content of conponent A
and conponent B was already present in granted Claim 1,
wi t hout any reference to any nmethod for its

determ nation such as the nethodol ogy di scl osed on

page 5, lines 5 to 8 of the published application.

Since the objection under Article 84 EPC rai sed by the
Respondent is de facto based on the absence of

i ndication of this nmethodology in daim1l of the main
request, it is evident that the nere use of the content
of conponent A and of conponent B in terms PA and PB in
the formula given in Claiml for determ ning the
intrinsic viscosity of conponent B cannot generate a
lack of clarity in the context of Caiml.

It thus follows that the objection raised under
Article 84 EPC by the Respondent against C aim1 cannot
be al | owed.
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Consequently, the Board conmes to the conclusion that
the requirenents of Article 84 EPC read in connection
with Article 102(3) EPC are net by all the clains.

Novel ty

Docunent D1 relates to a pol ypropyl ene inpact copol yner
conposition which conprises a honopol yner phase

predom nantly conprising a propyl ene honopol yner and a
copol ymer phase predom nantly conprising a copol yner of
et hyl ene and propyl ene, wherein the ratio of the
intrinsic viscosity (determned at 135°C in decalin) of
t he copol yner phase to that of the honopol yner phase is
fromO0.7/1 to 1.3/1, preferably from1.0/1 to 1.2/2
(CGainms 1, 5). The conposition is obtainable by a two-
stage pol ynmerization process wherein the two-stage

pol ynmeri zati on process is a gas phase process wherein
predom nantly propylene is initially polynerized to
formthe honopol yner phase and the product of the
initial polymerization is contacted wwth a m xture of
propyl ene and ethylene to formthe copol yner phase, the
pol yneri zati ons being conducted in the presence of an
ol efin polynerization catal yst and the nol ecul ar wei ght
of at |east one of the honopol ymer phase and the

copol ymer phase being controlled to provide said
intrinsic viscosity ratio (Clains 6 and 7).

More specifically, D1 discloses in Exanple 1 (Sanple 2)
a bl ock copol yner having a nelt flowrate of 4.8 dg/mn
(i.e. 4.8 g/10 min) and a copolyner fraction of 26.2
weight % (i.e. resulting in an honopol yner fraction of
74.8 weight %9 having a content of 35.1 weight % of
ethylene. D1 further discloses inits Exanple 1
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(Sanple 7) a block copolyner having a nelt flow rate of
2.0 g/10 min and a copol yner fraction of 27.0 weight %
havi ng a content of 29.6 weight % of ethylene.

It thus follows fromthese considerations that the

bl ock copolyners of Sanples 2 and 7 of Exanple 1 of D1
nmeet the requirenents set in out Claim1l of the main
request in terns of nelt flow rate, of anount of
homopol yner (conmponent A), of anount of copol yner
(conponent B) and of anmpbunt of ethylene in the

copol ymer conponent B for the clained bl ock copol yner.

Wile Claiml is drafted as a product-by-process claim
it is established case | aw of the Boards of Appeal,

that process features can only contribute to the
novelty of a product claiminsofar as they give rise to
a distinct and identifiable characteristic of the

pr oduct .

I n decision T 205/83, (QJ EPO 1985, 363; Reasons 3.2.1)
this concept was devel oped by stating that "to
establish novelty [of the polyneric product of a
process], it will be necessary to provide evidence that
nodi fication of the process paraneters results in other
products” and by pointing out that such evidence nay be
constituted by "conclusive considerations which accord
with the general state of the art" or by denonstrating
"distinct differences in the products' properties”,
because "differences in the properties of products
indicate a structural nodification."

In that respect, the Appellant has submtted that D1
does not disclose either the intrinsic viscosity in
tetralin at 135°C of the conmponent B or the ratio of
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the intrinsic viscosity (in tetralin at 135°C) of
conponent B to the intrinsic viscosity of conponent A
(intetralin at 135°C) before nelt-kneading, and that

t hese process paranmeters would characterize the clained
bl ock copol yner.

In this connection it is however noted by the Board
that the nelt-kneading step can be conducted in
presence of a peroxide (cf. patent in suit, Exanples 1
to 5; page 3, lines 43 to 45), i.e. resulting in a

vi sbreaking step which will inevitably have the effect
of breaking the polymer chains of the bl ock copol yner
and therefore the effect of nodifying the intrinsic

vi scosities of the conponents A and B and ratio thereof.
In the absence of evidence of the contrary fromthe
side of the Appellant and in accordance with the
principles set out in T 205/83, the Board can only cone
to the conclusion that the bl ock copol yner does not
exhibit any "fingerprints" of the values of the
intrinsic viscosities of the conponents A and B and
rati o thereof before visbreaking.

Consequently, the clainmed bl ock copol ynmer nust be
regarded as being characterized only by its nelt flow
rate (from0.5 to 10 g/10 mn), by its content of
conponent A (60 to 75 W%, by its content of conponent
B (25 to 40%, and by the content of ethylene in
conponent B (20 to 50 w9 .

Since as nentioned above in point 3.2, the block
copolynmers disclosed in Sanples 2 and 7 of Exanple 1 of
D1 exhibit all these characteristics, the subject
matter of Claim1l | acks novelty over docunent D1
(Article 54 EPC)
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In view of the fact that the subject-matter of Claim1l
is not patentable, the Main Request nust fall since a
request can only be decided as a whol e. Consequently,
any further consideration of other contentious issues

(i.e. Article 83 EPC) is not necessary.

Auxiliary request A3

5.2

6.2

2541.D

Wrding of daiml

As indicated above in Section VIl (ii.1), the
Respondent had no objection either under Article 123
EPC or Article 84 EPC against Claim1l of the auxiliary
request A3.

Since Caimlis a nere refornulation of Caim1 of the
Mai n Request in a process claim the Board is al so
satisfied that it conplies with the requirenents of
Articles 84, 123(2) and 123(3) EPC.

Prelim nary remarks

The Appel |l ant has contested (cf. Section VIl (ii.3.b.1
above) that reference be nade to the docunent D7 when
assessing the novelty of the clainmed subject-matter,
since this docunent was post-published.

Waile it is true that docunent D7, which clains as its
earliest priority that of the Japanese patent
application JP 305292/ 95 of 24 Novenber 1995, and which
has been published on 9 Septenber 1998 i.e. after the
priority date of the patent in suit (16 Septenber 1992),
cannot belong to the state of the art according either
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to Article 54(2) or Article 54(3)(4) EPC, it is evident,
in the Board' s view, that docunment D7 has only been

used by the Appellant as an experinental report in

order to support its line of argunment for the

determ nation of the intrinsic viscosities in tetralin

at 135°C of the copol yners of D1.

6.3 Taki ng into account that docunent D7 has been filed
during the procedure before the Opposition Division,
and, that, therefore, the Appellant has had anple tine
to consider it, the Board sees no reason to disregard
docunent D7 presented as an experinental report.

7. Sufficiency of disclosure

7.1 Claim1l is to be construed as inplying that it is
essential for the obtaining of the block copolymer to
carry out a nelt-kneadi ng step.

7.2 The Respondent has objected that Caim 1 does not
conply with Article 83 EPC, since it does not refer to
t he use of peroxide in the nelt-kneadi ng step.

7.3 Thi s argunment, however, is in the Board's view rather
associated with Article 84 EPC read in conbination with
Rul e 29(1)(a) EPC than with the sufficiency of
di sclosure, i.e. with the question as to whether the
pat ent specification provides sufficient information to
enable a person skilled in the art to carry out the

i nventi on.

7.4 Neverthel ess, in order to support its objection, the
Respondent has referred to the table entitled
"Determ nation of nelt flows for exanples of invention

2541.D
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in EP O 588 581 Bl1", annexed to its letter of 6 August
2004, which, in its opinion, showed that the nelt flow
rate of the bl ock copolynmers disclosed in the

Exanples 1 to 5 of the patent in suit was well bel ow
0.5 g/ 10 m n before nelt-kneading, and that therefore
a visbreaking step (i.e. nelt-kneading in presence of a
per oxi de) was necessary to obtain a bl ock copol yner
having a nelt flowrate in the clainmed range.

In that respect, the Board notes, however, that the
determ nation of the melt flow rates of the bl ock
copolynmers of Exanples 1 to 5 of the patent in suit
before nelt-kneadi ng made by the Respondent is based on
t he assunption that the sanme rel ationship exists
between the intrinsic viscosity in tetralin and the
melt flow rate of the block copolynmer according to the
patent in suit as the one deduced by the Respondent for
t he bl ock copol ynmers exenplified in docunent D7 and
illustrated by Figure 1 annexed to the letter of

6 August 2004.

It thus follows, in the Board's view, that a
prerequisite for the line of argunment of the Respondent,
is that it is established that the sane relationship
between intrinsic viscosity and nelt flowrate is valid
for both the bl ock copolynmers of D7 and those of the
patent in suit.

Thi s, however, presupposes that the bl ock copol yners
exenplified in D7 are structurally the sane, i.e. not
nerely simlar, as those of the Exanples 1 to 5 of the
patent in suit. In that respect, while D7 requires that
t he xyl ene soluble fraction at 20°C of the copol yner
fraction of the block copolyners be not |ess than 80
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wt. % and preferably not |ess than 85 wt. % (page 4,
lines 38-45), and while the bl ock copol yners of
Exanples 1 to 14 of D7 indeed exhibit values of such
xyl ene soluble fraction lying between 86 and 92 wt. %
it can be deduced fromthe values given in Table 1 of
the patent in suit that the xylene soluble fraction of
t he copol yner conponent in the bl ock copol yners of
Exanples 1 to 5 of the patent in suit is between 51

W . % (Exanpl e 5) and 77% (Exanple 2), i.e. well bel ow
that of the exanples of D7. Thus, the Board can only
conme to the conclusion that it is not established that
t he bl ock copolynmers exenplified in the patent in suit
woul d inevitably foll ow the sanme rel ati onship between
intrinsic viscosity and nelt flow rate as those
exenplified in D7.

Even if it were, and if the nelt flowrate of the bl ock
copol yners disclosed in Exanples 1 to 5 of the patent
in suit would i ndeed have been below 0.5 g/10 mn, so
that it would be necessary, in the Respondent's viewto
carry out a visbreaking step, it is evident that
Claim1, interpreted in the light of the description of
the patent in suit, does not exclude the presence of a
per oxi de conponent during the nelt-kneadi ng step, since
the patent specification clearly indicates (page 3,
lines 43 to 45) that the nelt kneading step nay be
carried out by a conventional nethod in the presence
(as made in the Exanples 1 to 5 of the patent in suit)
or in the absence of a peroxide.

This has for its consequence not only that the presence
of a peroxide conponent in the nelt kneadi ng step nust
be regarded as an optional feature of the clained
process, but noreover that the description of the
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patent in suit provides sufficient information (cf.
Exanples 1 to 5; page 3, lines 43 to 45), even in the
circunstances relied on by the Respondent, to enable a
person skilled in the art to carry out the invention.

7.10 It thus follows fromthe above that it has not been
shown to the satisfaction of the Board that there is a
deficiency in the patent in suit contrary to Article 83
EPC. Consequently, the objection under Article 83 EPC
rai sed by the Respondent cannot succeed.

8. Novel ty

8.1 As indicated above under point 5.2, Claim1l results
froma refornulation of Claiml of the Main Request as

a process claim

8.2 This inplies that process characteristics which have
been di sregarded when assessing the novelty of the
cl ai med bl ock copol ynmer according to Claim1l of the
Mai n Request, m ght beconme rel evant for distinguishing
t he cl ai nmed process from D1.

8.3 In that respect, while the Appellant has conceded t hat
Exanple 1 of D1 disclosed all the features of the
cl ai med process except the values of the intrinsic
viscosity in tetralin at 135°C of the conponent B and
the ratio of the intrinsic viscosity in tetralin at
135°C of the component B to that of the conponent A,
t he Respondent has subm tted that the bl ock copol yners
of Sanple 2 and Sanple 7 of Exanple 1 of D1 net the
requi renents set out in Caiml for the intrinsic
vi scosity of conponent B and the rati o between the
intrinsic viscosities of conponents A and B, and it has

2541.D
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t herefore concluded that these specific exanples were
novelty destroying for the subject-matter of Caiml.

8.4 In that context, the Board notes firstly that D1
contains no explicit disclosure of the intrinsic
vi scosities of the conmponents A and B in tetralin at
135°C of the Sanples 2 and 7, let alone of the ratio of
t hese viscosities. Secondly, while Dl states that the
intrinsic viscosities of the conponents A and B are
determned in decalin at 135°C (page 3, lines 7 to 24),
it does not even disclose the values of the intrinsic
vi scosities of the conponents A and B of Sanples 2 and
7 according to this nmethod, but only nentions the
ratios (Table I) of the intrinsic viscosity in decalin
at 135°C of the conponent B to that of conponent A of
the Sanples 2 and 7 (i.e. 1.2 and 1.3, respectively),
whi ch have been cal cul ated according to the fornula set

out at page 6, lines 1 to 13 (cf. above Section VII
(ii.3.a.2).
8.5 The Board further notes that the |line of argunent of

t he Respondent, which supports its objection of |ack of
novelty, is based on the foll ow ng assunptions:

(i) its having been established that the ratio of the
intrinsic viscosity of the conponent B to that of A for
the Sanples 2 and 7 of Exanple 1 of D1 remains the same
(i.e. 1.2 and 1.3 respectively) when using tetralin
instead of decalin for the determ nation of the
intrinsic viscosity at 135°C,

(ii) its having been established that the nelt flow
rate of conmponent B of each Sanple 2 and 7 is to be
cal cul ated using the fornmula nmentioned in Section VII

2541.D
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(ii.3.a.6) above fromthe respective nelt flow rate of
t he conponent A thereof and fromthe respective nelt
flowrate of each bl ock copol yner; and

(iii) 1ts having been established that the intrinsic
viscosity in tetralin at 135°C of conponent B of each
Sanple 2 and 7 is deducible fromthe respective nelt
flowrate of the conponent B by interpolation fromthe
graph plotting the intrinsic viscosity of the conponent
B of the copolynmers 1 to 12, and 14 of D7 (cf. Table C
and correspondi ng graph annexed to the |letter of

6 August 2004).

Consequently, the validity of the objection of |ack of
novelty rests exclusively on the validity of
assunptions nmade by the Respondent. In such a case, the
concept of bal ance of probability cannot be applied for
t he assessnent of the validity of each assunption, but
it must cede to a stricter criterion close to absolute
conviction; in other words, there should be a degree of
certainty which is beyond all reasonabl e doubt.

It nust then be decided whether the validity of each
assunption can be established under this strict

criterion:

Concerni ng assunption (i):

(a) The Respondent has argued that docunent D3

di scl oses that there is a linear interpolation between
intrinsic viscosities determined in tetralin at 135°C
and intrinsic viscosities determned in decalin at

135°C for ethyl ene/ propyl ene copol yners (EP)
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(b) The Respondent has further submtted (cf. Table A
annexed to the letter of 6 August 2004) that, if one
applies the formula set out on page 6 of D1 for
determining ratio of the intrinsic viscosity (in
decalin at 135°C) of the conponent B to that of the
conponent A for calculating the intrinsic viscosity
ratio (in decalin at 135°C) of conponents A and B of

t he bl ock copolynmers of the Exanples 1 to 14 of D7, one
cones practically to the sane val ues as the ones
respectively given for the ratio of the intrinsic
viscosities in tetralin at 135°C for the bl ock
copolynmers of Exanples 1 to 14 of Dv7.

(c) Thus, in the Respondent's view, it would follow
fromthese considerations, that the ratio of the
intrinsic viscosity of the conponents B to that of the
conponent A renmains the sane, independently of the fact
that the intrinsic viscosities have been determned in
decalin or in tetralin at 135°C, and that therefore,
the ratio indicated for Sanple 2 and 7 (in decalin) in
Table 1 of DL will remain the sane for viscosities
determned in tetralin.

(d) I'n the Board's view, however, neither D3 nor the
calcul ation nmade in respect of the Exanples 1 to 14 of
docunent D7 all ows one to conclude with a degree of
certainty which is beyond all reasonabl e doubt that
this ratio remains inevitably the sanme for the
Sanples 2 and 7 of Exanple 1 of D1 for the follow ng

reasons:

(d.1) Firstly, D3 nerely indicates that the data
suggest a linear interpolation between the polyethyl ene
(PE) and the polypropylene (PP) results in decalin and
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tetralin at 135°C should be a good approximtion in
which all EP copolyners, crystalline or not can be
accommodat ed (page 755, lines 30-33), and further does
not state that there is an identical conversion factor
for transformng the intrinsic viscosities of the
homopol yner fraction (PP) in decalin to intrinsic
viscosities in tetralin as for converting the intrinsic
viscosities in decalin of the EP copolyner into
intrinsic viscosities in tetralin, so that it cannot be
ascertai ned that these conversion factors wll cancel
when cal culating the ratio of the viscosities in
decalin, or therefore that the ratio obtained in
decalin would not differ fromthe ratio in tetralin

(d.2) secondly, while the relationship between

nol ecul ar weight and intrinsic viscosities either in
decalin or tetralin at 135°C for ethyl ene propyl ene
copol ynmers havi ng an et hyl ene content between 60 and 70
nol e% (cf. Fig.1l1 on page 752 (decalin), Sanple 1
(decalin) and Sanple 5 (tetralin) in Table VI on

page 753) would lead to a conversion factor of 1.29
(i.e. 4.07/3.15) or 1.20 (3.8/3.15), Table VII would

i ndi cate a conversion factor of 1.13 for an ethyl ene
propyl ene copol yner (ethylene content not given), so
that it cannot be ascertained from D3 which conversion
factor, if any, should be used for Sanples 2 and 7 of
Exanple 1 of D1 which exhibit an ethylene content of
44.9 mole % (35.1 wt.% and of 38.6 nole% (29.6 wt% of
t he copol yner fraction (conponent B), respectively; and

(d.3) thirdly, although it can be accepted that there
is sone correlation between the intrinsic viscosity
ratio in decalin calculated fromthe fornmula set out on
page 6 of Dl and the intrinsic viscosity ratio in
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tetralin for the block copolyners of Exanples 1 to 14,
this only shows that, for the copolyners exenplified in
D7, the ratio of the intrinsic viscosity remains
practically the sane independently of the use of
tetralin or decalin. This conclusion can only
reciprocally apply to the bl ock copol yners of Sanple 2
and 7 of Exanple 1 of D1, provided it has been

est abl i shed that the block copolynmers exenplified in D7
are structurally the sane, i.e. not nerely simlar to

t hose of the Sanples 2 and 7 of the Exanple 1 of DL1.
This is, however, not the case, since, while D7
requires that the xylene soluble fraction at 20°C of

t he copol yner fraction of the bl ock copol yners be not

| ess than 80 wt.% and preferably not | ess than 85 w. %
and while the block copolyners of Exanples 1 to 14 of
D7 i ndeed exhi bit values of such xyl ene sol uble
fraction lying between 86 and 92 wt.% D1 is totally
silent on the xylene soluble fraction at 20°C of the
copol ynmer fraction.

Concerni ng assunption (ii):

(a) I'n that respect, the Respondent has submitted that
the melt flow rate of conponent A of Sanples 2 and 7
can be determ ned by using the fornula set out at

page 6 of Dl since the nelt flowrate of the bl ock
copolymer and the weight fractions of conponents A and
B of these sanples are disclosed in Table 1 of D1. It
has further argued that the cal cul ati on nethod for
determining the nelt flow rate of the conponent B can
be deduced from docunent D4, and it has relied on the
two |l ast lines of page 1652 thereof, which point out
that "a 3.4 power dependence of nelt viscosity on

nol ecul ar wei ght has been predicted, also, that MFR and
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viscosity are inversely related". It thus concl uded
that the nelt flow rate of the conponent Bis to be
calculated by the fornula as indicated above in Section
VIl (ii.3.a.6). It further stated that, in any case,
this relationship was well known to the person skilled
inthe art, and it had verified that the nelt flow
rates of the copolyners of Exanples 1 to 14 of D7
conplied with this formula

(b) I'n this connection, it is however, noted by the
Boar d,

(b.1) firstly, that docunment D4 is only concerned with
the relationship between nelt flow rate and either the
intrinsic viscosity nmeasured in 1,2,4- trichlorobenzene
at 135°C or in decalin at 135°C for pol ypropyl ene
homopol yners (page 1651; Introduction and Experinental)
and, hence, that D4 is absolutely not concerned with

bl ock copolyners as those of Sanples 2 and 7 of
Exanple 1 of Di;

(b.2) secondly, that, while it is correct, as submtted
by the Respondent, that D4 at page 1652 refers to a 3.4
power dependence of nelt viscosity on nol ecul ar wei ght,
this is nmade in the specific context of D4

(pol ypropyl ene honopol yner), and that no evi dence has
been provided by the Respondent that this rule wll
apply to the bl ock copol yners of D1,

(b.3) thirdly, that, even if the nelt flow rates of the
bl ock copol ynmers of the exanples of D7 effectively
conply with the formula referred above in Section VII
(ii.3.a.6), this will not reciprocally establish that
the nelt flowrates of the block copolyners of Sanpl es
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2 and 7 of Exanmple 1 of D1 equally conply with it for
t he sane reasons as indicated in paragraph 8.7.1 (d.3)
above;

and,

(b.4) fourthly that the further subm ssion of the
Respondent that the relationship and its application to
bl ock copol yners such as those disclosed in D1 bel ong
to the general know edge of the skilled person is not
supported by appropriate evidence (cf. T 766/91 of

29 Septenber 1993; not published in QJ EPC Reasons
point 8.1).

(c) Thus, the Board can only cone to the concl usion

t hat the Respondent is far from having denonstrated
with a degree of certainty beyond any reasonabl e doubt
that the forrmula referred above in Section VII
(ii.3.a.6) inevitably applies to the Sanples 2 and 7 of
Exanple 1 of D1 and, hence, that the val ues indicated
in Table B annexed to the letter of 6 August 2004 for
the nelt flow rates of the conmponent B of the Sanples 2
and 7 of Exanple 1 of D1 (i.e. 3.17 and 1.7) indeed
represent the actual values of this paraneter for these
bl ock copol ymers.

Concerni ng assunption (iii):

(a) The Respondent has submitted that the value of the
intrinsic viscosity in tetralin of the conponent B of
Sanple 2 and 7 is to be determ ned by interpolation
fromthe graph plotting the intrinsic viscosity of the
conponent B of the copolyners 1 to 12, and 14 of Dv7.
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(b) I'n the Board's view, the fact that a specific
relati onship could have been deduced for the copol yners
1 to 12 and 14 of D7 between the intrinsic viscosity of
the block B and its nelt flow rate, cannot reciprocally
establish for the sane reasons as indicated in
paragraph 8.7.1 (d.3) above that the bl ock copol yners
of Sanples 2 and 7 would inevitably follow the same

rel ati onship between nelt flowrates and intrinsic

Vi scosi ty.

(c) This reasonabl e doubt as to whether any

rel ati onship between the intrinsic viscosity in
tetralin and nelt flow rate observed for the bl ock
copolynmers of D7 could be applied to the bl ock
copolynmers of D1, is further consolidated by the
conpari son between the calculation of the ratio of the
intrinsic viscosities in decalin in D1 using the
formul a set out on page 6 of D1 and the cal cul ati on of
the sane ratio using the fornmula set out at page 3 of
D1 for calculating the intrinsic viscosity in decalin
of the conponent B, which shows that there should be a
power dependence of the intrinsic viscosity of the

bl ock copolyners of D1 on their nelt flowrate (i.e.

[h] AB)/[h] A nust be equal to (MFRW MFRa) % 2%%), while the
rel ati onship shown in Figure 1 annexed to the |letter of
6 August 2004 for the block copolynmers exenplified in
D7 shows that the intrinsic viscosity thereof depends
on the natural logarithmof their nelt flowrate.

It thus follows fromthe above that the Board can only
cone to the conclusion that the prerequisite set out in
par agraph 8.6 above for the validity of the objection
of lack of novelty raised by the Respondent has not
been fulfilled, and that it has not been unanbi guously
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shown by the Respondent that the bl ock copol yners of
Sanples 2 and 7 of Exanple 1 of D1 inevitably neet the
requi renents set out in Claiml1 for the intrinsic

vi scosity of the conponent B and the ratio of the
intrinsic viscosity of the conponent B to that of the
conponent A before nelt-kneading.

Consequently, the subject-matter of Caim1l nust be
consi dered as novel over the cited prior art referred
to by the Respondent (Art. 54 EPC).

The Opposition Division revoked the patent on the
grounds of lack of novelty (main request) and on the
ground of insufficient disclosure (auxiliary request)
Since the grounds which led to the revocation of the
pat ent have been overcone by the auxiliary request A3,
t he deci sion under appeal nust be set aside.

Rem ttal

As indicated above in point 10, the Opposition D vision
revoked the patent on the ground of |ack of novelty and
insufficiency of disclosure, and as a consequence did

not express its opinion regarding the ground of |ack of

i nventive step.

Having regard to the requests of both the Parties for
remttal to the first instance and in order not to
deprive themof the possibility to be heard by two

i nstances, the Board considers it appropriate to nmake
use of its discretionary power under Article 111(1) EPC
and to remt the case to the first instance for further

prosecuti on.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The main request of the Appellant is refused.
3. The case is remtted to the first instance for

exam nation of inventive step on the basis of auxiliary
request A3 filed with the letter dated 9 August 2002.

The Regi strar: The Chai r man:

E. Gorgnmaier R Young
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