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Summary of Facts and Subm ssi ons

2514.D

Thi s appeal is against the decision of the exam ning
di vi sion dated 9 January 2002 to refuse European patent
application No. 98 204 209. 5.

The ground of refusal was that, having regard to DE-A-4
040 537 ("D1"), the subject-matter of claim1 |acked
i nventive step.

The exam ning division argued that claim1l related to a
surgical tool in which the objective problemwas to
improve the multi-functionality of the tool known from
docunent D1. This problemwas explicitly addressed in
D1 and it would be obvious to add to the tool of Figure
45C of D1 a further sharpened side edge opposite to the
edge having the hook-shaped recess. Mreover, the
person skilled in the art would, by nere trial and
error, select a rectilinearly extendi ng non-shar pened
end surface as the shape which perforns best for a

gi ven situation. The exam ning division also noted
clarity objections.

On 15 March 2002 the appellant (applicant) |odged an
appeal against the decision, having paid the prescribed
fee on the previous day. On 16 May 2002 a statenent of
grounds of appeal was fil ed.

Fol l owi ng a tel ephone consul tation between the
appellant's representative and the rapporteur the
appel lant filed new clains and description pages.
Further m nor amendnent was agreed in the description.

The appel | ant requests that the decision under appeal
be set aside and that a patent be granted on the basis
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of the follow ng docunents:

- Clains 1 to 8 filed by letter dated 10 Septenber
2002

- Description pages 1 to 4 and 6 to 16 filed by
letter dated 10 Septenber 2002 with the amendnents
agreed on 17 Septenber 2002.

- Description page 5 as originally filed

- Drawing Figures 1 to 10 as originally filed.

| ndependent claim1 reads as foll ows:

"An ul trasoni c scal pel blade (50) conprising a bl ade
coupler (49) having a bl ade body (54) and a shank (52)
extending fromsaid bl ade body (54) for coupling with a
source of ultrasonic energy and transmtting the energy
to said bl ade body (54), said body (54) having
substantially strai ght opposing side edges (56, 58) and
atip (60) opposite said shank (52), one of said side
edges (56) having a recess (62) fornmed therein
conprising a sharpened edge and defining a hook portion
bet ween sai d one side edge (56) and said tip (60) for
tensioning tissue as the blade (50) is displaced al ong
the tissue, thereby facilitating cutting and

coagul ation of the tissue upon application of
ultrasonic energy to the tissue, characterised in that
the side edge (58) opposite said one side edge (56)

i ncl udes an el ongat ed sharpened edge and in that said
tip (60) has a flat, rectilinearly extending non-

shar pened end surface extendi ng between said opposite
si de edges (56, 58)".

Clainms 2 to 8 are dependent on claim 1.

The appel | ant argued as foll ows:
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The general teaching of docunent D1 was that the

scal pel bl ades used shoul d be designed for only one

pur pose, whereas the present invention provided a
significant advantage that there was no need to renove
t he scal pel bl ade since one blade would performall the
requi red procedures of cutting, pulling, pushing,
separating, coagulating, and henostasis of tissue. The
bl ades shown in Figure 46 had at npst two functions,

but in each case there was a sharp blade tip, which
taught away fromthe invention

Reason for the Deci sion

1

2514.D

The appeal is adm ssible since it conplies with the
provi sions nentioned in Rule 65(1) EPC.

Amrendnent s

Oiginal claim1 has been anplified by the addition at
the end of the claimof the words "and in that said tip
has a flat, rectilinearly extendi ng non-sharpened end
surface extendi ng between said opposite side edges”.

These features are supported by colum 8, lines 38 to
43 and Figures 7 to 9 of the A2 publication. Dependent
clainms 2 to 5 correspond to clains 3 to 6 as originally
filed, dependent claim®6 corresponds to claim8 as
originally filed, claim7 is supported by colum 9,
lines 32 and 33 of the A2 publication, and dependent
claim8 corresponds to claim9 as originally filed.

The description has been anended for consistency with
the new clains. Therefore, there is no objection to the
clainms or the description under Art 123(2) EPC,
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Clarity

The exam ning division noted that while the opening
passages of the original description stress that the

i nvention enploys dull blades in contrast to the sharp
bl ades of the prior art, this feature was absent from
claim1.

This om ssion is justified for the foll ow ng reasons:

Oiginally, two different inventions were disclosed,
one with reference to Figures 1 to 5, in which a dul
bl ade is enployed, and the second with reference to
Figures 6 to 10, which concentrates on maxim sing the
coupling of ultrasonic energy to tissue to be

coagul ated, see point 5.2 below. The application now
clainms only the second invention and there is no
contradiction between claim1 and the anended
description. The second paragraph of the original
description, which nentioned the benefits of dul

bl ades, has been cancelled since it is no |onger

rel evant to the clained invention.

Novel ty

This has not been an issue during the exam nation
procedure and the Board sees no reason to question the
novelty of the cl aimed apparat us.

| nventive step

Cl osest prior art

The exam ning division and the appellant are in
agreenment that docunment D1 describes the closest prior
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art since the ultrasonic scal pel bl ade described with
reference to Figure 45C di scloses an ultrasonic scal pel
bl ade corresponding to the preanble of claiml, a
finding with which the Board concurs.

Thi s docunent does not disclose the characterising
features of claim1.

The techni cal probl em

Based on this difference the exam ning division defined
t he objective problemas being to inprove the multi-
functionality of the ultrasonic scal pel blade known
from docunent D1. This problemis defined too broadly
and does not take into consideration the true

achi evement of the claimed device over the prior art.
Were the clained device sinply to add anot her known
capability to the blade of document D1, for exanple the
ability to pierce tissue by neans of a pointed end,
then the resulting device would sinply conprise a

col l ocation of known features, in the manner of a Sw ss
Arnmy knife. However, this is not the case here.

It was found by the inventors that a sharpened bl ade is
| ess effective for coagulation than a relatively dul

bl ade, and in the extrene, a flat tip is particularly
useful for providing exceptional coagul ation for

bl eeders (colum 2, lines 27 to 36 and colum 8, |ines
25 to 33 of the A2 publication). Aflat rectilinear end
surface is provided at the tip of the ultrasonic

scal pel blade in order to provide for this ability of

t he bl ade, accordingly.

Therefore, the problemwas to enhance the coagul ati on
properties of the known ultrasonic scal pel blade to the
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extent that it was capable of providing exceptional
haenost asi s.

This by itself is indicative of inventive activity
since the prior art does not teach extending the
functional capabilities of a scal pel blade froma m xed
function (cutting with sinmultaneous coagulation) to a
purely non-mani pul ative function (coagul ati on only).
That is to say the present scal pel blade nmay be used in
a cutting and coagul ati on node via a side edge of the
bl ade, and subsequently in a purely coagul ati on node
via application of ultrasonic energy at the flat tip of
t he bl ade, w thout any acconpanying cutting action. The
| atter node of use enables the ultrasonic scal pel bl ade
to provi de exceptional haenostasis.

There is no support for the exam ning division's
assertion, particularly in the absence of docunentary
evi dence, that the person skilled in the art would, by
nmere trial and error, select a rectilinearly extending
non- shar pened end surface as the shape which perforns
best for a given situation.

In particular, there is no evidence in the prior art of
the application of a flat end surface of a probe for
attai ning exceptional coagul ation for bleeders, whose
advant ages are set out in colum 2, lines 27 to 36.

The prior art discloses ultrasonic scal pel bl ades
either with an edge or point at the tip for cutting or
piercing tissue, or otherwise with a rounded tip so as
to avoid injury to the tissue. These variants are shown
in Figures 45 and 46 of docunent D1. In view of this a
flat tip at the end of a generally rectilinear
configuration of the blade would not readily suggest
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itself to the person skilled in the art.

6. For the above reasons the scal pel blade of claim1l
i nvol ves an inventive step and the application neets
the requirenents of the EPC

Or der

For these reasons it is decided:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance to grant a patent
on the basis of the main request according to paragraph IV. of
the "Summary of Facts and Subm ssions”.

The Regi strar: The Chai r man:

V. Conmar e W D. Wi ld
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