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Summary of Facts and Subm ssi ons

1817.D

The appeal is directed against the decision posted
21 May 2002 to revoke European patent no. O 661 488.

The patent had been opposed on the grounds that the
subj ect-matter of the patent extended beyond the
content of the application as filed (Article 100(c)
EPC), that the patent did not disclose the invention in
a manner sufficiently clear and conplete for it to be
carried out by a person skilled in the art

(Article 100(b) EPC) and that the subject-matter of the
pat ent was not patentable because it did not involve an
inventive step (Article 100(a) EPQC)

The Opposition Division found that the clains according
to both a main and auxiliary request contai ned subject-
matter which resulted from anmendnents contrary to the
provisions of Article 123(2) and (3) EPC. In particular,
it found that claim11, which was directed towards a
first enbodi ment of the invention, contained features
whi ch had been originally disclosed only in respect of
a second enbodi nent. Moreover, it found that the

i ntroduction during opposition of a second independent
claim claim3, directed towards a second enbodi nent

whi ch as granted had been the subject only of a
dependent claim extended the protection conferred by

t he patent.

The Board sumoned the parties to oral proceedings.
Wth a letter dated 30 April 2004 the appell ant
announced that it would not be present at the oral
proceedi ngs. The appellant requested that the patent be
mai ntai ned on the basis of clains 1 to 4 filed with a
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| etter dated 20 Septenber 2002 (main request) or in the
alternative on the basis of only the clains 1 and 2
(first auxiliary request) or only the clainms 3 and 4
(second auxiliary request).

In oral proceedings held 27 May 2004 the respondent
requested that the appeal be di sm ssed.

The appel lant's subm ssions can be summari sed as
fol |l ows:

As regards claim 1, the application as originally filed
cont ai ns nunmerous references to operation of the travel
bl ock in both enbodi nents. Although the nore detailed
description of operation of the travel block is in the
context of the second enbodi ment that disclosure is
equal ly applicable to the first enbodi nent. There is
nothing in the description to | ead the skilled person
to understand either that the travel blocks in the two
enbodi nents are not simlar or that they operate
differently. Mreover, the reference to a correspondi ng
application in respect of the travel block and pedestal
configuration of the first enbodi nrent makes it clear
that the travel block operates in the same way as in

t he second enbodi nent. As set out in decision T 40/97
(not published in Q3 EPO), in a case where a nunber of
generally simlar enbodi nents are discussed in

equi valent terns the person skilled in the art woul d,
in normal circunstances and when nothing pointed to the
contrary, notionally associate the characteristics of
one enbodi ment described in detail with the conparable
el ement of anot her enbodi nent described in | esser
detail .
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As regards claim3, the intention of the introduction
of an independent claimis to replace the incorrect
technical statenent resulting from conbining granted
claims 1 and 3, nanely the position of the pedestal at
the lower end of the support tower, with an accurate
techni cal statenent which follows the term nol ogy of
claim4 as originally filed and is in agreenent with
the totality of the description. The general intention
of decision T 108/91 (Q) EPO 1994, 228) is that
Article 123(2) EPC is not contravened when, as here, an
incorrect technical statenent evidently inconsistent
with the totality of the disclosure is replaced by an
accurate statement of the features involved. The
finding of T 371/88 (QJ EPO 1992, 157) also is
applicable to the present case. The skilled person
woul d not understand a "stinger" to be capabl e of
accepting the pedestal at its |lower end and woul d
therefore find the apparent inplication of granted
claim 3 problematic, whereupon recourse to the
description woul d be necessary.

The respondent essentially countered as foll ows:

As regards claim1l, the Cuidelines and decision

T 689/90 (QJ EPO 1993, 616) set out stringent
conditions for introducing features from a docunent
referenced in the description of the application as
filed. None of those conditions is satisfied in the
present case and the feature that the travel block has
an open position is found in the application as
originally filed only in respect of the second

enbodi nent. Moreover, the features introduced into
claim1l1 constitute an internedi ate generalisation of

the disclosure in the referenced docunent.
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As regards claim3 the COpposition Division was correct
inits finding that the newy presented i ndependent

cl ai m extended the scope of protection afforded by the
pat ent .

The subject-matter of claim1 of the appellant's main
request is essentially unchanged fromthat as granted
whereas claim 3 has been refornmul ated as an i ndependent
claimw th anmended content.

Claims 1 and 3 of the appellant's main request read as
fol | ows:

"1. Apparatus on a vessel suitable for near vertical

| ayi ng of a pipeline (20) offshore, the apparatus
conpri si ng:

a support base (12) mounted on the vessel (22);

a framework (14) mounted on said support base (12) and
ext endi ng upwardly therefrom

a pipe joint alignnent tower (16) pivotally attached to
and supported by said support base (12) and said
framework (14);

a support tower (18) pivotally attached to said support
base (12) and extendi ng downwardly from said support
base (12);

a pedestal (28) at the |ower end of said support tower
(18), said pedestal (28) being operable to rel easably
recei ve and support the weight of the pipeline (20);
and

a travel block (26) received in said support tower (18)
so as to be novable along the | ength of said support
tower (18) to rel easably receive and support the weight
of the pipeline (20); wherein
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a plurality of buckle arrestors (30) are provided at
selected intervals on the pipeline (20);

sai d pedestal (28) is operable to rel easably receive
and support the pipeline (20) by one of said buckle
arrestors (30); and

said travel block (26) is novable al ong the pipeline
(20) and is operable between a first open position and
a second cl osed position to rel easably receive and
support the weight of the pipeline (20) by one of said
buckl e arrestors (30) when said travel block (26) is in
t he second cl osed position, in cooperation with said
pedestal (28)."

"3. Apparatus on a vessel suitable for near vertical

| ayi ng of a pipeline (20) offshore, the apparatus
conpri si ng:

a support base (12) nmounted on the vessel (22);

a framework (14) mounted on said support base (12) and
ext endi ng upwardly therefrom

a pipe joint alignnent tower (16) pivotally attached to
and supported by said support base (12) and said
framework (14);

a stinger support franme (42) pivotally attached to said
support base (12) and extending downwardly fromsaid
support base (12);

a pedestal (46) at the |lower end of said stinger
support frame (42), said pedestal (46) being operable
to rel easably receive and support the weight of the

pi pel i ne(20); and

a stinger (44) attached to the | ower end of said
stinger support frame (42) and extendi ng downwardly

t herefrom and

a travel block (26) received in said stinger (44) so as
to be novable along the length of said stinger (44) to
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rel easably receive and support the weight of the

pi peline (20); wherein

a plurality of buckle arrestors (30) are provided at
selected intervals on the pipeline (20);

sai d pedestal (46) is operable to rel easably receive
and support the pipeline (20) by one of said buckle
arrestors (30); and

said travel block (26) is novable al ong the pipeline
(20) and is operable between a first open position and
a second cl osed position to rel easably receive and
support the weight of the pipeline (20) by one of said
buckl e arrestors (30) when said travel block (26) is in
t he second cl osed position, in cooperation with said
pedestal (46)."

Claim 3 as granted reads:

"3. Apparatus according to claim1l, wherein said
support tower (18) conprises a stinger support frane
(42) pivotally attached to said support base (12) and a
stinger (44) attached to the | ower end of said stinger
support frame (42) and extendi ng downwardly therefrom
said travel block (26) being received in said stinger
(44) so as to be novable along the Iength of said
stinger (44)."

Reasons for the Decision

1817.D

The application fromwhich the granted patent derives
was originally filed with two i ndependent cl ains, one
covering a first enbodi mrent shown in Figures 1 to 4 of
t he drawi ngs and the other covering a second enbodi nment
shown in Figures 5 to 7. The patent as granted
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contai ned a single independent claim1l intended to
cover both enbodi mrents and a dependent claim3 intended
to set out in nore detail features of the second
enbodiment. In the clains according to the appellant's
present requests independent clains relate individually
to the two enbodi nents.

The patent concerns apparatus for laying an offshore
pipeline in a so called J-lay process. In this process
t he upper end of the pipeline is held on the |ay vessel
in a near vertical position whilst pipe sections are
attached by wel di ng. The pipeline extends downwardly
into the water fromits near vertical position on the

| ay vessel and curves round to |lie on the sea bed.
During the wel ding operations the weight of the upper
end of the pipeline is supported by a pedestal in co-
operation with a buckle arrestor provided on the

pi peline. Wien a section of the pipeline is to be

| owered into the sea a travel block |located at the
upper end of its travel takes the weight of the

pi peline which is then rel eased fromthe pedestal. As
the lay vessel noves along the travel block noves
downwards to feed the pipeline into the sea. Wen the
travel block reaches the | owest extent of its travel

t he pedestal again supports the weight of the pipeline,
the travel block rel eases and noves upwards to repeat
the cycle. In a first enbodi nent the pedestal is

| ocat ed subnerged at the |l ower end of a support tower
whi ch extends down fromthe |ay vessel. The travel

bl ock noves between the pedestal and the upper end of

t he support tower. In a second enbodi ment the support
tower is replaced by a stinger having the pedestal at
its upper end above the water line and the travel bl ock
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noves between the pedestal and the | ower end of the
sti nger.

Mai n request

3. Claim1l - Article 100(c) EPC

3.1 In the application as originally filed claim11, which
relates to the first described enbodi nent, defines
"means ...for receiving and supporting the weight of the
pi peline” whilst in dependent claim3 the neans are
further defined as "a travel block ...and a pedestal
for receiving and supporting the weight of the pipeline
fromsaid travel block”. In the description the only
additional information as regards the operation of the
arrangement of the first enbodinent is that "after
addition of the new joint, the travel block is raised
to pick up the pipeline |oad, the pedestal is opened,
and then the travel block is |owered ...and the wei ght
of the pipeline is transferred to pedestal 26"

(colum 4, lines 41 to 47 of the published application).
As regards the details of the arrangenent itself the
following information is given: "although any suitable
equi pnent may be used to achieve the operations

required of the travel block and pedestal, the travel

bl ock and pedestal configuration described in European
Pat ent Application No. 94305071.6 is preferred for the
nost efficient and tinme saving weight transfer”

(colum 4, lines 50 to 56).

3.2 Clains 4 and 5 as originally filed, which relate to the
second descri bed enbodi nent, disclose that the travel
bl ock is "operable to rel easably receive and support
t he weight of the pipeline in cooperation with the

1817.D
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pedestal . The description states: "pedestal 46
operates in a simlar fashion as above so as to
cooperate wth travel block 26 for receiving and
transferring the weight of the pipeline between the
pedestal and travel block. Pedestal 46 is provided with
clanp 48 that noves between an open position where it
does not support the weight of the pipeline and a

cl osed position where it does support the weight of the
pi peline" (colum 6, lines 18 to 23) and "clanp 48 is
then closed to receive a buckle arrestor on the

pi peline and support the weight of the pipeline while
another joint is added and travel block 26 is opened to
rel ease the pipeline and rai sed back up to the
pedestal” (colum 6, lines 27 to 31).

The essential difference between the content of present
claiml and the explicit original disclosure of the
application as filed in respect of the first enbodi nent
is that the travel block is defined as being operable
between a first, open position and a second, closed
position. This permits the travel block when open to
nove past a buckle arrestor on the pipeline and
subsequent closure enables it to engage the buckle
arrestor frombelow in order to support the weight of
the pipeline. As set out above this information was
originally disclosed only in respect of the second
enbodi nent. However, the description of the first
enbodi nent includes the statenent that the travel bl ock
and pedestal configuration described in the cross-

ref erenced European application No. 94305071.6
(published as EP-A-0 657 670, hereafter RD) is
preferred. RD discloses in colum 5, lines 44 to 47
that "the two sections of travel block 16 are novabl e
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between a first closed position and a second open
posi tion".

The Boards have set out conditions under which features
whi ch are not disclosed in the description of an
invention as originally filed but only in a cross-

ref erenced docunent can be introduced by way of
amendnent into the clains of an application (see

deci sion T689/90, reasons 2.2). These conditions are
that the description of the invention as filed | eaves
no doubt to a skilled reader

(a) that protection is or may be sought for features
which are only disclosed in the reference docunent;

(b) that the features which are only disclosed in the
ref erence docunent contribute to achieving the
technical aimof the invention and are thus conprised
in the solution of the technical problem underlying the
invention which is the subject of the application;

(c) that the features which are only disclosed in the
reference docunent inplicitly clearly belong to the
description of the invention contained in the
application (Article 78(1)(b) EPC) and thus to the
content of the application as filed (Article 123(2)
EPC); and

(d) that such features are precisely defined and
identifiable within the total technical information

within the reference docunent.

In the present case the application as originally filed
contained the features of the travel block and pedestal
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in both clains 3 and 4. It follows that it was clear
that protection was sought for these features and
details thereof. The additional feature of the travel
bl ock bei ng novabl e between a first, open position and
a second, closed position disclosed in RD was the only
additional feature specified in claim2 of RD and so
was di scl osed separately fromthe general description
of the enbodi nents. Condition (a) therefore is
satisfied.

The problemto be solved as set out in the application
as originally filed was to transfer the weight of the
upper end of the pipeline to a holding nmechani sm so
that the | owering nmechanismcan be raised in
preparation for receiving the weight of the pipeline
after addition of the next joint whilst nmaintaining a
| ow centre of gravity wth respect to the vessel
(colum 2, lines 25 to 31 and 39 to 46). The features
of the travel block and pedestal performthe wei ght
transfer and so contribute to the solution of this
problem as required by condition (b).

Condition (c) is nmet by the statenment in the
application as originally filed that "although any
sui t abl e equi pnrent may be used to achieve the
operations required of the travel block and pedestal,
the travel block and pedestal configuration described
in ..[RD] ..is preferred for the nost efficient and
time saving weight transfer"”.

In RD the features of the travel block and pedestal are
contained in claiml and the additional feature that

the travel block is novable between a first, open and a
second, closed positionis in claim2. Furthernore, the
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operation of the travel block and pedestal is clearly
expl ained in the description between colum 5, line 38
and colum 6, line 34 and colum 7, line 56 to columm 8,
l[ine 24, thereby fulfilling condition (d).

It follows fromthe foregoing that all of the four
conditions set out in decision T689/90 are satisfied in
t he present case. Moreover, the arrangenent discl osed
in the application as originally filed in respect of

t he second enbodi nent al so conprises a travel bl ock
novabl e between a first, open position and a second,

cl osed position, see colum 6, lines 29 to 31. It is
stated that the main difference between the enbodi nents
concerns the replacenment of a support tower by a
stinger and the associ ated re-positioning of the travel
bl ock and pedestal. The travel blocks in the two

enbodi ments not only carry the sane reference nunera
but also are illustrated in a simlar way and in both
cases function together with a series of buckle
arrestors nmounted on the pipeline. There is no

i ndi cation of any differences in the operation of the
travel block in the two enbodi ments and in the Board's
opi nion, notw t hstandi ng the unusual |ayout of the
description in which the operation of the travel block
and pedestal is fully explained only in respect of the
second enbodi nent, the finding of decision T40/97 (see
VI above) is applicable to the present case. The
skilled person would therefore understand that the
travel block in the first enbodi nent woul d operate
between a first, open and a second, closed position.

The Board therefore concludes that the amendnent of
claiml to include the feature that the travel block is
operabl e between a first, open and a second, closed
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position does not result in an extension of the
subj ect-matter of the patent beyond the content of the
application as filed.

Caim3 - Article 123(3) EPC

In the patent as granted claim 1l states that the
support tower extends downwardly fromthe vessel and
carries the pedestal at its lower end. Claim3 states
that the support tower "conprises" a stinger which
extends downwardly fromthe vessel but fails to further
define the pedestal. Cdaim3 as granted therefore
defines an apparatus having a downwardly extendi ng
stinger with a pedestal at its |lower end. According to
present claim 3, however, a stinger support franme has
at its lower end both a pedestal and a downwardly
extendi ng stinger. The pedestal therefore is not at the
| oner end of the stinger, as is the case according to
claim3 as granted, but at the upper end. It follows
that claim 3 according to the present request defines
subj ect-matter which is not covered by the subject-
matter of claim3 as granted. It is therefore necessary
to consider whether claim3 as granted neverthel ess
afforded protection for the subject-matter of present

claim 3.

Claim 3 as granted was consistent with claim1l as
regards termnology with claim3 nerely requiring that
t he support tower conprise a stinger support frane and
a stinger arranged in a particular way. It is apparent
in the circunstances that the term "conprise" is
intended to take that one of its conventional neanings
which is "being" or "being in the formof", cf.

colum 3, lines 27 and 28 of the patent specification



4.1.2

1817.D

- 14 - T 0750/ 02

"the support tower, which can be in the formof a
stinger ...".

A stinger is a known device which provides support to a
pipeline as it passes fromthe |lay vessel down to the
sea bed (see, for exanple, RD reference sign "22"). It
is knowmn fromRD that the stinger may conprise clanps
at its upper end which enable the stinger to support

t he pi peline during welding of additional pipe sections
(RD colum 5, lines 32 to 36) and in the Board's view
the term"stinger" does not necessarily inply that the
structure woul d be incapable of carrying the pedestal
for supporting the weight of the pipeline at its |ower
end, thereby also serving the purpose of a support
tower. The appel |l ant has provi ded no evidence to
support its assertion that the term"stinger” would be
understood by the skilled person in the context of
claim3 as neaning that the pedestal could not be

| ocated at its lower end ie at the |ower end of the
"support tower" as required by granted claiml.
Consequently there is no inconsistency within the

cl ai ms as grant ed.

Decision T371/88, cited by the appellant in support of
its case, found that the replacenent of one termin a
granted claimby another, less restrictive termwould
be perm ssible under Article 123(3) EPC provided two
conditions were fulfilled. One condition is that the
termin the granted claimis not so clear inis

techni cal neaning in the given context that it could be
used to determ ne the extent of protection wthout
interpretation by reference to the description and
drawi ngs of the patent. As explained in the preceding
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par agraph, this condition is not fulfilled in the
present case.

4.1.3 The second enbodinment in the description differs from
the first both in the provision of the pedestal above
the water level and in the replacenent of the support
tower by a stinger, providing additional support for
t he pipeline. The stinger has a | ower weight than the
support tower, inplicitly because it need not wthstand
forces resulting fromthe pedestal being at the | ower
end. However, it is not stated in the description that
t he provision of a stinger necessitates the
repositioning of the pedestal. It follows that the
inclusion in claim3 as granted of only one of the
features which differentiate the two enbodi nents, the
stinger, does not lead to a clear inconsistency with
t he description so that even when interpreting the
clainms in the light of the description the skilled
person woul d not understand that another definition of
the subject-matter had been intended. The situation
thus differs fromthat considered in decision T108/91
in which it was concluded that the intended neani ng of
the claimwhen read in the light of the description was
clearly not as defined by the wording.

4.1.4 It follows fromthe foregoing that present claim 3 does
of fend agai nst the provision of Article 123(3) EPC. The
mai n request therefore nust be refused.

First auxiliary request
5. The clains according to this request contain only

claims 1 and 2 of the main request. The contravention
of the provision of Article 123(3) EPC which resulted

1817.D
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in the refusal of the main request therefore does not

occur.

Furt her procedure

6. The opposition was based not only on the ground of
Article 100(c) EPC considered above but also on the
grounds of Article 100(b) EPC and Article 100(a) EPC
whi ch were not treated in the inpugned decision. Under
t hese circunstances the Board exercises its discretion

under Article 111(1) EPC and remts the case to the

first instance for further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

A. Vottner S. Crane
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