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Summary of Facts and Subm ssi ons

2481.D

By its decision of 22 May 2002, the Opposition Division
revoked the European patent No. 0 584 001 (based on
application No. 93 401 978.7) under Article 102(1) EPC

The Opposition Division took the view that the patent
in suit did not neet the requirenments of Articles 52(1)
and 54(1) EPC. It expressed the further view, as obiter
dictum that the contested patent |acked an inventive
step (Article 56 EPC).

On 1 August 2002 Opponent 111 filed a docunent headed
"Notice of Requests" by fax and paid the appeal fee.
Thi s docunent contained a series of requests to be
consi dered "on appeal by the patentee, should there be
one". This was followed by a nunber of requests:

1. The decision in that it revokes the opposed patent
on the ground of |ack of novelty should be upheld
so that the opposed patent shall stand revoked.

2. The decision so far as it finds the subject-matter
of the opposed patent to |ack an inventive step
shoul d be upheld with the effect that the opposed
patent shall stand revoked so far as it does not
stand revoked in accordance with the request nade
i n paragraph 1 above.

3. In the case that neither of the requests set forth
in paragraphs 1 and 2 above are allowed, the
opposed patent should be revoked on one or nore of
the foll ow ng grounds, nanely that:

3.1 The opposed patent is invalid in that it fails to
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comply with Article 123(2) EPC.

3.2 The opposed patent is invalid in that it fails to
conply with Article 83 EPC

3.3 The opposed patent is invalid in that it fails to
comply with Article 52(2) EPC.

3.4 The opposed patent is invalid in that it fails to
comply with Article 52(4) EPC.

There were also four further requests of a procedural
nature - for oral proceedings unless the Board confirns
revocation of, or revokes, the opposed patent on
witten subm ssions; for sinmultaneous translation at
such oral proceedings; for cross-exam nation of

wi t nesses; and for accel erated proceedings.

The sane docunent then also stated that, "For the

avoi dance of all doubt, in the event that Oll is held
to be adversely affected by the decision (and thus has
| ocus to appeal ), insofar as the decision finds for the
pat ent ee under any one or nore of Articles 123(2), 83,
52(2) and 52(4) EPC, this "Notice of Requests" stands
al so as a Notice of Appeal against the decision insofar
as it decides for the patentee under such Article(s)
and if and so far as the decision is adverse to Oll.
A1ll"s request on such appeal would be cancellation and
setting aside of the decision to this extent, whil st
preserving the decision so far it decides that the
opposed patent |acks novelty and inventive step and is
revoked".

The proprietor of the revoked patent did not file an
appeal .
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In a letter of 2 Cctober 2002 the proprietor requested
t hat the appeal be rejected as inadm ssible and that
there be an apportionnent of costs in its favour.

Reasons for the decision

2.2

2481.D

In this decision the Board will for conveni ence refer
to OIll as "the appellant™ although, in its guise as a
"Notice of Requests", the docunent contenplates A1l as
a prospective respondent.

As a so-called "Notice of Requests”, the appellant's
docunent is of no effect for the follow ng reasons.

First, by prefacing its list of requests wth the words
"on appeal by the patentee, should there be one", the
appellant clearly nmakes its requests conditional on an
appeal being filed by the patentee. Not only has that
condition not been fulfilled, since no such appeal has
been filed within the permtted tinme, but, since an
appeal cannot be filed as an auxiliary request and
procedural declarations by parties nmay not be nade
conditionally (see J 16/94, QJ EPO 1997, 331 and

J 27/94, Q3 EPO 1995, 831), it follows that nere
condi tional requests outside any pendi ng proceedi ngs
cannot be entertai ned.

Second, the appellant's requests anount to an

antici patory cross-appeal but, as is well-known, cross-
appeal s are not possible before the Boards of Appeal
(save in the sense that appeals may be filed by parties
on both sides of opposition proceedings which end in an
interlocutory decision to maintain a patent in anmended
form. Cross-appeals, such as exist in sone other |egal
systens, in the sense of appeals only filed in reaction
to and wwthin a specified tine after another party's
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appeal, are not possible. Any adversely affected party
wi shing to appeal nmust do so within the prescribed tinme
[imt of two nmonths (Articles 107 and 108 EPC)

The appel | ant al so designates the docunment it has filed
as a Notice of Appeal. The appeal is inadmssible for
the follow ng reasons.

First, although the notice of appeal has been filed in
due tine and the appeal fee has been paid (Article 108
EPC), the provision of Article 107 EPC, which limts
the right to appeal to parties adversely affected by a
decision, is not satisfied. In the present case the
deci si on subject to appeal is the decision of the
Qpposition Division to revoke the patent in suit under
Article 102(1) EPC. Thus the decision was in favour of
t he appel | ant who, therefore, was not adversely
affected. The appellant tacitly acknow edges this by
its words "in the event that AOIll is held to be
adversely affected by the decision (and thus has | ocus
to appeal )" - the appellant is not adversely affected
and thus has no | ocus to appeal. Further, if by those
wor ds the appellant sought to file a conditional
appeal, such an appeal is per se inadm ssible (see the
cases cited in paragraph 2.1 above). An appell ant
cannot make the filing of a Notice of Appeal
conditional on the assessnent of an admi ssibility
requi renent which can only be made by the Board after
the Notice of Appeal has actually been filed. To do so
woul d be tantanount to asking the Board whet her or not
an appeal is possible - the Board cannot give advice or
opinions to parties, it can only nmake deci sions on
appeal s once filed.
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Second, it appears that the appellant does not really
seek to chall enge the decision of the Opposition
Division (i.e. revocation of the patent) but the
reasons wthin the decision. In particular, the
appel l ant wi shes to see the patent found invalid under
Articles 123(2), 83, 52 (2) and 52(4) EPC, in addition
to Articles 52(1) and 54(1) EPC. In doing so the
appel I ant m sunderstands the nature and purpose of
opposi ti on appeal proceedings which are not to
re-exam ne a patent but to decide whether or not a
first instance decision is correct. Qppositions
chal | enge patents, appeals chall enge deci sions.

Accordingly, the Board has no alternative but to

di sm ss the present appeal as inadmissible. It is

t heref ore unnecessary to consider the appellant's

i ndi vi dual requests including that for oral proceedings
which, in any event, was only made in the ineffective
"Notice of Requests"”.

There is no request by the appellant for rei nbursenent
of the appeal fee and indeed such a request would be
inconsistent with the requests it seeks to make.
However, for the avoi dance of doubt, the Board

enphasi ses that its decision is that the appeal is

i nadm ssi ble and not that the appeal is deened not to
have been filed (see "Case Law of the Boards of Appeal
of the European Patent Ofice", 4th ed. 2001, page 552,
section 15.1, 5th paragraph). Accordingly, no question
of reinbursenent of the appeal fee can ari se.

The Board has no need to consider the proprietor's
request for an apportionment of costs since, the appeal
bei ng i nadm ssible ab initio, the conditions for such
an apportionnent (namely the taking of evidence or oral
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proceedi ngs) cannot, however those conditions m ght be
interpreted, apply in the present case.

Or der

For these reasons it is decided that:

The appeal is rejected as inadm ssible.

The Regi strar: The Chai r man:

A. Townend P. A M Lancon

2481.D



