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Summary of Facts and Subm ssi ons

0083.D

The grant of the European patent No. 0 597 478 in the
name of Daicel Chemical Industries, Ltd in respect f
Eur opean patent application No. 93 118 305.7, filed on
11 Novenber 1993 and claimng priority fromthree
earlier patent applications in Japan was announced on
4 February 1998 (Bulletin 1998/06) on the basis of

30 cl ai ns.

| ndependent Clains 1, 20, 23, 25, and 30 read as
fol |l ows:

"1. A biodegradabl e cellul ose ester conposition
conprising a cellul ose ester having an average
degree of substitution not exceeding 2.15
characterised in that said cellul ose ester has a
4-week deconposition rate of not |ess than 60
wei ght percent as determ ned using the anmount of
evol ved carbon dioxide as an indicator in
accordance with ASTM D 5209, and an equi val ent
rati o of residual alkali netal or alkaline earth
metal to residual sulfuric acid in said cellulose
ester of 0.1 to 1.1

20. A bi odegradabl e cel |l ul ose ester conposition
conprising a plurality of cellul ose esters varying
in the degree of substitution, wherein the
proportion of a cellulose ester having an average
degree of substitution not exceeding 2.15 and
havi ng a 4-week deconposition rate of not |ess
than 60 wei ght % as determ ned using the anmount of
evol ved carbon di oxide gas as an indicator in
accordance with ASTM D 5209, and an equi val ent
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rati o of residual alkali netal or alkaline earth
nmetal to residual sul phuric acid in said cellul ose
ester of 0.1 to 1.1, is not less than 10 weight %
of the total cellulose ester.

A bi odegradabl e article conprising, as nol ded or
fornmed, a bi odegradabl e cellul ose ester having an
average degree of substitution not exceeding 2.15
and having a 4-week deconposition rate of not |ess
than 60 wei ght % as determ ned using the anmount of
evol ved carbon dioxide as an indicator in
accordance with ASTM D 5209, and an equi val ent
ratio of residual alkali netal or alkaline earth
metal to residual sul phuric acid in said cellul ose
ester of 0.1 to 1.1

A bi odegradabl e fiber or fibrous article
conprising (1) a fiber of a cellul ose ester having
an average degree of substitution not exceedi ng
2.15 and having a 4-week deconposition rate of not
| ess than 60 weight % as determ ned using the
amount of evol ved carbon di oxi de as an i ndi cator
in accordance with ASTM D 5209, and an equi val ent
rati o of residual alkali netal or alkaline earth
metal to residual sul phuric acid in said cellul ose
ester of 0.1 to 1.1, or (2) a mxed fiber conposed
of said fiber (1) and one or nore other cellul ose
ester fibers.

Use of a biodegradable article, wherein the
article is forned froma bi odegradabl e cel | ul ose
ester conposition conprising a cellul ose ester
havi ng an average degree of substitution not
exceeding 2.15 and having a 4-week deconposition
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rate of not |ess than 60 wei ght % as determ ned
usi ng the anmount of evol ved carbon di oxi de as an

i ndi cator in accordance with ASTM D 5209 and an
equi valent ratio of residual alkali netal or

al kaline earth netal to residual sul phuric acid in
said cellul ose ester of 0.1 to 1.1."

The remaining cl ains were dependent cl ai ns.

On 4 Novenber 1998 two Notices of Opposition were filed
agai nst the patent as foll ows:

(i) by Rhodia Acetow AG (Opponent 1) on the grounds of
| ack of inventive step (Article 100(a) EPC), and

(1i) by Eastman Chem cal Conpany (Opponent 11) on the
grounds of lack of novelty and | ack of inventive step
(Article 100(a) EPC, and on the ground of extension of
subject-matter (Article 100(c) EPC)

After expiry of the opposition period, an objection of

| ack of sufficiency under Article 100(b) EPC was rai sed
by both Opponent Il (letter dated 11 April 2002) and
Qpponent | (letter dated 27 May 2002).

Bot h Opponents requested the revocation of the patent
as a whol e.

The oppositions were supported inter alia by the
fol |l ow ng docunents:

D3: S. A Rogow n; "Chem e Fasern, Gundl agen der
Chem e und Technol ogi e"; VEB Fachbuchverl ag
Lei pzig 1960, page 467;
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D4 D. Kruger; "Zellul oseazetate und di e anderen
organi schen Ester der Zellul ose"; Verlag von
Theodor Stei nkopff, Dresden und Lei pzig, 1933,
page 188,

D17: WO A-92/ 09654;

D21: WO A-93/24685; as well as the later filed, but
adm tted, document

D24: C.M Buchanan et al; "The fate of cellul ose esters
in the environnent: aerobic biodegradation of
cellul ose acetate", Cellulose 91, New Ol eans,
Loui si ana, Decenber 2-6, 1991, abstract 228.

By a decision announced orally on 11 June 2002 and
issued in witing on 15 July 2002, the Qpposition
Division held that the grounds of opposition raised and
substanti ated by the Opponents did not prejudice the
mai nt enance of the patent in anmended form

The decision was based on Clains 1 to 30 submtted as
mai n request during the oral proceedings of 11 June
2002.

Claims 1 to 30 of the main request differed from
granted Clains 1 to 30 in that the term"ASTM D 5209"
had been replaced by the term"ASTM D 5209-91" in al
the clains where this term occurred.
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In its decision, the Opposition Division stated that
the notice of opposition of Opponent |1 was

i nadm ssible as far it concerned the opposition ground
| ack of novelty.

It further held that the ground of opposition under
Article 100(b) EPC was late-filed by the opponents and
that it should not be considered since it did not prim
faci e prejudi ce the maintenance of the patent.

The decision held that the main request differed from
the application as filed in that the ASTM net hod used
to determ ne the deconposition rate had been anended
from ASTM 125209-91 to ASTM 5209-91 and in that the
expression "according to ASTM' on page 12 of the
description (sic) had been anended to "anal ogous to
ASTM'.

The decision stated that the first anmendnent could be
considered as a correction allowabl e under Rule 88 EPC,
and that the second anendnent was supported by the
exanples in which a nodified ASTM net hod had been
appl i ed.

According to the decision, the main request differed
fromthe clains as granted in that the ASTM net hod for
determ ning the deconposition rate had been anended
from ASTM D 5209 to ASTM D 5209-91. Thus, the
Qpposition Division took the view that, due to the
specification of the publication year of the ASTM
standard the scope of the mmin request was narrower
than the scope of the patent as granted, and that the
requi renents of Article 123(3) EPC were therefore net.
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Concerning inventive step, docunment D17 was consi dered
as the closest state of the art. D17 related to

cellul ose esters having a degree of substitution of 1.7
and showi ng a degradation of up to 99% w thin 27 days.

The cl ai ned subject-matter differed fromD17 in that
the clained cellul ose esters exhibited an equi val ent
rati o of residual alkali netal or alkaline earth neta
to sul phuric acid in the range of 0.1 to 1,1, while D17
was silent about this ratio.

Starting from D17 the technical problemwas then seen
as the inprovenent of the biodegradability and therna
stability. The Opposition Division took the viewthat
t he technical problemwas effectively solved by the
selection of this ratio in view of the tests submtted
by the Patentee with its letter dated 21 Cctober 1996.

The decision held that docunent D17 did not give any
information on the equivalent ratio, and that the only
references giving information on that respect (i.e. D3
and D4) did not refer to biodegradability. Thus, the
Qpposition Division cane to the conclusion that the
subject-matter of the main request involved an

i nventive step.

Notices of Appeal were filed on 23 August 2002 by
Qpponent 11 (Appellant 1) and on 11 Septenber 2002 by
Qpponent | (Appellant 1) with, respectively,

si mul t aneous paynent of the prescribed fee.

Wth the Statenent of G ounds of Appeal submtted on
13 Novenber 2002, Appellant Il submtted a new docunent
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D26: US-A-3 755 297, as well as

a copy of the docunents of the presentation which was
i ntended to be nmade by the technical expert of

Appel lant Il at the oral proceedings before the
Qpposi tion Division.

Appel lant 1l also argued essentially as foll ows:

(1) The decision of the Qpposition D vision was subject
to a great nunber of procedural errors and w ong
anal ysi s:

(i.1) Contrary to the conclusion of the opposition
Division, the cellulose esters tested by Appellant |1
exhi bited a substitution degree, an equivalent ratio,
and a nol ecul ar weight within the clainmed ranges of the
patent in suit.

(i.2) Contrary to the conclusion of the Opposition
Di vi sion, the amount of added neutralizer could not be
the basis for the calculation of the equivalent ratio.

(i.3) On basis of these wong concl usions, the
Qpposition Division had disregarded the tests submtted

by Appellant 11.

(i.4) The Opposition Division had further wongly
consi dered that Appellant Il had not submtted the
rel evant evidence in order to show that the patent in
suit did not solve the technical problem
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(i.5) Appellant Il had never admtted that the alleged
differences in the tested cellul ose esters led to
difference in the biodegradability.

(i.6) Appellant Il did not have the opportunity to
present its argunents on the validity of its tests,
since a presentation by its technical expert in that
respect was not admitted by the Opposition Division.

(i.7) Appellant Il had submtted extensive experinental
data, which showed that the alleged distinguishing
feature i.e. equivalent ratio did not solve the
techni cal probl em

(i.8) The Patentee had submtted no evidence that
cellul ose esters with the cl aimed bi odegradability
coul d be obt ai ned.

(1.9) It was thus surprising that the Opposition

Di vision considered the proven facts fromthe side of

t he Appellant as not pertinent and the not proven facts
fromside of the Patentee as rel evant.

(ii) Article 100(b) EPC

(ii.1) The Opposition Division had been wong to reject
t he new ground of opposition under Article 100(b) EPC

(ii1.2) This ground of opposition was based on the tests
submtted the letter dated 13 Septenber 2001 of

Appel lant 11, which showed that it was not possible to
obtain a cellul ose ester having the clained

bi odegradability by using the teaching of the patent in

suit.

0083.D
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(ii1.3) According to the Patentee other structural
features were relevant in order to obtain cellul ose
esters with the clained biodegradability but neither
t he Opposition Division nor the Patentee could
concretely state which features were relevant for the
bi odegradability.

(ii.4) Furthernore, the Opposition Division stated that
essential features of an invention did not need to be
incorporated in the claim

(ii1) Novelty:

(iii.1) The Notice of Opposition of Appellant |1

contai ned facts and evidence, which rendered its
subm ssi ons concerning the ground of |ack of novelty
under st andabl e. Thus, this ground of opposition should
have been adm tted.

(iii.2) Documents D24 and D17 discl osed cel | ul ose
esters conpositions having a substitution degree of up
to 2.15.

(ii11.3) Athough these docunents did not expressis
verbi s disclose the other characteristics of the
clainmed cellul ose esters (i.e. biodegradability and
equi val ent ratio), these features were not relevant
since a cellulose ester wwth the cl ai ned

bi odegradability could not be obtained, and since the
equi val ent ratio had no influence on that property.
Furthernore it was not clear which equivalent ratio
shoul d establish novelty, i.e. the ratio of added
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neutralizer to sulphuric acid or the ratio of the total
al kali metal/alkali earth netal to sul phuric acid.

(iv) Inventive step:

(tv.1l) It had been shown by Appellant Il that for a
substitution degree in the range from1.71 to 1.74 the
equi val ent ratio had no influence on the

bi odegradability of the cellul ose ester, so that the
choice of that ratio was irrelevant to the solution of
t he technical problem

(iv.2) Thus, the clained subject-matter did not involve

an inventive step.

(v) Article 100(c) EPC

(v.1) According to the decision G3/89 (QJ EPO 1993,
117) the parts of a European patent relating to the

di scl osure may be corrected under Rule 88, second
sentence, EPC only within the limts of what a skilled
person woul d derive directly and unanbi guously, using
common general know edge, and seen objectively and
relative to the date of filing, fromthe whole of these
docunents as fil ed.

(v.2) Fromthe patent specification the skilled person
could not know that no ASTM standard wi th the nunber
ASTM 125209-91 exi st ed.

(v.3) Even if the error in the ASTM nunber woul d have
been obvi ous, the correction proposed was not evident
in the sense of the decision G 11/91 (QJ EPO, 1993,
125).
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(v.4) The amendnment nade in the description to
"anal ogous to ASTM' al so represented an unal | owabl e

ext ensi on.

In the Statenment of G ounds of Appeal submtted on
22 Novenber 2002, Appellant | argued essentially as
fol | ows:

(i) Right to be heard:

(i.1) According to the decision of the Opposition

Di vision, the ground of opposition under Article 100(b)
EPC had been raised by Appellant | only at the oral
proceedi ngs of 11 June 2002.

(i.2) This ground had, however, been submtted with the
letter of 27 Mai 2002 (page 2, paragraph 1.4).

(i.3) This showed that this subm ssion of the Appellant
| had not been taken into account, and, that its right
to be heard had been viol at ed.

(i.4) For this reason the appeal fee should be
rei mbur sed.

(ii1) Insufficient disclosure:

(ii.1) According to the clains, the unnodified ASTM
standard shoul d be used, but according to the
description and the exanples a nodified ASTM st andard
was used to determ ne the biodegradability.
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(ii1.2) According to the clains the equivalent ratio was
based on alkali or alkali earth netal residual, but the
description indicated that it was based on al kali netal
and/ or alkali earth netal residuals.

(ii1.3) The Patentee had admtted in its letter dated
9 April 2002 that other structural features (e.g.
degree of polynerisation) influenced the

bi odegradability. These features were however not

di sclosed in the patent in suit.

(ii.4) In view of these inconsistencies the skilled
person did not get a teaching as howto carry out the

cl ai med i nventi on.

(1i.5) The comparative tests submtted by Appellant 11
with its letter of 13 Septenber 2001 were nmade
according to ASTM D 5209 and using cellul ose esters
with a substitution degree of 1.7 and vari ous

equi val ent ratio. These conparative tests had been
carried out by an independent institute and the
experinmental conditions set out in the patent in suit
had been foll owed as exactly as possible. They showed a
very | ow degradation rate far below the required rate
of 60% Neverthel ess, the Opposition Division had
consi dered these tests as not relevant because the
cellul ose esters did not fall under the clains.

(ii.6) In the description of the patent in suit, it was
only stated that the degree of substitution and the
equi valent ratio were essential for the

bi odegradability.
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(ii.7) 1t was furthernore not clear what was neant by
al kali metal/alkali earth nmetal residual. Thus, the
skill ed person would not know whether it was working

i nside or outside the scope of the clainms. In that
respect reference was nade to the test No. X 28224-2-4
submtted by the Appellant Il with its letter of

13 Sept enber 2001.

(iii) Inventive step:

(iii.1) The validity of the conparative tests submtted
by the Patentee appeared to be questionable, since no
control like cellulose had been used and since a sewage
sludge different fromthe one of the exanples of the
patent in suit had been used.

(1ii.2) The conparative tests submtted by Appellant II
showed no recogni zabl e dependency of the
bi odegradability on the equivalent ratio.

(ii1i1.3) Thus, starting from D17 the technical problem
was nmerely to increase the thermal stability of the
cellul ose ester. It was obvious to solve this problem
by using alkali or alkali earth salts and naintaining a
sufficient neutrality i.e. a ratio of 1.

The argunents presented by the Respondent (Patentee) in
its letter dated 7 July 2003 could be sunmari zed as
fol | ows:

(i) Concerning Article 100(b) EPC:

(1.1) The bel ated objections under Article 100(b) EPC
had been di sregarded by the Qpposition Division. The
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Board should only assess whether the first instance had
correctly exercised its discretion. It was not the
function of the Board to review all the facts and
circunstances of the case as if it were at the place of
the first instance, and to deci de whether or not it
woul d have exercised such discretion in the sane way.
Ref erence was made to the decision T 317/98 of 29 June
1999 (not published in Q3 EPO in that respect.

(i.2) The objection under 100(b) EPC had been rai sed
al nrost 7 nonths after the subm ssion of its
experinmental data by Appellant 11

(i.3) This showed that the evidence used as support for
its objection could not support that there were prina
facie clear reasons for believing that this new ground
of opposition would prejudice the maintenance of the
pat ent .

(ii) Concerning novelty:

(ii.1) The Opposition Division had not msused its
di screti on when disregarding the ground of |ack of
novel ty.

(ii1.2) The late filed document US-A-3 755 297 did not
di scl ose the substitution degree of the cellul ose
esters.

(ii1.3) Appellant Il had failed to show that the
conpositions of document US-A-3 755 297 exhibited the
requi red bi odegradability and equival ent ratio.



0083.D

- 15 - T 0881/ 02

(i) Article 100(c) EPC

(iii.1) It was obvious that the nunber of the ASTM
standard indicated in the application as filed was

erroneous.

(iii.2) The only ASTM standard establishing a
deconposition rate in nunicipal sewage sludge was ASTM
D 5209-91. Thus, the correction was obvious.

(ii11.3) Thus the correction net the requirenents of
Rul e 88 EPC.

(iv) Gaiminterpretation:

(tv.1l) Cdaiml did not say that the biodegradability
was determ ned according to ASTM D 5209. It only said
t hat the anobunt of evolved carbon di oxi de as an

i ndi cator was used in this respect in accordance with
ASTM D 52009.

(iv.2) The term ASTM D 5209 in the clains had to be
interpreted on the basis of the description (page 8,
lines 19 to 28).

(v) Teaching of the patent

According to the patent in suit the biodegradability of
cellul ose esters could be considerably inproved by
controlling both the substitution degree and the

equi val ent ratio.
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(vi) Inventive step:

(vi.1) D17 woul d represent the closest state of the
art. D17 was silent on the equivalent ratio.

(vi.2) Starting fromD17 the technical problemwas to
i nprove the biodegradability and the thernostability of
t he cellul ose esters.

(vi.3) The exanples of the patent in suit and those
submtted with letter of 21 October 1996 showed that
t he techni cal problem had been effectively sol ved.

(vi.4) The conparative tests carried out by Appell ant
Il were not pertinent since the analytical nethods used
did not correspond to those indicated in the patent in

suit.

(vi.5) In particular the inoculumlevel and the
tenperature differed fromthose used in the patent in
suit. Furthernore it was unclear how it would be

possi ble to determ ne the sul phur content using |ICP

(i nduced coupl ed plasma) em ssion spectronetry as done

by Opponent I1.

(vi.6) Although an independent |aboratory had carried
out the tests, it was Qpponent Il who submtted the
sanples. No details were given concerning the
preparation of the sanples, so that the tests could not
be reproduced by the Respondent.
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(vi.7) Fromthe conparative tests submtted by

Appel lantll, it could not be concluded that the

i ndi cated range of equivalent ratio was irrelevant to
t he bi odegradability.

(vi.8) Since no prior art suggested the relevance of
controlling the equivalent ratio, the subject-matter of
the patent in suit net the requirenents of inventive

st ep.

Wth its letter dated 28 July 2003, the Respondent
submtted two sets of 30 clains representing its first
and second auxiliary requests.

Claim1 of the first auxiliary request reads as
fol | ows:

"1. A bi odegradabl e cellul ose ester conposition
conprising a cellul ose ester having an average degree
of substitution not exceeding 2.15 characterised in
that said cellul ose ester has a 4-week deconposition
rate of not |ess than 60 wei ght percent as determ ned
usi ng the anobunt of evol ved carbon di oxi de as an

i ndi cator in accordance with ASTM D 5209-91, using an
active sludge of a nunicipal sewage treatnent plant at
a concentration of 30 ppm (charge 9 ng) the test sanple
at a concentration of 100 ppm (charge 30 ng), the test
being carried out at 25°C £ 1°C, and an equi val ent
rati o of residual alkali netal or alkaline earth neta
to residual sulfuric acid in said cellul ose ester of
0.1to l1l.1."
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| ndependent Cl ains 20, 23, 25, and 30 differ from
granted Cdains 20, 23, 25, and 30 in that it has been

i ndi cated that the deconposition rate using the anount
of evol ved carbon dioxide in accordance with ASTM

D 5209-91, using an active sludge of a municipal sewage
treatnment plant at a concentration of 30 ppm (charge 9
ng) the test sanple at a concentration of 100 ppm
(charge 30 ng), the test being carried out at 25°C +
1°C

The remaining cl ains were dependent cl ai ns.

| ndependent Clains 1, 20, 23, 25 and 30 of the second
auxiliary request respectively differ fromdains 1,

20, 23, 25 and 30 of the first auxiliary request,
respectively, only in that it has been indicated that
the active sludge was | bo River sewage treatnent plant
return sludge. The remaining clains correspond to those
of the first auxiliary request.

Inits letter dated 8 Septenber 2003, Appellant |1
argued essentially as foll ows:

(i) Interpretation of the O ains:

(i.1) The interpretation given by the Respondent to the
expression "according to ASTM D 5209" in Caiml was in
contradiction with the description.

(i.2) It remained unclear as to whether the equival ent
rati o should be cal cul ated taking into account the
total anmount of alkali nmetal and alkali earth nmetal or
t he amount of alkali nmetal or alkali earth netal of the
added neutrali zer.
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(ii) Article 100(b) EPC

(ii.1) The point in tinme at which the rel evance of the
conparative exanples for the ground of opposition under
Article 100(b) EPC had been recogni zed, played no role

inits rel evance.

(i1.2) The reference to T 317/98 was not pertinent,
since the conparative exanples submtted by Appell ant
Il should, in any case, have been consi dered when

assessing inventive step.

(ii1) Novelty:

It was clear that the novelty had been challenged in
vi ew of docunents D24 and D17.

(iv) Inventive step:

(iv.1) In the exanples submtted by the Patentee with
its letter of 21 Cctober 1996, a different sewage
sludge than in the patent in suit had been used.

(iv.2) According to ASTM D 5209 any carry over of
sl udge shoul d be avoided, since this could interfere
with the determ nation of the ampbunt of carbon dioxide

evol ved.

(iv.3) According to the patent in suit the sludge was
directly used for the biodegradability test.

(iv.4) Thus, the results presented by the Patentee did
not appear to be valid.
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(iv.5) The conparative tests submtted by Opponent I1
showed that the clainmed biodegradability according to
ASTM D 5209 coul d not obtained. They al so showed t hat
there was no significant relationship between

equi val ent ratio and bi odegradability.

(iv.6) Contrary to the subm ssions of the Respondent,
| CP could be used for determ ning the sul phur content.

The argunents presented by Appellant Il inits letter
dated 15 October 2004, may be summari zed as foll ows:

(i) Violation of the right to be heard:

(i.1) According to the case T 174/01 of the first

i nstance of the Court of the European Conmunity, the
right to be heard was violated if the decision was
based on facts on which the parties had not been heard.

(i.2) In the present case, Appellant Il had not been
heard on the statenent made by the Qpposition D vision
in its decision that no foreseeabl e conclusion on

bi odegradability coul d be made when changing the test
tenperature from23°C to 25°C.

(i.3) Appellant Il had not been heard on the statenent
made by the Opposition Division in its decision that
essential differences existed between the cellul oses
tested by Appellant Il and those according to the
patent in suit.
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(ii) Essential features of the invention:

Even if one woul d consi der the biodegradability as an
essential feature of the invention, it had not been
shown by the Patentee, that the invention solved the
probl em of obtaining such a biodegradability.

Wth its letter dated 22 Oct ober 2004, the Respondent
submtted a further experinental report.

It al so argued essentially as foll ows:

(i) The 1 CP nmethod was not suitable for determ ning the
sul phur content. This was shown by the experi nental
report annexed to its letter.

(1i) The nmethod utilised by Appellant Il was not the
one prescribed in the patent in suit for determning
t he sul phur content.

(iii) Since the Appellants relied on data obtai ned by
an unsui tabl e neasurenent nethod any attack based on
such experinental data would have to fail

Wth its letter dated 10 Decenber 2004, Appellant 11
submtted the foll ow ng docunent:

Decl aration of Charles M Buchanan Ph.D. dated
9 Decenber 2004.
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It al so argued essentially as foll ows:

(i) The 1 CP nmethod had a high quantitative and
qualitative accuracy.

(ii) If the Patentee maintained that the anal ytical
nmet hod di sclosed in the patent in suit gave other
results, this would inply that the technical problem
could only be solved provided this nmethod woul d be
applied. This nethod was however not indicated in the
cl ai ns.

(iiti) Inthe patent in suit it was not indicated how
the alkali or alkaline earth netal content should be
det er m ned.

(iv) Thus, it could be concluded either that the tests
submtted by the Appellant Il showed that the technica
probl em was not solved, or that the characteristics of
the cellul ose esters according to the patent in suit

were not rel evant.

Oral proceedings were held before the Board on
16 Decenber 2004.

At the oral proceedings the discussion was essentially
focussed on the question of the allowability under
Rule 88 EPC, Article 123(2) and 123(3) EPC of the
indication in Cdaim1l of all the requests of the term
"ASTM D 5209-91".

In that respect, the Respondent requested to be all owed
to introduce a copy of the ASTM D 5209-91 into the
proceedi ngs, whose introduction was opposed by the
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Appel l ants, and, after a short deliberation, also
refused by the Board.

While the Parties essentially relied on their argunents
presented during the witten procedure, they made
further subm ssions which may be sumrari zed as fol |l ows:

(i) Concerning the main request:

(i.1) By the Appellants:

(i.1.1) For a correction under Rule 88 EPC, it nust be
establ i shed that the error was obvious to the skilled
person reading the application as originally filed,
usi ng common general know edge.

(i.1.2) It was however not obvious that an ASTM
standard with the nunber 12509-91 did not exist.

(i.1.3) Even if one would consider that no ASTM
standard with this nunmber existed, it would not have
been obvi ous whether the error lay in the presence of
digits 12 before 5209, or of other digits, or even in
the wong indication of the issuing institute (e.g. JIS
i nstead of ASTM since the Patentee was a Japanese

conpany).

(i.1.4) Furthernore, no evidence had been submtted by
the Patentee that there was only one ASTM standard
deal i ng the bi odegradation of plastic materials. The
burden of the proof in this respect was on the
Respondent .



0083.D

- 24 - T 0881/ 02

(i.1.5) On the contrary, there were several options for
the correction, e.g. ASTM D 5209-92, a copy of which
had been submtted by the Patentee in the course of the

exam ni ng procedure.

(i.1.6) Furthernore, as indicated in the letter of

13 Septenber 2001 of Appellant Il during the opposition
procedure, it was not clear as to whether the ASTM

D 5209-91 was simlar to ASTM D 5209- 92.

(i.2) By the Respondent:

(i.2.1) It was obvious that the nunber of the ASTM
standard indicated in the application as filed was
wrong, since there was no ASTM standard having a 6
digit

nunber.

(i.2.2) The person skilled in the art knew that there
was only one ASTM standard relating to bi odegradati on.

(i.2.3) The Opposition Division had accepted the
correction. Thus, the burden of the proof in order to
show whet her there were several standards for

determ ning the biodegradation of plastic materials was
on the Appellants.

(ii) Concerning the auxiliary requests:

(ii.1) By the Respondent:

(ii1.1.1) daim1 of the auxiliary requests should be
read as inplying that it was the carbon di oxi de evol ved
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whi ch was used as an indicator of the biodegradation
according to ASTM D 5209-91

(i1.21.2) This interpretation was supported by the
descri ption.

(i1.2.3) Furthernore, the conditions for the

determ nation of the biodegradation itself (active

sl udge, tenperature, concentration) indicated in the
clainms were supported by the description as originally
filed (cf. page 8, lines 38 to 46, of the published
application EP-A1-0 597 478).

(ii.2) By the Appellants:

(1i.2.1) It was not clear which opposition grounds the
amendnents nmade in the auxiliary requests should
overcone. They were not allowable under Rule 57(a) EPC

(11.2.2) daim1l of the auxiliary requests infringed
Article 123(2) EPC, since the reference to the ASTM
D 5209-91 was not supported by the application as
originally filed.

(11.2.3) These clains also infringed Article 123(3)
EPC, since the conditions (e.g. tenperature) for
determ ni ng the bi odegradation differed fromthose of
the ASTM D 52009.

(ii.2.4) If they were accepted they would furthernore

put the Appellants in a worse position than if they had
not appeal ed.

0083.D
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The final requests fornulated by the Parties at the
oral proceedings of 16 Decenber 2004 read as foll ows:

Appel lants | and Il requested that the decision under
appeal be set aside and that the European patent No.
597 478 be revoked;

Appel lant |1 al so requested that the appeal fee be
rei nbursed; and

The Respondent requested that the appeals be di sm ssed
and that the patent be maintained as anended before the
Qpposition Division (main request), or alternatively,
according to first or the second auxiliary request as
filed with letter of July 28, 2003.

Reasons for the Decision

1

2.2

0083.D

The appeal s are adm ssi bl e.

Procedural natters

As indicated above in paragraph Xi1l, the Respondent at
the oral proceedings before the Board, requested to be
allowed to introduce a copy of the standard ASTM

D 5209-91 into the proceedings in order to make a
conparison wth the standard ASTM D 5209-92, a copy of
whi ch had been submitted by the Respondent with its
letter of 21 October 1996.

It is, however, established that the simlarity of the
standards ASTM D 5209-91 and ASTM D 5209-92 has been
guestioned by Appellant Il already in its letter dated
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13 Sept enber 2001 during the opposition procedure, i.e.
at least 3 years before the oral proceedings before the
Board. No response to this was received in the neanti ne.

Furthernore, and, independently of the fact that no
justification has been given by the Respondent for the
very late filing of this docunent, it firstly cannot be
assunmed, as canvassed by the Respondent at the oral
proceedi ngs, that the two versions are identical

since, according to the standard itself, the nunber

i nmedi ately follow ng the designation (here 91 or 92)

i ndi cates the year of original adoption, or in the case
of revision (enphasis by the Board) the year of |ast
revi sion. Hence, secondly, it is in any case evident
that the conplexity of a scrutinised conparison between
the "91" and the "92" versions of the ASTM D 5209 woul d
have been such, that neither the Board nor the
Appel I ants coul d have been expected to deal with it

wi t hout adj ournment of the oral proceedings (cf. also

T 633/97 of 19 July 2000; not published in QI EPQ
Reasons, point 2.2).

Consequently, the Board decided not to admt the copy
of the ASTM D 5209-91 into the proceedings
(Article 114(2) EPC).

Mai n request

0083.D

Wirdi ng of the clains

Claim1l1l of the main request differs fromCaim1l as
originally filed in that (i) the equivalent ratio of
residual alkali netal or alkali earth nmetal to residua
sul phuric acid in said cellulose ester of 0.1 to 1.1



3.2

3.3

3.3.1

3.3.2

3.3.3
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has been incorporated therein, and in that (ii) the
term"ASTM 125209- 91" has been replaced by the term
"ASTM D 5209-91"

Wiile difference (i) indisputably finds its support in
Claim4 as originally filed, it is, however, evident
that no explicit support can be found in the
application as originally filed for difference (ii).

In that respect, the Respondent, when trying to justify
t he replacement of the term"ASTM 125209-91" by "ASTM
D 5209-91" submtted that the forner statenent was the
result of an obvious error, and that difference (ii)
represented, therefore, a correction under Rule 88 EPC.

According to the decision G 11/91 (Reasons, point 1), a
correction is a special case involving an anmendnent
within the nmeaning of Article 123 EPC.

As further stated in G 11/91 (Reasons, point 4), since
a correction adm ssible under Rule 88, second sentence,
EPC is of strictly declaratory nature (i.e. the
corrected information nerely expresses what the skilled
person, using comon general know edge, woul d have
derived fromthe whol e European patent application as
filed), it does not infringe Article 123(2) EPC.

Thus, as pointed out in G 11/91 (Reasons, points 5 and
6), a correction under Rule 88, second sentence, EPC is
al | owabl e when:
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(i) there is such an obvious error that a skilled
person is in no doubt that this information is not
correct and -considered objectively- cannot be neant to
read as such; and

(ii) it is imediately evident that nothing el se would
have been i ntended than what is offered as the

correction.

Thus, it nust be first established whether the skilled

reader, using common general know edge, would have been
in no doubt that the term ASTM 125209-91 in Claim1 as

originally filed was not correct.

This woul d presuppose that the skilled reader would
have i medi ately recogni zed, using conmon gener al

know edge, that the indication of an ASTM standard with
a 6 digit nunber was obvi ously erroneous.

In that respect, it is normally accepted that conmon
general know edge is represented by basic handbooks and
t ext books on the subject in question (cf. T 20/81, QJ
EPO 1982, 217, Reasons point 5). As indicated in
decision T 766/91 of 29 Septenber 1993 (not published
in Q) EPO, Reasons point 8.2), statenents in such works
are used as convenient references to show what is
common general know edge, although the information
itself is likely to have been published nmuch earlier
for exanple in research papers or patents, or to have
been used openly in industrial practice. As further
stated in T 766/91, this information has usually not
beconme conmon general know edge because it was
publ i shed in any particul ar handbook or textbook, but
rather it appears in handbooks or textbooks because it
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was al ready common knowl edge. This is the reason
according to T 766/91, that publication in, for exanple,
an encycl opaedi a or basic textbook usually can be
accepted as evidence not nerely that the information

was known, but that it was common general know edge.

In that context, since no evidence such as an

encycl opaedi a or basic textbook has been submtted by

t he Respondent in order to establish that no ASTMw th
a 6 digit nunber existed before the priority date of
the patent in suit, and, since, in the Board s view,
publ i cations of standards by the American Society for
Testing and Materials (i.e. ASTM cannot, as such, be
consi dered as belonging to the common general know edge
of the skilled person, it could not have been expected
that the skilled person would have i medi ately

recogni zed that an ASTM standard with a 6 digit nunber
did not exist before the priority date of the patent in

suit.

Furthernore, the Board notes that in the application as
filed reference is systematically and repeatedly nmade
to the ASTM 125209-91 (cf. page 3, line 20; page 4,
lines 19 to 20; page 5, line 12; page 7, line 32; and
page 8, line 38 of the published application and
original dainms 23, 24, 25, 26, 28, and 33) and, thus,
that the term ASTM 125209-91 i s neither inconsistent
with the remaining part of original Caim1l nor
evidently (i.e. obviously) inconsistent wth the whole
di scl osure of the application as originally filed.

Consequently, the Board can only come to the concl usion
that it is doubtful whether Claiml as originally filed

cont ai ns an obvi ous error.
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Thi s conclusion cannot be altered by the fact that it

m ght be true that the incorrect information could have
beconme apparent in the light of the proposed correction,
since this is precisely a consideration which should be
strictly avoided, as stated in the decision G 11/91
(Reasons, point 5) when establishing the presence of an

obvi ous error.

Since it is doubtful whether Claim1l as originally
filed contains an obvious error, for this reason al one
a correction under Rule 88 EPC nust be ruled out (cf.
G 11/91, Reasons, point 5).

Even if for the sake of argument, one would have
considered that the indication of the term ASTM 125209-
91 in original Caim1l anounted to an obvious error, it
woul d have remmined to be considered whether or not the
condition (ii) nmentioned in paragraph 3.3.3 above woul d
al so have been fulfilled:

(a) As indicated in decision T 581/91 of 4 August 1993
(not published in Q3 EPO, Reasons point 3), a
rigorous standard of proof, i.e. equivalent to
beyond "any reasonabl e doubt” has to be applied
when determining the allowability of a correction
under Rule 88 EPC

(b) This inplies, in the light of G 11/91, that it
shoul d be established beyond any reasonabl e doubt,
that the patent application as originally filed
directly and unanbi guously led the skilled person
usi ng common general know edge to the concl usion
that the Applicant, on the date of filing neant
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the reference to the ASTM D 5209-91 offered as

correction.

In that context, it is firstly evident that there
is no explicit basis for the proposed correction
in the application docunents as originally filed
(cf. paragraphs 3.2 and 3.3.8, above).

Furthernore, no evidence has been submtted by the
Respondent to show, firstly, that the standard
ASTM D 5209-91 bel onged, at the filing date of the
patent in suit, to the comon general know edge of
the person skilled in the art, and, secondly, even
if this would have been the case, that this ASTM
standard was the only one used, at that tinme for
determ ning the biodegradability of plastic
material s.

Wiile it is true, that the Qpposition D vision has
stated in its decision "that the only ASTM
standard for establishing a bi odeconposition rate
the Opposition Division is aware of is ASTM

D 5209-91", this statenent nerely represents the
opi nion of the Opposition D vision and cannot

di scharge the Respondent of its burden of proof in
this respect, since, in the absence of
substantiati on by appropriate evidence

(encycl opaedi a or basic textbook), such statenent
cannot be used, in view of the prohibition of
extension under Article 123(2) EPC set out in
decision G 11/91, for proving the comon general
know edge on the date of filing in order to
establish what a skilled person would directly and
unanbi guously derive on the date of filing from
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the parts of the European patent application
relating to the disclosure (cf. also G 11/91,
Reasons point 7).

(f) Moreover, it is, on the contrary, established in
view of the copy of the ASTM D 5209-92 subm tted
by the Respondent with its letter dated 21 Cctober
1996 during the exam nation procedure that at
| east one further standard (i.e. ASTM D 5209-92)
exi sted before the priority date for determ ning
t he deconposition rate of plastic materials.

(g) Consequently, the Board would have cone to the
conclusion that the content of the application as
filed, did not allow the skilled person, using
common general know edge, directly and
unequi vocal ly to ascertain beyond any reasonabl e
doubt the precise content the Applicant nmeant to
give at the date of filing, so that condition (ii)
for an all owable correction set out in decision

G 11/91 woul d al so not have been fulfill ed.

Summing up, the nodification (ii) made in Claim1l is
not supported by the application docunents as
originally filed and, even considered as a correction
it does not fulfil the requirenments for correction of
an error under Rule 88 EPC

Consequently, Claim1 and, hence, the nmain request as a
whol e are not al |l owabl e.
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Auxi liary requests

4.2
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Wirdi ng of the clains

Claim1l1l of the first auxiliary request differs from
Claim1l1l as granted in that the expression "in
accordance with ASTM D 5209" has been repl aced by the
expression "in accordance with ASTM D 5209-91, using an
active sludge of a nunicipal sewage treatnent plant at
a concentration of 30 ppm (charge 9 ng) the test sanple
at a concentration of 100 ppm (charge 30 ng), the test
being carried out at 25°C £ 1°C."

Claim1l of the second auxiliary request differs from
Claim1l of the first auxiliary request only by the
further indication of the nunicipal sewage treatnent
plant, i.e. Ibo River.

As stated in the decision of the Opposition Division
(cf. point 5.3 thereof) the patent as granted | eaves it
open whi ch year of the publication of the ASTM D 5209
is chosen. This inplies that any ASTM D 5209 publi shed
before the priority date of the patent in suit can be
chosen for the determ nation of the deconposition rate
of the claimed cellul ose ester conposition.

In this connection, the Board notes that the ASTM

D 5209-92 prescribes a tenperature of 23°C £ 1°C for
carrying out the deconposition test (point 11.8.5), and
t he use of 1% i nocul um obtai ned fromthe supernatant of
a sanple of a sewage treatnent plant sludge for each
test (points 9.1 to 9.4), while Caim1l of both
auxiliary requests requires that the test be carried
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out at a tenperature of 25°C + 1°C in presence of an
active sludge at a concentration of 30 ppm

Fromthis conparison of the conditions for carrying out

t he deconposition tests, it becones imedi ately evident,
that, due to essential differences in the tests
conditions (tenperature, biological material and
concentration thereof), there will inevitably be

cel lul ose ester conpositions, which did not fulfil the
requirenents in termof deconposition rate set out in
granted aim1l, but which will now neet the new

requi renents set out in that respect in Caiml of both

auxiliary requests.

Consequently, the anmendnents carried out in Claim1 of
both auxiliary requests inevitably I ead to an extension
of scope of protection contrary to Article 123(3) EPC

Thi s concl usion cannot be chal |l enged by the argunent of
t he Respondent, that the expression "in accordance with
the ASTM D-5209" in the granted clains and the
expression in "accordance with ASTM D 5209-91" in the
clainms of both auxiliary requests should be interpreted
as nerely giving a basis for the use of evol ved carbon
di oxi de as indicator and not as defining as such the
nmet hod of determ nation of the deconposition rate, and
that therefore the anmendnents nmade in the clainms of the
auxiliary requests further define the conditions of the
test for determ ning the deconposition rate, for the

foll ow ng reasons:

(a) This interpretation is neither explicitly nor
inplicitly directly and unanbi guously derivabl e
fromthe description of the patent in suit (cf.
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patent in suit, page 7, lines 24 to 25, and
page 8, line 20);

(b) Consequently, this interpretation being based only
on a postulated anmbiguity in the |anguage of both
the clains as granted and the clains of the
auxiliary requests, it could not be used as a
justification for the anendnents requested by the
Respondent (Patentee), since its inherent
anbiguity will inevitably cast a reasonabl e doubt
on the allowability of the anmendnents.

(c) Since, in accordance with the decision T 581/91,
(Reasons, point 3) the slightest doubt that a
request ed anendnment m ght contravene Article 123
EPC precludes its allowability, the amendnments
carried out in auxiliary requests 1 and 2 cannot

be accept ed.

It thus follows that both auxiliary requests as a whole
nmust be refused.

In the absence of any all owabl e request, the patent
nmust be revoked.

Request for reinbursenent of the appeal fee

Al t hough Appellant Il, inits witten subm ssions, has
argued that, in its opinion, the decision of the

opposi tion division had been subject of several
procedural errors, it did not, in contrast to Appellant
|, make a formal request for the rei mbursenment of the
appeal fee.
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Appel l ant | has requested the reinbursenent of the
appeal fee on the grounds that the Qpposition Division
had not taken into account the argunents concerning the
ground of insufficient disclosure (Article 100(b) EPC)
presented in its letter dated 27 May 2002.

In the Board's view, even if the decision of the
OQpposition Division does not nmake reference to the
subm ssions nade by Appellant | inits letter dated
27 May 2002, and even if it contains an incorrect
statenment concerning the date at which the ground of
opposition under Article 100(b) EPC was subm tted by
Appel lant | (page 3, fourth paragraph), it is, in any
case, evident in view of the mnutes of the oral
proceedi ngs before the Opposition Division (cf. point 3
t hereof) that Appellant | has had the opportunity to
present its argunents on this ground of opposition
during this oral proceedings, so that its right to be
heard has not been vi ol at ed.

Thus, in the Board's view, no substantial procedural

vi ol ation which could justify the rei nbursenment of the
appeal fee has taken place in the proceedings up to the
deci sion of the Opposition Division. It follows that

t he request for reinbursenment nmust be rejected.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

3. The request reinbursenent of the appeal fee is refused.
The Registrar: The Chai r man:

E. Gorgnmaier R Young
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