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Summary of Facts and Subm ssi ons

The appel l ant (patent proprietor) |odged an appeal

agai nst the decision of the Qpposition Division
revoki ng the European patent No. 0 825 927 (hereinafter
patent in suit).

. Qppositions were filed agai nst the patent as a whol e
and based on Article 100(a) EPC (Il ack of novelty,
Article 54 EPC, and |ack of inventive step, Article 56
EPC), 100(b) and 100(c) EPC.

L1l The date of filing of the patent in suit is 22 Apri
1997. The priority docunents referred to in the patent
in suit are the follow ng
P1l: GB 9608394, 23 April 1996;

P2: GB 9614693, 12 July 1996;
P3: WD PCT/ GB96/ 01973, 13 August 1996
P4: GB 9700884, 17 January 1997.

| V. The Opposition Division held that none of the
priorities clainmed in the patent in suit were valid and
that the ground for opposition cited in the
Article 100(a) EPC (lack of novelty, Article 54 EPQC)
prejudi ced the nmai ntenance of the patent having inter

alia regard to docunent

DA4: EP-A 0 823 327.

2560.D
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Wth the statenent setting out the grounds of appeal
filed on 10 Oct ober 2002, cf. page 1, the appell ant
decl ared that he wi shed to proceed in this appeal with
t he encl osed Main Request (corresponding to Auxiliary
Request 1 in the opposition proceedi ngs, which was the
only request nmaintained before the Opposition Division).
The appel l ant mai ntai ned his position that the
priorities of the patent in suit were valid and that,

t herefore, docunent DA4 did not formpart of the state
of the art and was not to be considered when assessing
novel ty.

After having received the subm ssions of respondents |
1, 1l (opponents 01, 02, 03), all objecting the
validity of the priorities clainmed in the patent in
suit and alleging |ack of novelty with regard to
docunent DA4 and ot her docunents, the appell ant
declared with letter filed on 20 August 2003 that he
intended to study each of the replies of the
respondents with a viewto filing a consolidated
response. A consolidated response has not been received

however.

On 11 May 2004, the Board di spatched sunmons to attend
oral proceedings on 12 August 2004. In the

communi cati on acconpanyi ng the sumons, the Board nmade
mention that none of the priorities of the patent in
suit seened to be valid and that the subject-matter of
claim1l1 according to the single request of the
appel | ant appeared not to be novel with regard to
docunent DA4, as pointed out in the decision under
appeal. The Board further noted that any witten

subm ssion should be filed well in advance, i.e. at

| east one nonth before the date of oral proceedings.
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On 12 July 2004, the appellant filed a new main request
(wth claim1l not amended with respect to claim1 of
the former main request) and 29 auxiliary requests. On
page 1 of the acconpanying letter, he declared that "If
t he Board does not accept the proprietor's Miin
Request, we will ask that they consider an Auxiliary
Request. |f the Board does not accept the nom nated
Auxi liary Request, we request that they consider

anot her Auxiliary Request. It is proposed to nom nate
the Auxiliary Requests during the Oral Proceedings
having regard to the findings of the Board."

An annex was encl osed summarily indicating a basis in
the application as filed in respect of anendnments which,
for the first time, appeared in a request.

On page 2, seventh paragraph, of the letter
acconpanyi ng the auxiliary requests, the appell ant
further declared: "W are not now filing further
argunentation as regards the substantive issues. Those
i ssues have already been very well aired by the parties
and we do not see nuch further purpose in providing
nore argunentation at this stage. W feel that it is
better to do so at the Oral Proceedi ngs once we have a
better view of how the Board views the respective
matters."

In a comuni cation dated 19 July 2004, the Board
inforned the parties that it may consider not admtting
the auxiliary requests 1 to 29. The Board further
stated that it appeared that the auxiliary requests
filed at the |l atest nonment provided for in the summons
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were not sufficiently substantiated and may therefore
be di sregarded under Article 114(2) EPC.

On 23 July 2004, the appellant filed further coments
concerning the subject-matter of claim1l of the
auxiliary requests and the objection of |ack of novelty
with regard to inter alia docunment DA4.

Oral proceedings were held before the Board of Appeal
on 12 August 2004. Respondent |, having previously
informed the Board that he would not attend the oral
proceedi ngs, was not present.

The appel | ant requested that the decision under appeal
be set aside and the patent be naintained on the basis
of the follow ng docunents filed on 12 July 2004:

(i) Cdainms 1 to 20 filed as main request; or

(i1) the sets of clainms according to auxiliary
requests 1 to 29

Respondents |, Il and Il requested that the appeal be
di sm ssed.

Claim 1 according to the main request reads as foll ows:

"1. A positive working lithographic printing form
precursor having a coating conprising an ol eophilic,
heat - sensitive conmposition on a support having a
hydrophilic surface, the conposition conprising an
aqueous al kal i ne devel oper sol ubl e pol yneric substance,
and a conpound whi ch reduces the aqueous al kal i ne

devel oper solubility of the polyneric substance,
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wherei n the aqueous al kal i ne devel oper solubility of
the conposition is increased on heating and the aqueous
al kal i ne devel oper solubility of the conposition is not
i ncreased by incident WV radiation.”

In the witten procedure and during oral proceedings,
t he appel l ant argued essentially as foll ows:

Added subject-matter

The subject-matter of claim1 of the main request was
di sclosed in the application as filed. In particular,
the feature of the conposition conprising an aqueous
al kal i ne devel oper sol ubl e pol ynmeric substance was

di sclosed in the application as filed (printed version)
on page 11, lines 9 to 13. In that passage a plurality
of devel opers were cited, and, anong them al so

al kal i ne conponents. The restriction of claim1 of the
mai n request to an aqueous al kal i ne devel oper sol ubl e
pol ynmeri c substance thus focussed the invention on a
di scl osed feature. Consequently, claiml1l of the main
request net the requirenents of Article 123(2) EPC

Priority

The subject-matter of claim1 of the main request was
derivable fromthe content of priority docunent P2,
taking into consideration the general know edge of a
person skilled in the art. The introductory part of
docunent P2 first directed the reader to the wdely
known UV-sensitive lithographic printing plates. In the
following, it was pointed out that, in contrast to the
prior art, the invention concerned heat node inmagi ng

wherein a heated stylus as well as a | aser having a
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wavel engt h above 600 nm m ght be used. It was thus
clear to the person skilled in the art that the
lithographic printing plate referred to in docunent P2
was heat sensitive rather than UV-sensitive. Actually,
t he conpositions described in all exanples of docunent
P2 were insensitive to incident UV-radiation.

Novel ty

The subject-matter of claim1 of the main request was
novel with regard to the disclosure of docunment DA4. In
particul ar, docunent DA4 did not disclose the feature
of the aqueous al kali ne devel oper solubility of the
conposition not being increased by incident UV-

radi ati on. Docunent DA4, cf. page 2, lines 54 to 56,
and page 4, lines 9 to 12, did not disclose
insensitivity to UV-light in the sense that the
solubility was not increased. Mreover, white |ight was
different from UV-Iight and the passage on page 4,
lines 9 to 12, of docunent DA4 only referred to weak
UV-1i ght.

Furthernore, according to page 23, lines 22 to 24, of
docunent DA4, the conposition mght be sensitive to UV-
light, and, according to the exanples described in
docunent DA4, imaging of the printing plates was
carried out under a yellow | anp. Moreover, the exanples
nmenti oned under the heading "Safe |light property" on
page 36, lines 13ff, of docunment DA4 were not disclosed
in any of the priority docunents of docunment DA4, so

t hat document DA4 was not entitled to the clained
priority dates in this respect.

Adm ssibility of auxiliary requests 1 to 29
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Auxiliary requests 1 to 29, which were filed in due
time on 12 July 2004, should be admitted into the
proceedi ngs. A patent proprietor should have the right
to defend its patent.

The appel |l ant had been hindered fromfiling auxiliary
positions at an earlier stage of the appeal proceedings
because doing so woul d have borne the risk of

prejudi cing the course of German patent litigation and
Japanese opposition proceedings. Only recently, the
litigation proceedings had been settled, and the

opposi tion proceedi ngs had come to an end.

At the outset, the appellant had believed in the
validity and allowability of the main request. The
provi si onal opinion of the Board of Appeal acconpanying
t he summons, however, changed the way the clainms had to
be understood. The appell ant had nanaged to file
auxiliary requests within the tine limt set by the
Board of Appeal, although the time for filing
amendnents had been very short and the case was very
conpl ex.

Filing a large nunber of auxiliary requests could not
possibly give rise to an abuse of process. Furthernore,
t he requests were well structured, and, fromthe table
representing an overview filed with letter of 23 July
2004, it could be seen that, actually, only the

subj ect-matter of six anended clains had to be

consi dered. Furthernore, the appellant had assisted the
ot her parties by indicating the passages in the
application as filed formng a basis for the subject-
matter of the anmended clains according to auxiliary
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requests 1 to 29. On 23 July 2004, the appellant had
further submtted argunments with regard to the issue of
novelty in respect of document DA4 and ot her docunents.

Before the Board could take a decision on admtting
auxiliary requests 1 to 29 or not, the appellant should
be given the opportunity to present his argunments as to
why these requests m ght be all owable. There was no
basis in the European Patent Convention for any need of
substantiating a request.

In the witten procedure and during oral proceedings,
respondents |, Il and Il argued essentially as foll ows:

Added subject-matter

According to the application as filed, cf. in
particular clains 4 and 5, the feature of the devel oper
bei ng al kal i ne was coupled to the feature of the

pol ymer being a phenolic resin. The specific

exanples 12 to 18 indicated on pages 24 and 25 of the
application as filed (printed version) were no basis
for a generic disclosure of a conposition conprising an
aqueous al kal i ne devel oper sol ubl e pol yner wherein the
pol ymer was not necessarily a phenolic polyneric
substance. On page 11, line 9, of the application as
filed (printed version), it was indicated that the
aqueous devel oper conposition was dependent on the
nature of the polyneric substance, and the passage on
page 11, lines 14 and 15 of the application as filed
(printed version) showed the rel ationship of alkaline
devel opers to phenolic resins. The list of devel opers
on page 11, lines 10 to 13 of the application as filed
(printed version), referred to the conmon general
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knowl edge and did not define the invention. The
subject-matter of claim1 of the main request thus

ext ended beyond the content of the application as fil ed.
The requirenments of Article 123(2) EPC were therefore
not net.

Priority

Priority docunent P2 disclosed neither inplicitly nor
explicitly the feature of claim1l of the main request
that "...the aqueous al kaline devel oper solubility of

t he conposition is not increased by incident W
radiation". At the priority date of the patent in suit,
conpositions had been known which were UV-sensitive and
heat sensitive. There was no indication in priority
docunment P2 that UV-sensitivity should be excl uded.

Al t hough the materials nmentioned in priority docunent
P2 m ght be insensitive to UV-light, the presence of
such an intrinsic or extrinsic property could not be
regarded as a basis for an inplicit disclosure of the
above-nmentioned feature of claim1 of the main request.

The patent in suit was not entitled to the priorities
of priority docunents Pl and P4 for substantially the
sanme reasons. Priority docunent P3 was not a first
application within the neaning of Article 87(1) EPC.

Novel ty

Since none of the priorities referred to in the patent
in suit was valid, docunent DA4, which correctly
clainmed the priority of 6 August 1996, represented
prior art according to Article 54(3) EPC.
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Docunment DA4 di scl osed a positive working |ithographic
printing precursor conprising an ol eophilic, heat-
sensitive conmposition having all the features of

claim1 of the main request as pointed out in the

deci sion under appeal. In particular, as a preferred
enbodi ment, docunent DA4 literally disclosed that the
conposition was not substantially sensitive to UV-1ight
(cf. page 4, lines 9 to 12, and page 23, lines 25 to 27)
whi ch nmeant nothing el se than that the aqueous al kaline
devel oper solubility of the conposition was not

i ncreased.

Adm ssibility of auxiliary requests 1 to 29

The filing of auxiliary requests 1 to 29 enconpassi ng
110 pages had been del ayed by the appellant solely for
tactical reasons in view of other pendi ng proceedi ngs.

The appel |l ant coul d not have been surprised by the
provi si onal opinion of the Board of Appeal. It did not
contradict, but rather confirnmed the decision reached
by the Opposition Division.

The filing of auxiliary requests 1 to 29 only one nonth
before the oral proceedings gave rise to a new conpl ex
situation. The 29 sets of clains, nostly defining new
conbi nations of features that had never been discussed
before, were not easily understandabl e. No statenent
what soever had been provided as regards the validity of
the priority clainms, or as regards novelty and
inventive step, for any of auxiliary requests 1 to 29.

The filing of auxiliary requests 1 to 29 w thout any
addi ti onal explanatory argunents as to their

2560.D
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allowability rendered them al ready unacceptabl e; they
had therefore to be rejected under Article 114(2) EPC.

Reasons for the Decision

Mai n request

1. Added subject-matter (Article 123(2) EPC

The subject-matter of claiml is disclosed in the
application as filed in claim1 in connection with
claim 21 and the passage on page 11, lines 9 to 13, of

t he description (published version). In line 9 of said
passage, it is stated that the "aqueous devel oper
conposition is dependent on the nature of the polyneric
substance", and, in the follow ng |ines, comobn
conponents of aqueous |ithographic devel opers are listed,
anong them al so al kal i ne conponents. There is no

i ndi cation that the use of al kaline conmponents is
related to the use of phenolic resins. Fromthe exanples
14 to 18 described on pages 24 and 25 of the application
as filed (printed version), it can be seen that alkaline
devel opers may be used also with resins other than
phenolic resins (cf. points 4.3 and 4.4 of the decision
under appeal).

The passage on page 11, lines 14 and 15, and the

enbodi ment clainmed in claim5 of the application as
filed (printed version) concern preferred enbodi nents.
In the Board's view, the disclosure of these preferred
enbodi ments does not detract fromthe general disclosure
of the above nentioned passages.

2560.D
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Claim1 according to the main request thus neets the
requirenments of Article 123(2) EPC.

Priorities

Claim 1 according to the main request concerns a
positive working lithographic printing form precursor
having a coating conprising an ol eophilic, heat-
sensitive conposition wherein the aqueous al kal i ne
devel oper solubility of the conposition is not

i ncreased by incident UV-radiation.

Priority docunent P2 al so concerns a positive working
l'ithographic printing formprecursor, cf. page 1

l[ine 1. However it is silent about the feature of the
aqueous al kal i ne devel oper solubility of the
conposition not being increased by incident UV-

radi ation.

Adm ttedly, document P2 refers in the introductory part
to the prior art printing formprecursors which are
sensitive to UW-Ilight (cf. page 1, lines 3 to 11) and
teaches the reader that the invention disclosed in
docunent P2 concerns heat-sensitive precursors (cf.
page 1, lines 13 to 24). However, there is no direct
and unanbi guous di scl osure of any insensitivity to UV-
[ight of the conposition of the printing plate
precursor. The fact that the conposition is heat-
sensitive and that a positive plate is prepared by heat
node i magi ng does not necessarily inply that the
conposition is insensitive to UV-light. It may be that
the specific conpositions described in the exanples of
docunent P2 are insensitive to UV-radiation. However,
the fact that the cited conpositions may have that
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property cannot be considered to be tantampbunt to an
inmplicit disclosure of that feature.

Furthernore, the patent in suit refers to six tests
whi ch may be carried out to determine if a polyneric
substance is suitable for use in the invention, cf.
page 6, lines 7 to 54, of the patent in suit. Wil st
they include a test (Test 6) dealing with the
sensitivity of the conposition to UV-radiation, the
three tests recited in docunent P2 (cf. page 3) for
determining if a polyneric substance is suitable for
use in the invention according to docunent P2 do not
concern UV-radiation or UV-sensitivity.

Accordingly, the subject-matter of claim1l of the main
request, in particular, the feature that the aqueous
al kal i ne devel oper solubility of the conposition is

i ncreased on heating but not increased by incident UV-
radiation, is not directly and unanbi guously derivabl e
fromthe priority docunent P2.

Consequently, according to the opinion of the Enlarged
Board of Appeal G 2/98 (QJ EPO 2001, 413), the
requirenents for claimng the priority of 12 July 1996
(priority docunent P2) are not net.

Priority docunent Pl, cf. claiml, relates to a
l'ithographic printing plate conprising a phenolic resin
and an infra-red absorbi ng conmpound, wherein the plate
is i mgew se exposed to a | aser which emts at above
600 nm Priority docunent Pl is silent about the
feature of the aqueous al kaline devel oper solubility of
t he conposition not being increased by incident UV-

radi ati on. Consequently, the requirenments for claimng
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the priority of 23 April 1996 (priority document Pl)
are not net either (cf. point 2.1 above).

As regards priority docunent P4 of 17 January 1997, the
"Test 6" described on page 3 of priority docunent P4
concerns sensitivity of the conpound to UV-light at

300 nmrather than to UV-light in general as clainmed in
claim1 of the main request. Consequently, the subject-
matter of claiml according to the main request is not
disclosed in priority docunent P4, and the requirenents
for claimng the priority of 17 January 1997 (priority
docunent P4) are not nmet either (cf. point 2.1 above).

The priority of 13 August 1996 cannot be cl ai ned,
because docunment P3 (WO PCT/ GB96/01973) is not a first
application within the neaning of Article 87(4) EPC.

Consequently, none of the priorities clainmed in the
patent in suit is valid, and the filing date of the
patent in suit (22 April 1997) thus determ nes whet her
or not a docunent belongs to the prior art.

Novel ty

To the extent that docunment DA4, which was filed on

5 August 1997, thus after the filing date of the patent
in suit, benefits fromone or nore of the clained
priorities, it represents prior art according to
Article 54(3) EPC. The first priority docunent referred
to in docunent DA4 is JP-A 207013/96 having the filing
date of 6 August 1996. An English translation of that
priority document was filed as docunment D1.1
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Docunent DA4 and priority docunent D1.1 both concern a
positive working lithographic printing form precursor,
cf. page 2, lines 3 to 6, of docunent DA4 and page 3,
lines 3 to 8, of docunent D1.1. The precursor conprises
a support having a hydrophilic surface (alum nium
surface, plastic filmhaving hydrophilic treatnent, cf.
page 24, lines 25 to 34, of docunent DA4, and page 22,
lines 6 to 20, of docunent Dl1.1) and thereon a coating
conprising a heat-sensitive conposition. The
conposition conprises an aqueous al kal i ne devel oper

sol ubl e pol yneri c substance and a conpound whi ch
reduces the aqueous al kaline devel oper solubility of

t he polyneric substance, i.e. a solubility suppressing
agent, cf. page 4, lines 2 to 4, and page 22, lines 23
to 26, of document DA4 and page 5, lines 19 to 25, of
docunent D1.1. The aqueous al kal i ne devel oper
solubility of the composition is increased on heating,
cf. page 3, lines 32 to 35, of docunment DA4 and page 17,
line 18 to page 18, line 2, of docunment D1.1. As
generally known, after imaging of a positive working
I'ithographic plate conprising such an al kaline sol vabl e
resin, the exposed surface portions of the conpositions
are dissolved by the al kaline devel oper, and the non-
exposed parts of the coating conprising the heat
sensitive conmposition remain on the plate thus formng
the ol eophilic ink accepting surface.

According to a preferred enbodi ment, the solubility
suppressi ng agent has substantially no photosensitivity
to ultraviolet light. Processing of the printing plate
t hus does not require an operation under yellow |ight,
and the operation can be carried out under usual white
light containing ultraviolet |light, cf. page 23,

lines 25 to 27, page 2, lines 54 to 56, page 4, lines 9
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to 12, and claim9 of docunent DA4, and page 20,

lines 18 to 21, page 6, lines 6 to 12, page 5, lines 12
to 15, and claim7 of docunent D1.1. In the Board's
judgenent, it is thus directly and unanbi guously
derivable fromthese passages that, according to a
preferred enbodi nent, the heat sensitive conposition is
insensitive to UV-light, and, consequently, that the
aqueous al kal i ne devel oper solubility of the
conposition is not increased by incident UV-radiation.

As shown above, the subject-matter of claim21 according
to the main request is disclosed in docunment DA4 as
well as in priority docunent D1.1. In this respect,
docunent DA4 thus benefits fromthe priority of

6 August 1996. The fact that docunment DA4 conpri ses
further exanples which are not conprised in priority

docunent D1.1 is of no rel evance.

Therefore, the subject-matter of claiml1l of the main
request is not novel within the neaning of Article 54
EPC.

Auxiliary requests 1 to 29

2560.D

According to the Guidance for parties to appeal
proceedi ngs and their representatives, cf. QJ EPO 1996
342, the statenent setting out the grounds for appeal
shoul d be a succinct but full statement of the

appel lant's argunents (cf. point 1.2.1), and auxiliary
requests should be filed as early as possible (cf.
point 3.3). In point 3.2 of the Guidance, it is

i ndicated that "the appeal procedure is primarily a
witten procedure. Parties should therefore always
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develop their argunents in witing and not reserve them

for a possible oral hearing.”

The appellant and the representative thus shoul d have
been aware of the fact that they should have presented
any auxiliary request and argunents pertaining to it as
early as possible and in witing.

In the present case, when filing auxiliary requests 1
to 29, the appellant did not present any argunment with
regard to the substantive issues of priority, novelty
and inventive step. Furthernore, the sets of auxiliary
requests 1 to 29 were not clearly structured. The
appel I ant abstained fromindi cating any hierarchical
order of the various auxiliary requests. Mreover, the
subject-matter of the patent in suit is rather conplex
and the subject-matter and the purpose of the auxiliary
requests prima facie not easily understandabl e.
Accordingly, the subm ssion of the appellant filed on
12 July 2004 was not substantiated and not suitable for
the preparation of the oral proceedings.

In the Board's judgnent, filing such a |arge quantity
of unstructured sets of clainms and referring to the

| at est possi bl e nonent, nanely the oral proceedings,
for presenting any argunments with regard to essenti al

i ssues such as priority, novelty and inventive step is
not inline with the general rules of respect and
fairness and represents an abuse of process.

Auxiliary requests 1 to 29 thus are not sufficiently
substanti ated and therefore di sregarded under
Article 114(2) EPC.
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The reasons presented by the appellant for filing
fall back positions at such a | ate stage of the
proceedi ngs and wi thout substantiating them are not
deened persuasi ve.

The fact that litigation or opposition proceedi ngs were
pendi ng before national courts and national instances
with respect to sister applications of the patent in
suit does not constitute an obstacle hindering the
appel l ant from dealing and presenting his case in ful
and in all aspects to the Board.

The content of the provisional opinion of the Board
acconpanyi ng the summons to attend oral proceedings
cannot be regarded as a reason for providing fallback
positions for the first time one nonth before the oral
proceedi ngs. The provisional opinion nmerely confirnmed
the decision of the first instance with regard to the
issues of validity of priority clains and novelty.

The opinion of the appellant as regards the
allowability of his main request should not hinder him
frompreparing the case in full thereby considering the
possibility that the Board may not share his opinion.

When filing auxiliary requests 1 to 29, the appell ant
failed to present argunents why, in his view, any of
t hese requests should be prinma facie all owabl e.

Adm ttedly, the European Patent Convention is silent
about the need of substantiation of a request. However,
according to Article 125 EPC, in the absence of
procedural provisions in this Convention, the European
Patent O fice shall take into account the principles of
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procedural |aw generally recognised in the Contracting
States. Accordingly, the Board has to take care that

t he general rules of fairness are respected and that
any tactical manoeuvres to the detrinent of any other
party, here filing of auxiliary requests, which are not
sufficiently substantiated, are avoi ded.

Consequently, in the Board's judgenent, admtting
auxiliary requests 1 to 29 of the appellant at such a

| ate stage of the proceedi ngs, thereby considering the
conplexity of the case and the formwherein they were
presented, i.e. without sufficiently substantiating and
clearly structuring the respective requests, would
clearly contravene the principles of fairness vis-a-vis
the other parties to the appeal proceedi ngs and woul d
thus be detrinental to the interest of these parties.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

M Dai nese W Mbser

2560.D



