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Summary of Facts and Subm ssi ons

1116.D

Appel lants | and Il (opponents | and I1) | odged an
appeal against the interlocutory decision of the
opposi tion division maintai ni ng European patent

No. O 460 966 on the basis of clains 1 to 16 of the
second auxiliary request dated 9 July 2002.

Bot h oppositions had been filed against the patent as a
whol e. The opposition of opponent | was based on
Article 100(a) EPC (Il ack of novelty and | ack of
inventive step) and Article 100(b) EPC (that the patent
does not disclose the invention in a manner
sufficiently clear and conplete for it to be carried
out by a person skilled in the art) while the
opposition of opponent Il was based only on

Article 100(a) EPC (lack of novelty and | ack of

i nventive step).

The Opposition Division held that the invention was
sufficiently disclosed but that the subject-matter of
t he i ndependent clains 1 and 11 of the mmin request

| acked novelty with respect to the disclosure of
docunent D1. The first and second auxiliary request
were considered to neet the requirenents of

Articles 123(2) and (3) EPC. The Opposition Division
hel d that subject-matter of clainms 1 and 11 of the
first auxiliary request was al so not novel w th respect
to docunent Dl1. The subject-matter of clainms 1 and 10
of the second auxiliary request was considered to be
novel and inventive with respect to the prior art

docunent s concer ned.
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Oral Proceedings were held on 20 April 2004.

(a) Appellants | and Il requested that the decision
under appeal be set aside and the patent be
revoked.

(b) The respondent/patentee requested that the appeal
be dism ssed; alternatively, that the decision be
set aside and the patent be maintained on the
basis of claims 1 to 5 of a first auxiliary
request as filed with letter of 16 April 2004.

(c) The followi ng prior art docunents nentioned during
the oral proceedings are relevant to the decision:

D1: GB-A-2 210 826

D3: Journal of Materials Science, vol. 18, 1983,
pages 64 to 80, E.H H Jameson et. al.

D4: CRC Handbook of Chemistry, 77'" edition,
1996- 1997, page 4-38

D5: US- A-3 442 686

D9: Publication of AlumniumWre & Cable Co
Ltd., reprinted in July 1975

The i ndependent clains 1 and 10 of the mmin request,
corresponding to the second auxiliary request dated

9 July 2002 underlying the appeal ed decision, read as
foll ows:
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"1. A barrier filmconprising a flexible plastic
substrate ranging from approximately 1.3 x 10°mto
10.4 x 10°m (1/2 mil to 4 nils) in thickness and having
a barrier coating forned on a surface thereof, said
barrier coating being fornmed as a single |layer of a
single material having a thickness ranging from

approxi mately 50 x 10®mto 180 x 10 °m (approxi mately
50 to 180 Angstrons) and being forned of a dielectric
mat eri al selected fromthe group of Al ,0; and Y(0; and a
m xed oxi de alloy consisting of 65% Si G, and 35% MyGQ,
the Al ,0; and Y,0; having a purity of at |east 99% said
barrier coating in conbination with said flexible

pl astic substrate formng a filmhaving a water white
col ourless transparency and providing a barrier to

wat er and oxygen."

"10. A nethod of formng a barrier film having high
colourl ess water white transparency, conprising
providing a flexible plastic substrate, evaporating by
el ectron beam evaporation a material selected fromthe
group of Al .0 and Y.0; or a m xed oxi de consi sting of
65% Si O, and 35% MyO, the Al ,0; and Y,0; having a purity
of at least 99% to forma barrier layer directly onto
a surface of the substrate and having a thickness of
50 x 10¥mto 180 x 10 '°m (approxi mately 50 to 180
Angstrons)."

V. Appel l ant | argued essentially as follows:
The objection under Article 100(b) EPC is w thdrawn.
The post-published docunments (D7: Society of Vacuum

Coaters, 505/856-7188, Schiller et al., "Plasna-
Activated Hi gh-Rate Deposition of Oxides on Plastic

1116.D
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Films"; D8: Alumina - An Overview, D10: US-A-5 084 356
D11: US-A-5 213 878; D12: US-A-5 462 779; and D13: CH
A- 681 530) submitted by the respondent have no

rel evance for the deci sion.

The respondent’'s test results of 20 January 2004 show
that no special, surprising effect occurs. The products
according to the general disclosure of docunent Dl neet
all the requirenents of claim1l. The process of naking
the | am nated structures of document D1 includes the
step of making the internediate single structure. Based
on the density value of docunment D4 (cf. page 4-38) for
al um ni um oxi de and on the general disclosure for the
coating wei ght according to docunent D1 a m ni mum

t hi ckness of the deposited barrier |layer of about 8 nm
can be calculated for D1I. There is no evidence on file
that the transparency is influenced by the thickness

wi thin said coating weight range. A substrate thickness
val ue of 12 nmm such as di sclosed in Exanple 1 of
docunent D1 is also conprised by claiml1 of the patent
(cf. page 3, line 29) and is based on the conversion of
the unit "ml|" to the Sl-unit "mmi'. The intended use
for food packaging inplicitly inplies the use of high
purity Al ,0;. A coating | ayer made by reactive
evaporation having a thickness up to 5 nminmmedi ately
converts into stoichionetric Al ,0s.

The skilled person in order to carry out the process of
docunent D1 woul d have to select a purity which

provi des an adequate material for the intended purpose.
Normal Iy the skilled person would start with an al nost
100% pure material. There exists no prejudice to use a
high purity alumna. But even if the skilled person
woul d have started with a | ess pure material, such as
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90% pure alum na, he would have tried a nore pure
alumna, e.g. 95% Thereby the skilled person woul d
have found a tendency for the barrier property to be
linked to the purity of the used material (conpare the
test results submtted by the respondent). From such a
conparison it is evident that a purity of 99%is
arbitrarily chosen. Furthernore, for reactive
evaporation deposition of alumna the same purity of
the Al source material of 99.95%as for the

nmetal lization process as described in docunent D3 is
used. The resulting alumna will thus also have a
purity above 99.0% Consequently, the skilled person
only has to carry out the process described in docunent
D1 in order to arrive at the barrier filmdefined in

claim 1.

Appel lant 1l argued essentially as follows:

The post - published docunents D7, D8 and D10 to D13 are
not relevant; only the know edge of the skilled person
before the priority date should be consi dered.

It is not clear whether the purity definition "of at

| east 99% of claiml is related to the starting
material or to the deposited |ayer. The patent does not
disclose "a purity of at |east 99% of the deposited
coating. An inplicit disclosure is also not given,
particularly not for changing the thin "nucleation
layer™ into a thicker "barrier layer". The single |ayer
enbodi nents with alumna and yttria (cf. patent, page 8,
lines 27 to 31) were only made with a specific
substrate material in conbination with a specific

t hi ckness range so that such a generalisation in
claim1 contravenes Article 123(2) EPC. Furthernore,
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according to the used processes the purity of the
starting material will not be identical with that of
t he deposited barrier |ayer.

Al features of claim1l except the purity value are
expressly known from docunent D1. Thus the question to
be answered is how the skilled person reads the

di scl osure of document D1 with respect to the purity
requi renment. According to docunent D1 the material Al;G
is disclosed as stoichionmetric conmpound (cf. page 4,
second paragraph) so that in connection with the

di scl osed e-beam evaporation and reactive evaporation
starting fromAl -wire a high purity of the resulting
coating | ayer represents an inherent property. A purity
of 99% wi Il always be attenpted by the skilled person.
The thickness of the barrier |ayer can be easily
calculated fromthe disclosed general coating weight
range of 0.03-0.5 g/nf (cf. page 4, third paragraph)
using the density of a-Al .0 (r = 3.97 g/cnt) and
assum ng that the density of the barrier |ayer as
deposited will be about 80-90% of the said theoretical
density (using the equation Dm DA = r*DV/ DA = r*Dd;
with m being the coating nass, A being the surface area,
V being the volunme, r being the density, and d being
the thickness of the layer). It is contested that
hydrated alum na is obtained according to the process
conditions of the processes in accordance with docunent
D1, which should be the sane as those of the patent in
suit. The respondent's argunents that the m crowave
property allows the presence of |arge anounts of
inmpurities while still obtaining mcrowave transparency
cannot be accepted since docunent D1 ains at obtaining
a desired barrier effect which excludes the presence of
| arge anounts of inpurities. Decisions T 112/00 and
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T 786/ 00 cited by the respondent are not particularly
rel evant since also the respondent does not know the
specific basis thereof.

For carrying out the process of docunent D1 the skilled
person woul d chose a very pure naterial as the starting
material and not an inpure one, since he would try to
avoid holes or pores in the coating |layer. Furthernore,
t he val ue of 99% shows no specific effect as is evident
fromthe submtted test results.

Therefore, the subject-matter of claim1l is not novel,

or, at least lacks an inventive step.

The late filing of the first auxiliary request on

16 April 2004 only four days before the oral
proceedi ngs represents an abuse of procedure. The
anmended claim1l of this auxiliary request does not
represent a sinple anendnent but rather a conplex one
since a feature fromthe independent process claim
which was Iimted to an e-beam evaporation process, has
been incorporated into product claim1l wi thout the said
[imtation. Thus it is questionable whether the

requi renents of Article 123(2) EPC are net. Furthernore,
the lam nation technique is disclosed by docunment D1.
Thus, inventive step would still be an issue for

di scussi on.
The respondent argued essentially as foll ows:
The post-published docunents D7, D8 and D11 to D13 were

subm tted as evidence of the know edge of the skilled
person and should therefore be admtted.
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The amendnents in clainms 1 and 10 with respect to
purity values do not contravene Article 123(2) EPC. The
purity specified in paragraph [0031] of the patent is
appl i cabl e over the whol e breadth of the specification,
i.e. both the starting material and the coating |ayer
have a purity of 99% or better

The product of claim1 differs fromthe products
according to docunment Dl in at least the purity feature
of "at least 99% . Additionally, the thickness of the
al um na | ayer calculated by the appellants is based on
t he coating wei ght of docunent Dl. When cal culating the
t hi ckness, the skilled person has to nake many
assunptions, e.g. which density value of which alum na
type shoul d be used. The skilled person would al so
consider using the density of hydrated alum na which is
much | ower than that of a-Al ,0; (sapphire), in spite of
the fact that for the Patentee's product a density of

al nrost or about the theoretical value of sapphire has
been reached. Furthernore, in agreenment with T 26/85
the skilled person would not contenplate working at the
| oner | evel of the coating weight because all exanples
are made with higher coating weights (cf. D1, exanples)
and al so because docunent D5 states, that only coating
| ayers above 20 nm are successful (cf. D5, colum 3,
lines 17 to 29). According to docunent D1 a | am nate
structure is essential to obtain the desired barrier
effect (cf. pages 2 to 3, page bridging paragraph). For
the intended m crowave application there exists no
requirement for purity so that the skilled person would
use inmpure Al ,0;. Docunment D3 al t hough nentioning very
pure starting materials concerns a different process,
namely netallization of polynmer substrates.

Appel lant 1's cal cul ati ons of MVTR val ues based on
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Exanples 1 and 4 of docunent D1 (cf. letter of

appel lant | dated 27 Decenber 2002, pages 3

to 4, paragraph "Oher Points Relevant to Inventive
Step”) inply that an inmpure Al ,0; has been deposited
since the barrier layer has to be three tinmes as thick
as the pure barrier layer in accordance with the patent
in suit in order to reveal the sanme barrier effect. In
accordance with decisions T 112/00 and T 786/ 00 novelty
shoul d be acknow edged because docunent D1 does not

di scl ose a nunerical purity value. Alternatively, with
respect to the test results the purity represents a

pur posi ve sel ection based on the inproved barrier
properties. Thus the product of claim1l is novel.

Docunent D1 represents the closest prior art and since
the purity is not nmentioned at all, the appellants’
argunents are based on an ex-post facto approach. The
skill ed person woul d have chosen an inpure al um na and
even if he would have tried a nore pure material such
as 95% Al ,0;, he woul d have stopped at such a purity
val ue since he would have obtained the desired barrier
effect. The skilled person could not expect a triple

i nprovenent of the barrier effect when changing from
95% purity to 99% purity (cf. test results of

20 January 2004). Therefore the subject-matter of

claiml is also inventive.

The first auxiliary request was late filed because

di scussi ons between the Patentee and the representative
could not be arranged earlier. Claim1 of the first

auxi liary request conprises the features of claim 12 of
the main request, so that the requirenents of

Article 123(2) EPC are net. The technical effect of
this feature is a protection of the |am nate, which
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then represents a usable final product, and which
causes a sinpler lamnate structure than that of
docunent D1.

Reasons for the Deci sion

2.2

1116.D

Adm ssibility of post-published docunents D7, D8 and
D10 to D13

The Board exercises its discretion under Article 114(2)
EPC and di sregards docunents D7, D8 and D10 to D13 as
prima facie irrelevant since they are post-published.

Article 123(2) and (3) EPC

The amendnents of the main request concern the features
"(i1i) and being forned of a dielectric materi al

selected fromthe group of Al ,0; and Y,0; and a m xed

oxi de alloy consisting of 65% Si G and 35% MgO' and " (i V)
the Al ,0; and Y>O; having a purity of at |east 99% of
claiml1, and "a material selected fromthe group of

Al ,0; and Y03 or a mixed oxide consisting of 65% Si O

and 35% MgO' and "the Al ,0; and Y20; having a purity of

at least 99% of claim 10.

The subject-matter of granted claim5 (which is
identical wwth originally filed claim®6) specified that
"the material for the barrier coating has a purity of
99% or better” (cf. the patent as granted and the
originally filed application). The passage cited in
point 1 of the reasons of the inpugned decision (nanely
page 3, lines 31 to 32 of the patent) represents the
basis for the "at |east 99% purity definition of the
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deposited barrier layer since the wording "the

nucl eation layer is forned of ." has to be interpreted
as nmeaning "the nucl eation |ayer consists of a single
mat eri al selected frompure Al 0, pure Y05, with pure
meani ng 99. 0% purity or better”. Thus, the patent
actually conprises an explicit basis for this feature.
According to the aforenentioned granted claim5, which
referred back to claim1l, all barrier materials to be
used for the barrier layer should preferably have the
specified mninmumpurity of 99% Cdaim1l included e.qg.
al um num oxi de (as defined in originally filed claim3)
or yttrium oxide which is nmentioned in the description
as another barrier layer material (cf. originally filed
application, page 10, lines 34 to 36 and page 12,

lines 18 to 21).

Consequently, the Board concurs with the respondent
that the purity specified in paragraph [0031] of the
patent (corresponding to page 5, line 23 to page 6,
line 9 of the originally filed application) is
appl i cabl e over the whol e breadth of the specification
and covers the starting material and the coating |ayer
material, which both have to have a purity of "at |east
99% (= 99% or better). This inplies that the purity
does not change during the deposition reaction.

2.3 Furthernore, it is also derivable fromthe nost general
enbodi nent covered by the wording of originally filed
claim1 which defined a thickness of a barrier |ayer
formed fromthe specified materials which ranges from
approximately 50 to 180 Angstrom wit hout defining the
pol ynmeric substrate (cf. originally filed claim1;
page 5, lines 13 to 20). A specific enbodi nent thereof,
whi ch conprises on a pol yester substrate a nucl eation

1116.D
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| ayer of Al,0; and Y,0; of the specified purity of at

| east 99% is stated to have extrenely good barrier
properties when the thickness is in the range of 7.5 to
17.5 nm (cf. originally filed application, page 12,
lines 18 to 21; Table 4; and claim 29). Hence the

t hi ckness range of 7.5 to 17.5 nmrepresents only a
preferred enbodi nent of the broader range of approx.
5.0 to 18.0 nmof the originally filed claim1,.

The ot her single | ayer enbodi nents nmentioned in the
originally filed application at page 15, line 33 to
page 16, line 4, having a typical barrier |ayer

t hi ckness of 150 to 275 Angstrom show only a snal
overlap with the thickness of claim1 and thus cannot

serve as a basis.

2.4 The amendnent of "consisting of 65% Si O, and 35% MyO'
(from"consisting of 60% Si G, and 35% MyO') of claim1l
represents the correction of an obvious error under
Rule 88 (cf. the patent, claim1l1l as granted, and
page 7, line 37).

2.5 The amendnent concerning the limtation to
stoichionetric "Al >,0; and Y%" fromthe nore genera
"al um num oxi de and yttrium oxide" of the clains 1 and
10 is supported by the originally filed application (cf.
page 5, lines 16 to 20 and lines 31 to 34; Tables 1
to 6; Figures 6, 8 and 14).

2.6 Both clains 1 and 10 of the main request have been

l[imted conpared with the independent clains 1 and 11
as grant ed.

1116.D
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The Board therefore considers that the clains 1 and 10
of the main request neet the requirenents of
Article 123(2) and (3) EPC.

Novel ty

Docunent D1 di scl oses m crowave transparent packagi ng
mat eri al products having good barrier properties to
oxygen and/ or water vapour and processes for naking the
sane (cf. page 1, first paragraph). These products
conprise a plastic filmA, inter alia polyester
(preferably poly (ethylene glycol) terephtal ate =PET),
pol ypr opyl ene, pol yethyl ene, polyam de, etc., which is
coated with an oxide B having good barrier properties,
preferably silicon oxide (Si Q) or alum nium oxide

(Al 205) (cf. page 4, third paragraph). The coating can
be applied using existing techniques such as el ectron
beam (EB) evaporation or sputtering, and both

techni ques start with the oxi de as feedstock. A coat

wei ght of each oxide layer of 0.03-0.5 g/nf is preferred
(cf. page 4, third paragraph). Furthernore, document D1
di scl oses reactive evaporation of the netal or el enent
rather than the oxide (cf. page 5, first paragraph).
According to the exanpl es al um ni um oxi de was coat ed
onto PET, polyethyl ene and pol ypropyl ene filns using
the reactive evaporation process (which evaporates
nmetal lic al um ni um which then reacts with oxygen to
formthe transparent alum nium oxide) as well as the

el ectron beam evaporati on nethod usi ng al um ni um oxi de
as the starting material (cf. Exanples 1, 4 to 5 and 7
to 8). The polyner filnms according to Exanples 1, 7 and
8 have thicknesses of 12, 40 and 20 nm respectively,

which fall into the range of approximately 13 to 104 mm

clained in claim1, which due to the conversion of the
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value "0.5 ml|" of the originally filed unit "ml|" into
the unit "mm' includes the value "12 mm' (cf. patent,
page 3, line 29).

It is undisputed that the feature "a filmhaving a
wat er white col ourless transparency” is the result of
t he conbi nation of the product features which were
defined in claim1 as granted.

According to sinple calculations of the appellants,
which are either based on the theoretical density of
3.9 g/cn? for a barrier layer of a-Al,0; or a density
based on only 80-90% thereof, a range of the coating
wei ght of from0.03-0.5 g/nf corresponds to a thickness
range of the Al ,0; oxide barrier |ayer of from7.5 to
125.5 nm (for the theoretical density value) or to a

t hi ckness of from9.4 to 157.4 nm (for 80% of said

t heoretical density value) which broadly overlaps with
the range of approximately 5 to 18 nmof claim 1.

The respondent's technical expert stated that the
deposited | ayer could al so be a hydrated al um ni um
oxi de but confirmed that the process of the patent in
suit allows to obtain alnobst the theoretical density

val ues of a-Al »0s.

Taki ng account of the fact that the patent is silent

Wi th respect to any special process neasures to be
taken in order to obtain the al um ni um oxi de coati ngs
and taking account of the fact that besides EB-
evaporation and sputtering (cf. patent, page 3,

lines 32 to 36), i.e. the sanme nethods as nentioned in
docunent D1, other nethods of vacuum deposition can be
used for the deposition process (cf. patent, page 10,
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lines 36 to 39), the Board considers that the
assunption made by the appellants appears to be

credi ble, since identical standard vacuum processes
should result in identical products. This inplies that
the | ayer cannot be a hydrated al um ni um oxi de.

The respondent’'s argunents that the skilled person
woul d not seriously contenplate applying the technical
teaching (see T 26/85) of docunent Dl in the range of
claiml1 in the calcul ated overlap of the thickness of
from9.4 nmto approximtely 18 nm (corresponding to
0.03-0.5 g/ nf; cf. paragraph 3.2 above) cannot be
accept ed.

The Board concurs with the appellants that there is a
cl ear disclosure in docunent D1 that the coating weight
of the single layer is preferably within said coating
wei ght range of 0.03-0.5 g/nf which thus represents a
preferred range while the other range of 0.15-0.3 g/nf
is nore preferred (cf. page 4, third paragraph;

clains 6 and 18).

It is true that docunment D5 (originating from March
1964 and published May 1969) nentions that a m ni num

t hi ckness of the barrier layer of 0.02 mm (= 20 nm has
to be used to be effective (cf. colum 3, lines 17 to
54; Figure 2). However, there are nore than 20 years of
huge technical progress between the state of the art
according to docunment D5 and that of docunent D1
(originating from Cctober 1987 and published in June
1989). Hence docunment D1 represents a much nore recent
and thus nore reliable state of the art than docunent
D5. In this context it is remarked that the products of
docunent D5 are stated to be insufficient in some
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respects (cf. D1, page 2, second paragraph). Thus, it
woul d make a big difference if the reasoned statenent

di ssuading the person skilled in the art from
practising the technical teaching would have been
conprised in a docunment which originates from about the
sanme tinme period as the other docunent, as was the case
in the cited decision T 26/85, and not in a docunent of
a period about 20 years before. Therefore the Board
holds that it is nmuch nore probable that the skilled
person would work in the range of the said m ninmm

t hi ckness according to docunent D1, at |east in order
to verify the correctness of the said old statenent
according to Db.

The Board remarks that claim 1l does not exclude the
i nternedi ate product according to docunent D1 having a
single Al ,0; barrier |ayer.

It is undisputed that docunent D1 does not nention any
purity of the used Si G, and Al ;G:s.

According to established case | aw when consi dering the
guestion of novelty, a prior art docunment nust be
interpreted in the Iight of conmon general know edge
avai lable at its publication date (cf. e.g. decision

T 786/ 00, point 3.7.1 of the reasons).

The Board considers that the skilled person would read
docunent D1 (cf. page 4, second paragraph; exanples) in
the sense that a single material is used which besides
unavoi dable inmpurities either consists of SIQ, or Al ;G
It is undisputed that Al,0; is available in a w de
variety of grades up to highly purified Al ;0.
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Based on the intended purpose as a barrier |ayer of a
packagi ng material for food stuff the Board considers
that it is neither credible that the skilled person
woul d sel ect the cheapest technical grade of relatively
i mpure Al ,0; nor that the skilled person would sel ect

t he highest purity grade which would be the nost
expensive Al ;0. In this context the Board remarks that
none of the parties has submtted any evidence in order
to support its respective allegations.

Thus, the skilled person would use a technical grade
Al ,0; for the EB evaporation which - due to the
avai l abl e purity grades thereof - inplies a range
starting at about 90% purity.

Simlarly, it has not been proven that the skilled
person woul d select an at |east 99% pure Al wire for
the alternative reactive evaporation process of
docunent D1. Docunent D9 only proves that four grades
of Al wire having a purity in the range of from99%to
99.99% Al were available (cf. D9, Table 1). It has,
however, not been proven by appellant | that these
wires, which are intended to be used for the purpose of
wel di ng alum nium were the only grades avail abl e at
the tinme before the priority of docunent Dl1. There

exi sted many nore suppliers of Al or Al wire at that
time all over the world. Therefore, appellant |I's
concl usi on cannot be accepted.

Consequently, the value of "at |least 99% purity"” is not
directly and unanbi guously derivable for the skilled
person from docunent D1 and his general know edge.
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Taki ng account of the fact that document D1 is silent
with respect to any definition of a value or range of
purity of the specified starting materials or resulting
barrier layers, the paranmeter "a purity of at | east
99% cannot be considered as a sub-range of a broader
range, as would be assessed in terns of the classical
sel ection invention, because the parameter "purity" is
not nentioned in D1 (cf. decision T 112/00, point 2.6.3
of the reasons). As a consequence thereof it is not
necessary to verify whether the criteria for a new
selection invention are net, which would include

whet her the said purity paraneter results in a
surprising effect, or not.

The decision T 786/00 cited by the respondent is not
considered to be relevant for the present case since it
concerns the purity of starting materials to be used in
a preparative chem cal process, which can only be
carried out in the required range of purity but not in
all avail abl e grades of purity of the starting
materials (cf. point 3.8.2 of the reasons, page 26,
lines 7 to 16).

Consequently, the disclosure of docunent D1 when
interpreted in the Iight of the commobn general

know edge of the skilled person, is not novelty
destroying for the product of claiml. The sane
conclusion is valid with respect to docunent D5 which
is also silent with respect to the purity of the
described Al undun® materi al .

Al other cited docunents are | ess rel evant than
docunents D1 and D5.
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The Board therefore concurs with the Opposition
Division's view and concl udes that the subject-matter
of claiml1l is novel with respect to the submtted
docunents.

| nventive step

4.2

1116.D

Cl osest prior art

It is undisputed by all parties that docunent D1
represents the closest prior art.

The Board considers that in the present case the

typi cal problem sol ution approach does not represent

t he best approach for evaluating inventive step of the
subject-matter of claim1 when starting fromthe
closest prior art Dl1. The subject-matter of the

i ndependent product claim1l of the main request is,
however, obvious for the person skilled in the art for
the follow ng reasons.

The subject-matter of claiml differs fromthe

i nternedi ate product according to the general

di scl osure of docunent D1 only in the purity of the
Al ,0; coating | ayer.

As already discussed with respect to novelty (cf.
points 3.7.1 to 3.7.3 above), there exists a nunber of
techni cal grades of purity of the source materials
starting at about 90% purity. Therefore, in order to
carry out the EB evaporation process described in
docunent D1 the skilled person would select a first
purity of about 90% Al ,O; and sel ect another purity of
e.g. 95%in order to make sure, that the sel ection of
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the starting material has no influence on the barrier
function of the coating, and then would carry out
routine tests. Thereby the skilled person would find a
t endency, nanely that an increase of the purity results
in an inprovenent of the barrier property (conpare in
this context the test results of 20 January 2004).
Based on this result the skilled person would further
increase the purity and thereby, by carrying out the
process of docunent D1, would arrive at the subject-
matter of claiml by routine experinents.

The Board thus considers that the subject-matter of the
product claim1l | acks an inventive step within the
meani ng of Article 56 EPC.

Therefore the main request is not allowable.

Adm ssibility of a first auxiliary request filed by fax
in the afternoon of 16 April 2004

Al t hough the date of the oral proceedi ngs had been

fi xed about 6 nonths in advance (cf. summons dated

16 Cctober 2003) in order to give the respondent the
opportunity to provide test results to prove an all eged
effect of the purity, the respondent submtted its
auxiliary request only four days before the date of the
oral proceedings, i.e. clearly outside the one nonth
period as nmentioned in the conmuni cati on annexed to the
sumons. Thus, this request is filed late. In this
context, the Board remarks that the period between
sendi ng the sunmons and the date of the oral
proceedings nornmally is within the range of from2 to 4
nmont hs based on the workl oad of the Board. Furthernore,
no new evi dence had been submtted by the two



1116.D

- 21 - T 1065/ 02

appel l ants and no new nmatter arose whi ch had not been
addressed in the communi cati on annexed to the summons.

The respondent argues that there were difficulties in
arrangi ng di scussions between the Patentee and its
representati ve which caused the late filing of the

auxiliary request.

Appel lant Il argued that this late filing represents an
abuse of procedure. Furthernore, anended claim 1l of
this auxiliary request does not represent a sinple
amendnent but rather a conplex one since a feature from
t he i ndependent process claim which was I[imted to an
e- beam evaporati on process, has been incorporated into
product claiml without the said [imtation. Thus it is
qguesti onabl e whether the requirenents of Article 123(2)
EPC are nmet, or not. The respondent al so remarked that
the | am nation technique is disclosed by docunent DL.

The Board concurs with appellant I1's viewthat claiml
of the first auxiliary request is not clearly allowable,
at least with respect to inventive step since docunent
D5 nmentions such | am nates.

The Board additionally remarks that, in view of the
negative opinion which it had expressed in the

comuni cati on annexed to the summons with respect to
the then single set of clains on file, the respondent
coul d and should have filed an auxiliary request
earlier. It is within the respondent's own
responsibility to arrange for discussions with its
representative well in advance in order to be able to
file any auxiliary request within reasonable tine
l[imts. However, the respondent failed to do so. By not
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filing an auxiliary request within the tine limt set
in the sunmons the respondent took the risk that a
|ate-filed auxiliary request could be considered to be
non-adm ssible if it is not clearly all owable.

It is established jurisprudence of the Boards of Appeal
that in such a case late-filed anmended cl ai ns shoul d be
rejected as inadm ssible (see Case Law of the Boards of
Appeal of the European Patent Office", 4'" Edition 2001,
chapter VII.D. 14. 2).

Taki ng account of all circunstances the Board exercises
its discretion not to admt the first auxiliary request
of the respondent.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The European patent is revoked.

The Regi strar: The Chai r man:
A. Wl i nski A. Burkhart
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