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1. Anendnents to a European patent nay be based on the whole
reservoir of features originally disclosed in the
correspondi ng application provided that Article 123(3) EPC is
not infringed by such anmendnents, due account being taken of
the stipulations of Article 69(1) EPC (point 3.9 of the
reasons).

2. The general, abstract concern that the addition of a

feature to a claimafter grant |eads to an extended scope of
protection as the resulting conbination of features m ght give
rise to a different evaluation of equivalents in infringenment
proceedings is not in itself a sufficient reason for not
allowing the addition of limting features under Article 123(3)
EPC (point 3.7 of the reasons).

3. Requests raising new issues which would require a further
witten phase in order to be properly dealt with are to be
regarded as belated even if filed at a point in time just
before the m nimum period set by the Board in a sumons to
oral proceedings (point 2.4 of the reasons).
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Summary of Facts and Subm ssi ons

1047.D

This case concerns the appeals filed against the
deci sion of the Opposition Division finding European
patent No. 0 525 068 in anended formto neet the
requi renents of the EPC.

The patent is based on patent application WO A-91/16680.
Claim 103 of this application reads:

"103. A sem conductor device capable of use in a

sem conductor bus architecture including a plurality of
sem conduct or devices connected in parallel to a bus
wherein said bus includes a plurality of bus lines for
carrying substantially all address, data and control

i nformati on needed by said sem conductor device for
conmuni cation with substantially every other

sem conduct or device connected to said bus, and has
substantially fewer bus lines than the nunber of bits
in a single address, said sem conductor device

conpri sing

connection nmeans adapted to connect said sem conduct or
device to said bus, and

at | east one nodifiable access-tinme regi ster accessible
to said bus through said connection neans, whereby data
may be transmitted to said register via said bus which
establ i shes a predeterm ned anmount of time that said
sem conductor device thereafter nust wait before using
said bus in response to a request."”
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L1l Claim 1l as granted reads:

"1. A sem conductor nenory device having at |east one
menory array (1) which includes a plurality of nenory
cells, the nenory device conpri sing:

clock receiver circuitry (101, 111) for receiving an
external clock signal (53, 54) having a fixed frequency;
a programrmabl e access-tinme register for storing a val ue
which is representative of a nunber of clock cycles of
t he external clock signal (53, 54) to transpire after
whi ch the nmenory device responds to a read request; and
a plurality of output drivers (76) for outputting data
onto an external bus (18, 65) in response to a read
request, wherein the output drivers (76) output data on
the external bus (18, 65) after the nunber of clock
cycles of the external clock transpire and
synchronously with respect to the external clock signal
(53, 54)."

| V. Four oppositions were filed against the patent, based
on Article 100(a), (b), (c) EPC. The Opposition
Division found that the granted patent did not fulfil
the requirenments of Article 123(2) EPC since the
original application disclosed only a nmultiplexed bus.
The clains finally accepted by the Opposition Division
on the basis of an auxiliary request contained a nunber
of features present in claim103 as initially filed but
absent fromclaim1l as granted.

V. Thi s deci sion was appealed by all parties to the
pr oceedi ngs.

In its grounds of appeal the patent proprietor
requested that the patent be upheld unanmended, or, as

1047.D
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auxiliary requests 1 to 6, that it be naintained in
accordance with one of six sets of anended clains filed
with the grounds. Accel erated prosecution of the appeal
was al so request ed.

The opponents requested revocation of the patent inits
entirety. Opponent 04 al so requested accel eration of
the procedure. New prior art docunents were filed by

t he opponents with the statenents of grounds, in
particul ar:

D30: D. K Morgan, "The CVAX CMCTL - A CMOS Menory
Controller Chip", Digital Technical Journal, No. 7,
August 1988, pages 139 to 143.

By communi cati on dated 14 Novenber 2003, the Board
sumoned the parties to oral proceedings to comence on
10 February 2004. Various general observations were
made on the clains on file. The Board indicated that it
m ght di sregard evidence not submitted in good tine
prior to the oral proceedings. This also applied to
anmendnents to the patent docunents, which were to be
filed "as early as possible (at | east one nonth before
the date set for the oral proceedings)."

On 9 January 2004 the patent proprietor filed clains
according to new auxiliary requests 1 to 19 and 1' to
19'. Each of the prinmed requests differed fromthe
respective unprined ones in that dependent claim5
(agai nst which a separate objection had been raised by
t he opponents) was del et ed.

By letter dated 12 January 2004, opponent 02 filed two

new prior art docunents:
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D31: Intel Application Note AP-132, "Designing Menory
Systens with the 8K x 8 i RAM', June 1982, pages 3-
41 to 3-45; Intel Prelimnary Data Sheet "2186 -
8192x8 Bit Integrated RAM, Septenber 1982,
pages 3-281; and one undated sheet w thout page
nunber relating to the 2186 famly.

D32: B. Prince et al., "Sem conductor Menories", John
Wley & Sons 1983, pages 9-13, 48-53, 66, 67, 74,
75, 188-191.

In the course of the oral proceedings before the Board
hel d on 10-12 February 2004, the patent proprietor
reacted to the Board' s opinion that the clained nenory
device had originally been disclosed only in
conbination with a specific bus structure by
withdrawing its previous nmain request and all but five
of the auxiliary requests filed on 9 January 2004 (and
simlarly for the corresponding prinmed requests not
conprising claimb5). The clains of the remaining
auxiliary requests were slightly anended and re-fil ed
as main request and first, third, fourth and fifth
auxiliary requests. The second auxiliary request was to
remt the case to the Qpposition Division.

Claim 1 according to the main request reads as foll ows:

"A Dynam ¢ Random Access Menory (DRAM sem conduct or
devi ce having at |east one nenory array which includes
a plurality of nmenory cells, the DRAM conpri sing:
connection nmeans adapted to connect the DRAMto an
external bus which is a part of a sem conductor bus
architecture, the sem conductor bus architecture
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including a plurality of sem conductor devices
connected in parallel to the external bus, wherein the
external bus includes a plurality of bus lines for
carrying substantially all address, data and control

i nformati on needed by the DRAM for communication with
substantially every other sem conductor device
connected to the external bus, and has substantially
fewer bus lines than the nunber of bits in a single
addr ess;

clock receiver circuitry (101, 111) for receiving an
external clock signal (53, 54) having a fixed frequency;
a programrabl e access-tinme register for storing a val ue
which is representative of a nunber of clock cycles of
the external clock signal (53, 54) to transpire after
whi ch the DRAM responds to a read request, the
programmabl e access-tine regi ster being accessible to
t he external bus through the connection neans, wherein
the DRAM recei ves the read request synchronously wth
respect to the external clock signal, and wherein data
may be transmitted to the programuabl e access-tine
regi ster over the external bus to set the value in the
programmabl e access-tine register;

a plurality of output drivers (76) for outputting data
onto the external bus (18, 65) in response to the read
request;

wherein the output drivers (76) output data on the
external bus (18, 65) after the nunber of clock cycles
of the external clock signal transpire and
synchronously with respect to the external clock signal
(53, 54), so that the read request and the
correspondi ng response are separated by the nunber of
clock cycles as selected by the value stored in the
programmabl e access-tine register."”
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Claim 1 according to the first auxiliary request reads
as follows:

"A Dynam ¢ Random Access Menory (DRAM sem conduct or
devi ce having at |east one nenory array which includes
a plurality of nmenory cells, and being capabl e of use
in a sem conductor bus architecture including a
plurality of sem conductor devices connected in
parall el to an external bus, wherein said external bus
includes a plurality of bus lines for carrying
substantially all address, data and control information
needed by the DRAM for conmmunication with substantially
every other sem conductor device connected to said
external bus, and has substantially fewer bus |lines
than the nunber of bits in a single address, the DRAM
conpri si ng:

connection nmeans adapted to connect the DRAMto said
ext ernal bus;

clock receiver circuitry (101, 111) for receiving an
external clock signal (53, 54) having a fixed frequency;
at | east one programmabl e access-tine register for
storing a value which is representative of a nunber of
clock cycles of the external clock signal (53, 54) to
transpire after which the DRAM responds to a read
request, the programuabl e access-tine regi ster being
accessible to the external bus through the connection
means, wherein data nay be transmitted to the
programmabl e access-tinme register over the external bus
whi ch establishes the value in the programmuabl e access-
time register;

a plurality of output drivers (76) for outputting data
onto the external bus (18, 65) in response to the read
request;
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wherein the output drivers (76) output data on the
external bus (18, 65) after the nunber of clock cycles
of the external clock signal transpire and
synchronously with respect to the external clock signal
(53, 54), so that the read request and the
correspondi ng response are separated by the nunber of
clock cycles as selected by the value stored in the
programmabl e access-tine register."”

Claim1l of the third to fifth auxiliary requests
differs fromthe previous requests mainly by the
addition of three features:

"wherein the value in the programmabl e access-tine
regi ster is progranmabl e both during and after an
initialization sequence";

"wherein each output driver (76) outputs two bits of
the data during a clock cycle of the external clock
signal (53, 54)"; and

"wherein a portion of the nmenory array (1) is
automatically precharged in response to the read

request, without further instructions.”

The opponents argued that the patent's scope of
protection had been inadm ssibly extended

(Article 123(3) EPC) by the reinsertion of features
into claiml (of all sets of clains) which were present
inclaim103 as initially filed but had been del et ed
fromthe main claimbefore grant. Mreover, the clains
contravened Article 123 EPC also in that sone features,
al t hough present in the initial application, were not
contained in the granted patent. Furthernore, the
subject-matter of claim1 (of all sets of clains) was
obvious fromthe cited prior art.
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As to the procedural issues, those clains of the set of
ni net een requests filed on 9 January 2004 whi ch opened
up new i ssues were inadm ssible. Filing themat such a
| ate stage was not a proof of good faith. Also the
patent proprietor's unexpected request at the oral
proceedings for remttal to the first instance was

i nadm ssi ble. Otherwi se a patent proprietor could

al ways force a delay of a decision at will by filing
clainms containing features not previously discussed.

The patent proprietor argued that claim1 (of all sets
of clains) conplied with Article 123(2) and (3) EPC
since it had been restricted by features clearly
present in the application as filed. It did not matter
whet her or not the features were also contained in the
pat ent specification, as denonstrated by the clear
wordi ng of Article 123(2) EPC. The invention was new
and inventive. In particular, it involved the
integration on a single chip of both DRAM and a nenory
controller, a conbination which the skilled person
woul d not have considered at the priority date. The
integration was not feasible for the |arge nmenories
contenplated in D30, nor would it have been regarded as
advant ageous since the size of the nmenory associ ated
with one controller could then not have been vari ed.

Furthernore, the nineteen sets of anended clains filed
on 9 January 2004 were adm ssible since they were
presented within the tine limt given by the Board in
the summons to oral proceedings. The new features
introduced in sone of the requests were anyway wel |
known to the opponents because they had al ready been
di scussed during proceedi ngs concerning a rel ated
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Eur opean patent opposed by the sane parties. Moreover,

t he opponents had presented the prior art documents D31
and D32 even | ater and indeed after the final date

i ndicated in the summons.

The patent proprietor requested that the decision under

appeal be set aside and that the patent be maintained
in amended formon the basis of the foll ow ng requests:

- mai n request as submtted at the oral proceedings,

- mai n request’ (= main request w thout claimb),

- first auxiliary request as subnmtted at the oral
pr oceedi ngs,

- first auxiliary request' (= first auxiliary
request w thout claimb5),

- second auxiliary request: remttal of the case to
the first instance for further prosecution,

- third to fifth auxiliary requests as submtted at
the oral proceedings,

- third to fifth auxiliary requests' (= third to
fifth auxiliary requests without claimb).

Al'l opponents requested that the decision under appeal
be set aside and the patent be revoked.

At the end of the oral proceedings the Board announced
its deci sion.
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Reasons for the Deci sion

1

2.2

1047.D

Adm ssibility of the appeals

Al'l the appeals conply with the requirenents referred
to in Rule 65(1) EPC and are therefore adm ssible.

Adm ssibility of the patent proprietor's requests

On 9 January 2004, one nonth prior to the date of the
oral proceedi ngs before the Board, the patent
proprietor filed nineteen auxiliary requests (the
corresponding "prinmed" requests 1' to 19', in which
dependent claim5 is del eted, need no separate
consideration). In the course of the oral proceedings
the patent proprietor withdrew all but five of these
requests (cf point |IX above). O these five requests,
the Board has admtted two and rejected three as

i nadm ssi ble. The reasons for this decision are given
bel ow.

As a general rule, the nore conplex the issues raised
by amendnents and the later those anmendnents are fil ed,
the greater the risk that the remaining tinme is
insufficient to consider themproperly. In the case

T 1126/ 97 (not published in the QI EPO) the deciding
board stated in point 3.1.2 that for |late amendnents to
be adm ssible the follow ng conditions should be

ful filled:

(i) there should be sone justification for the late
filing,
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(ii) the subject-matter of the new clains should not
di verge considerably fromthe clains already filed,
in particular they should not contain subject-
mat t er whi ch has not previously been clainmed, and

(iii)the new clains should be clearly allowable in the
sense that they do not introduce new objections
under the EPC and overcone all outstanding
obj ect i ons.

Furthernore, according to decision T 633/97 (not
published in Q0 EPO, point 2.2, "once oral proceedings
have been arranged in appeal cases, the decision to
admt new evidence or requests into the procedure
shoul d hinge neither on a fixed tine limt for their
subm ssion nor on their nmerit. It should instead be
governed primarily by a general interest in the appeal
proceedi ngs being conducted in an effective manner, i.e.
in dealing with as many of the issues raised by the
parties as possible, while still being brought to a
close within a reasonable time". Simlarly, according
to Article 11(6) of the Rules of Procedure of the
Boards of Appeal (QJ EPO 2003,61) a case should be
ready for decision at the conclusion of the oral

pr oceedi ngs.

Al t hough concerned with amendnments filed during the
oral proceedings, decision T 1126/97 sets out criteria
whi ch appear useful also in the present case. In
particular, it is pointed out that "the subject-matter
of the new clains should not diverge considerably from
the clains already filed". Inspection of the five sets
of clains filed at the oral proceedings as main request
and auxiliary requests 1 and 3 to 5 (out of the
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ni neteen auxiliary requests filed on 9 January 2004)
reveal s that the patent proprietor demanded in
particular the follow ng features not contained in
claiml as granted to be consi dered:

(a) In all sets of clains: "Data may be transmitted to
t he progranmabl e access-tinme register over the
external bus to set the value in the programrmabl e
access-time register”;

(b) In the main request and auxiliary requests 3 to 5:
"The DRAM receives the read requests synchronously
with respect to the external clock signal™

(c) In auxiliary requests 3 to 5: "The value in the
programmabl e access-tinme register is programmabl e
both during and after an initialization sequence";

(d) In auxiliary requests 3 to 5: "A portion of the
menory array (1) is automatically precharged in
response to the read request, w thout further

i nstructi ons";

(e) In auxiliary requests 3 to 5: "Each output driver
(76) outputs two bits of the data during a cl ock
cycle of the external clock signal (53, 54)"; and

(f) In all requests: "So that the read request and the
correspondi ng response are separated by the nunber
of clock cycles as selected by the value stored in
t he progranmabl e access-tinme register”. This | ast
amendnent was nmade in reaction to a coment by the

Board in the annex to the sunnobns.
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In claim1 as granted a crucial feature is - as
acknow edged by the patent proprietor - the
programmabl e access-tinme register. Therefore,
additional features serving to further define this
regi ster can be regarded as "not diverging" in the
meani ng of T 1126/97. Wth reference to the list of
features in the precedi ng paragraph, the additional
features (a), (c), (f), and possibly (b), are not
di verging and could, in accordance with the given
criteria, be considered.

The additional features (d) and (e), however, are

unrel ated to the programrabl e access-tine register. The
feature concerning the precharging has to do with the
menory array, and the feature concerning the two bits
per clock cycle relates to the data bus. Each feature
can be terned "diverging” in the sense that it requires
exam nation of a solution to an entirely new techni cal
problem In such circunstances it is of little

i nportance whether the requests are filed during the
oral proceedings or shortly prior to themsince in

ei ther case the new subject-matter would have to be

di scussed at the hearing and neither the Board nor the
other parties could be expected to deal with it w thout
adj ournment of the oral proceedings (see T 633/97,

point 2.2, last paragraph). Thus, also requests filed
at a point in time just before the m ni mum period set
by the Board in a sunmons to oral proceedings are to be
regarded as belated if they raise issues which would
require a further witten phase in order to be properly
dealt with.
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Addi tionally, the opponents have pointed out that the
new claimfeatures (d) and (e) do not correspond
exactly to the passages which are said to provide
support for them (claim 17 as granted and paragraphs
[38],[88] of the specification, respectively).
Therefore, conplex issues with respect to Article 123
EPC woul d probably have to be di scussed, contrary to
the criteria established by the case | aw

The patent proprietor has argued that the opponents in
this case were famliar with features d) and e) since
they were all parties to opposition proceedings
concerning a related patent during which these features
had been di scussed. Therefore they were well prepared
to consider all auxiliary requests.

The Board notes that, regardl ess of whether the
opponents were famliar with all the technical issues,
they did not accept that the invention according to the
auxiliary requests was patentable. The divergent

features would still require extensive discussions.

To sum up, the Board decided not to admt any requests
whi ch involve the technical features (d) and (e)
referred to above. This applies to the final auxiliary
requests 3, 4 and 5. It follows that only the clainms of
the patent proprietor's final main and first auxiliary
requests will be exam ned by the Board.
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The patent proprietor's main request

3.2

3.3

1047.D

Arendnent s

Claim1l of the main request is based on claim 103 as
initially filed. O aim 103 contains several features
whi ch were deleted fromthe main claimbefore grant and
are now being reintroduced. The opponents have argued
that these nodifications of claiml as granted are not
al l owabl e under Article 123(2) and (3) EPC

The opponents' first line of argunent relies on
decision T 1149/97 (QJ EPO 2000, 259). The first
sentence of headnote IIl of this decision reads:

"If, in viewof Articles 84 and 69 EPC, the application
docunents have been adapted to anended cl ai ns before
grant, thereby deleting part of the subject-matter
originally disclosed in order to avoid inconsistencies
in the patent specification, as a rule subject-matter
deleted for this reason can neither be reinserted into
t he patent specification nor into the clains as granted
wi thout infringing Article 123(3) EPC...".

The argunent can be summarised as follows. In the
patent application as initially filed the data bus
features are promnent. Also in claim103 there are
several references to the bus. At the granting stage
all such references were deleted fromclaim1. For
exanpl e, claim 103 sets out a sem conductor device
"capabl e of use in a sem conductor bus architecture
including a plurality of sem conductor devices
connected in parallel to a bus wherein said bus
includes a plurality of bus lines for carrying



3.4

1047.D

- 16 - T 0081/ 03

substantially all address, data and control information
needed by said sem conductor device...", whereas claim
1 as granted instead nerely nmentions "an external bus".
The description has been simlarly changed. Thus, for
exanpl e, one of the objects of the invention has been
changed from"to provi de devices, especially DRAMs,
suitable for use with the bus architecture of the

i nvention" (application, page 7, lines 5to 7) into "to
provi de a sem conductor menory device, suitable for use
with the bus architecture described in the description”
(specification, paragraph [0015]). In the opponents’
view, this nmeans that - in the words of decision

T 1149/97 - the application docunents have been adapted
to amended cl ains before grant, thereby deleting part
of the subject-matter originally disclosed in order to
avoi d inconsistencies in the patent specification. Thus,
in accordance with that decision, the deleted bus
features cannot be re-inserted by virtue of

Article 123(3) EPC

The Board observes that the facts of the case dealt
with in decision T 1149/97 differ fromthose of the
present case. As can be seen frompoints 6.1.13 and
6.1.14 of this decision, the granted patent was
restricted to a specific enbodi nent, and alternative
enbodi nents were deleted fromthe patent specification
(or described as no | onger belonging to the invention)
in accordance with Articles 84 and 69(1) EPC in order
to avoid inconsistencies with the remai ni ng subject-
matter. After grant the claimwas anmended by addi ng
features which originally related to those del eted
enbodi nents and therefore were no | onger present in the
patent specification. The addition, though formally
restricting the clained subject-matter even nore,
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si mul t aneousl y extended the scope of protection
conferred by the patent due to the fact that the claim
agai n covered enbodi nents which the patent as granted
as a whol e had excluded. Therefore, Article 123(3) EPC
was considered to be infringed, and the reinsertion of
t he del eted subject-matter was refused. The deciding
board concl uded that any substantive cut-off effects of
the grant of a European patent could only be based on
Article 123(3) EPC (see point 6.1.10 of the reasons).

3.5 In the present case, it is true that certain
expressi ons have been renoved fromthe claimand the
introductory part of the specification in the course of
an adaptation of the latter under Rule 27(1)(c) EPC,
but the conplete detailed description - including the
data bus - remained unchanged in the patent. The re-
insertion of the bus features does not shift the
cl ai med subject-matter as granted to cover alternative
enbodi nents which had to be deleted before grant for
reasons of inconsistency, but only limts a (too
broadl y) generalised clai mbased on the only enbodi nent
of the invention by features of said enbodi nent so as
to be supported by the original disclosure. Insofar as
t hese i ssues are concerned, the Board cannot see any
infringenment of Article 123(3) EPC. An objection of
i nconsi stency invol ving an inconpati bl e enbodi nent has
not been raised by the opponents and woul d al so not be
logical in view of their argunent that those features
had in fact to be re-introduced because they were

essential to the invention.

Therefore the Board holds that decision T 1149/97 is
not applicable to the present case.

1047.D
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A second line of argument presented by the opponents is
that the nere fact of adding the bus features reduces
the inmportance of the features contained in claim1l as
granted, such as the access-tine register. In the words
of opponent 02, the point of gravity of the claimis
shifted. During infringenent proceedings a judge would
be nore inclined to apply equival ence considerations to
such apparently uninportant features. This would
effectively increase the scope of protection of the
patent, in contravention of Article 123(3) EPC.

Article 69 EPC and its protocol are to be applied in
proceedi ngs before the EPO whenever it is necessary to
determ ne the protection conferred (see eg decision

G 2/ 88 of the Enlarged Board of Appeal, point 3.3 (QJ
EPO 1990, 93)). Cbvi ously equival ence consi derations
often play a promnent role in national infringenent
proceedi ngs and al t hough equi val ents are not nentioned
in the EPC at present they will be in the protocol to
Article 69 of the revised Convention EPC 2000 (see the
Special Edition No. 1 of the QJ 2003, page 73).
Neverthel ess, in spite of the undisputable inportance
of the concept of equival ence for the determ nation of
t he scope of protection, if the opponents were right in
their allegations it would never be possible to anend a
cl ai mduring opposition proceedings - although provided
for in the EPC - since the addition of any new feature
necessarily reduces to sone extent the weight of the
features in the claimas granted. This is particularly
true when the subject-matter of the granted claimis
not new, a case in which amendnents are nost called for
For this reason the argunent cannot be accepted. The
Board thus finds that the general, abstract concern
that the addition of a feature to a claimafter grant
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| eads to an extended scope of protection as the
resulting conbination of features mght give rise to a
di fferent evaluation of equivalents in infringenment
proceedings is not in itself a sufficient reason for
not allow ng the addition of limting features under
Article 123(3) EPC

A third Iine of argunent is based on the opponents’
view that at |east one of the features of claim1 ("and
has substantially fewer bus lines than the nunber of
bits in a single address™) is not present in this form
anywhere in the patent specification but only in the
pat ent application. According to the opponents, it
shoul d not be possible to claimsubject-matter even if
originally disclosed unless it is also contained in the
granted patent. O herwise third parties, who as a rule
are not aware of the contents of the application
corresponding to a published patent, would be taken by
surprise. In the opponents' view the Gernman
jurisprudence tends in this direction. The principle
shoul d apply to European proceedings as well for the
sanme reason of security for third parties, or by virtue
of Article 125 EPC.

The patent proprietor, referring to Article 123(2) EPC,
denies that there exists such a general bar agai nst
amendnents after grant having no support in the patent
speci fication.

The Board agrees with the patent proprietor that there
is no basis in the EPC for the idea that anendnents
after grant nust be based on subject-matter contai ned
in the patent specification. The wording of

Article 123(2) EPC is unanbi guous: a European patent
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may not be anmended in such a way that it concerns

subj ect-matter which extends beyond the content of the
application as filed. It is Article 123(3) EPC which is
intended to protect the interests of third parties, as
poi nted out by the Enlarged Board of Appeal in the
decision G 1/93 (QJ EPO 1994, 541), point 9 of the
reasons: "Article 123(3) EPCis directly ainmed at
protecting the interests of third parties by

prohi biting any broadening of the clainms of a granted
patent, even if there should be a basis for such
broadening in the application as filed". In the second
hal f-sentence of this quotation the Enlarged Board in
fact inplicitly refers to Article 123(2) EPC

As di scussed before, decision T 1149/97 al so does not
advocate a general cut-off effect in this connection
unl ess Article 123(3) EPC is infringed.

Finally, Article 125 EPC can hardly be invoked in this
context because it concerns "principles of procedural

| aw' to be taken into account only in "the absence of
procedural provisions in this Convention". It is
guesti onabl e whet her anmendnments to a European patent
are a matter of procedural |law, and in any case the

Convention contains provisions in this respect.

It follows that anendnments to a European patent nay be
based on the whole reservoir of features originally

di scl osed in the correspondi ng application provided
that Article 123(3) EPCis not infringed by such
amendnent s, due account being taken of the stipulations
of Article 69(1) EPC. Mreover, the Board observers
that this viewis shared in the literature (see B
Ginzel: "Materielle Zasurw rkung der Patenterteil ung
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gemall dem Eur opéi schen Pat ent Gber ei nkonmen - Ei ne neue
"Fall e' fir den Patentinhaber?", GRUR 2001, Heft 10-11,
pages 932 to 937).

Since no further objections have been rai sed agai nst
t he amendnents made, the Board is satisfied that the
provi sions of Article 123 EPC are not contravened.

Construction of claim1l

The patent proprietor argued at the oral proceedings
that the feature stating that "the external bus
includes a plurality of bus lines for carrying
substantially all address, data and control information
needed by the DRAM for conmmunication with substantially
every other sem conductor device connected to the
external bus" nerely neans that the bus is capabl e of
transmtting this information. It does not necessarily
inply that the sanme bus lines carry all three different
kinds of information (i.e. that the bus is

"mul tipl exed").

The feature in question is based on claim 103 of the
patent application as originally filed. In the Board's
view the wording of the feature taken in isolation is
anbi guous. It seens however that its nmeaning can be
deduced fromthe application as a whole. First, the
description contains no exanple of a non-nultiplexed
bus. Second, and nore inportantly, a simlarly phrased
passage in the description - "The bus carries
substantially all address, data and control information
needed by devices for communi cation with other devices
on the bus" (page 11, lines 23 to 25) - clearly refers
to a "nultiplexed" bus (page 11, line 17), on which
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"address and data information can be sent over the sane
lines" (page 12, line 6). Against this background it
appears |less relevant that, as pointed out by the
patent proprietor, claim103 as originally filed does
not contain the word "nultiplexed". Thus the Board is
of the opinion that the only interpretation of the
feature which is supported by the application as a
whol e is that the bus is multiplexed.

The invention as clained is a "Dynam ¢ Random Access
Menory (DRAM sem conductor device". It has been

di scussed during the opposition proceedi ngs whet her the
expressi on "sem conductor device" necessarily inplies a
single chip or whether it also refers to devices nade
up of a plurality of chips, for exanple separate ones
for the controller and the nmenory arrays.

It appears fromthe available prior art that in this
technical field the word "device" is indeed used in the
nmeani ng of "single chip". In D31, for exanple, it is
first said that an "iRAMis an entire dynam c RAM
systemintegrated onto a single silicon chip, including
the nmenory array, refresh logic, arbitration, and
control logic" (pages 3 to 41, right-hand col um;
italics added), and later on that an "i RAMintegrates
all the conponents of a dynam c RAM nenory systeminto
a single device" (pages 3 to 42, right-hand col um;
italics added). This neaning of "device" is also
supported by the description of the enbodinment in the
patent-in-suit. The clai med DRAM sem conduct or devi ce
is therefore regarded as limted to a single I C chip,
excluding a plurality of connected chips.
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5. Novel ty

5.1 The Board finds that document D30 describes the cl osest
prior art. D30 shows in Figure 1 a "CMCTL" (CVAX Menory
Controller) used as an interface between a synchronous
CVAX bus, having a data width of 32 bits, and an
asynchronous "private nmenory interconnect” (PM). The
opponents have concluded fromthe description of D30
that the CVAX bus is of the nmultiplexed type, a
concl usi on which the patent proprietor has not denied.
The PM connects the CMCTL to up to four nenory nodul es,
each of which consisting of up to four banks of DRAM
(page 142, top). The CMCTL is inplenented in a single
chip (page 140, right-hand colum) and may work as a
synchronous sl ave on the bus (page 140, |eft-hand
colum), inplying that it has clock circuitry. It
contains a programmable (control) register used for
storing a value which is representative of a nunber of
clock cycles to transpire after which the CMCTL
responds to a read request (page 143, "Registers”;
page 142, right-hand colum; Table 2). FromFigure 1 it
is clear that this value can only be transmtted over
the CVAX bus. In order to output data on the bus the
CMCTL nust be equi pped with connection neans adapted to
connect it with the bus, and with output drivers. The
output is in synchronismwth the clock since the CMCTL
is said to work synchronously. Judging from Table 2
referred to above, the read request and the
correspondi ng response are separated by the nunber of
clock cycles as selected by the value stored in the
programmabl e control register.

1047.D
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Conparing the invention as defined in claiml1l with this
prior art, it can be seen that it differs fromD30 in
t hat :

- it is a DRAM sem conductor device in the neaning
expl ai ned above (cf point 3.3), i.e. the nenory
cells and all other circuits including the
regi ster are integrated on a single chip, and

- the bus has substantially fewer bus lines than the
nunber of bits in a single address.

Al t hough the second di fference concerns the bus to
whi ch the device nmay be connected rather than the
device itself, there is agreenment anong the parties
that the bus characteristics will influence the
properties of the device.

Thus, the invention is new (Article 54 EPC)

| nventive step

In the Board's view, the technical effects of the

di stingui shing features nenti oned above are not |inked.
Hence, the features nust be considered separately.
Starting with the second difference, if a bus has fewer
bus lines than there are bits in the addresses, the
addresses nust be nultiplexed (nmeani ng that address
data are split up and sent consecutively). Reducing the
nunber of bus lines by address nmultiplexing is a well
establ i shed techni que, nentioned for instance in D32
("At this point (1972/73) the idea of nultiplexed
addressing was introduced and generally accepted", see
page 50) as well as in the patent-in-suit (paragraph
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[0004]). Even if address mnultiplexing mght in many
cases be pointless when the bus has as many as 32 lines
(the nunber mentioned in D30, cf page 140, |eft-hand
colum) there would be nothing surprising or unexpected
about using it also for a bus of this size. On the
contrary, if the skilled person had contenplated a very

| arge nenory, so that 32 address bits would not suffice,
address mul ti pl exi ng was an obvi ous sol ution. Wet her

or not such a menory woul d have been of any conmerci al
value at the tinme is not a technical consideration and

irrelevant for the question of inventive step.

As to the first difference above, the patent proprietor
has argued that it was not obvious to integrate the
CMCTL and the nenory nodul es on one chip. This was not
technically feasible at the priority date, as evidenced
by the fact that D30 described it as difficult even to
i npl enent just the CMCTL on a single chip (cf page 140,
ri ght-hand columm). Nor was higher integration
desirable since it was advantageous to be able to
choose freely the amount of DRAMto be used with each

controller

The Board is not convinced by these reasons. There has
al ways been a strong tendency towards higher
integration levels. For exanple, it was no doubt

obvi ous to conbine the four menory nodul es shown in
Figure 1 of D30 on a single chip. It my however be

|l ess clear if the skilled person would al so have

i ncluded the nmenory controller CMCTL on such a nenory
chip since, as the patent proprietor has argued, the
amount of DRAMis then fixed.



6.4

1047.D

- 26 - T 0081/ 03

On this point, the opponents have referred to D31

Since the patent proprietor has objected to the

adm ssion of this docunent, it should first be exam ned
whet her or not the Board should disregard it under
Article 114(2) EPC.

In the annex to the summons to oral proceedings the
Board indicated a one-nonth limt in advance of the
date of oral proceedings for submtting new prior art
or filing new clains. This neans that any such
docunents should have been filed on 12 January 2004 at
the | atest (when conputed in accordance with Rule 85(1)
EPC). D31 was filed on the foll ow ng day.

The indication in the annex to the sumons is however
not atime limt in the meaning of the EPC. The Board
can al ways exercise a certain discretion to admt
docunents. Naturally the time of submi ssion is

i mportant, but so are the formand contents of the
docunent. D31 is only a few pages |long and technically
not conplex. Its filing was in reply to an issue raised
by the Board in the annex to the summons, nanely

whet her the expression "a sem conductor nenory device"
in claiml covered separate chips. In other words, D31
does not raise new issues (i.e. is not "diverging"” in
the sense of opening up a fresh case) but serves to
focus the discussion on a particular issue taken up by
the Board. In any case, there was sufficient tine left
for all parties to study it. This has not been
contested by the patent proprietor. In these

ci rcunstances, the Board finds that the slight |ateness
is of no inmportance, and D31 should be admtted into

t he proceedi ngs.
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The sane applies to docunent D32, submtted on the same

day.

D31 concerns an "iRAM', i.e. integrated RAM An iRAMis
"an entire dynam c RAM systemintegrated onto a single
silicon chip, including the nenory array, refresh |ogic,
arbitration, and control |ogic" (pages 3 to 41, right-
hand colum). On pages 3 to 42 there is a discussion as
to whether the nenory controller should be integrated
within the CPU or into the nenory and the |latter choice
is found preferable. D31 therefore appears to confirm

t he general tendency towards higher |evels of
integration also in the area of nenory control

The patent proprietor has pointed out that D31 does not
recomrend the use of i RAMs under all circunstances. In
the | ast paragraph of pages 3 to 42 it is said that

i RAMs "are primarily intended for use in mcroprocessor
menories usually less than or approxi mately equal to 64
Kbytes, while standard DRAMs with a separate controller
are nore cost effective in |arger nenories”. Thus, if

it is assunmed for the sake of argunent that D30
concerns a large nmenory, D31 could be said to point
away fromthe invention. However, cost-effectiveness is
not a technical consideration. An invention may well be
obvious to the technically skilled person even if, at
the priority date, it does not nmake perfect economc

sense.

The Board therefore finds that the patent proprietor
has not been able to denobnstrate convincingly that the
skill ed person would have resisted the general trend
towards hi gher integration and woul d not have conbi ned
the CMCTL and the DRAM described in D30 on a single
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chip. Thus, this difference is not regarded as

i nventi ve.

Anot her argument brought forward by the patent
proprietor is that at the tinme the invention was nmade
DRAMs wer e not synchronous devi ces, but asynchronous.
The Board notes that regardl ess of whether or not this
is correct, in D30, the synchronism(with respect to
the bus) is a feature of the CMCTL, not of the DRAMs.
Therefore, if the CMCTL were placed on a chip together
with the nmenory, consistency with the teaching of D30
required it to remain synchronised to the bus.

Finally, the patent proprietor has pointed out that D30
nowhere nentions the problemto be solved by the
present invention, nanely to allow the bus to be used
in intervening bus cycles for additional requests or

bri ef bus accesses (see the patent specification,

par agraph [0031]).

The Board notes that the DRAM sem conductor device of
claim1 is not involved in the bus control, which is
performed by the masters. In the words of the patent-
in-suit (paragraph [0039]), "the slaves never worry
about arbitrating for the bus". Therefore, the DRAM
devi ce cannot be defined by the way the bus is
controll ed, and indeed claim21 contains no such
features. It follows that it is irrelevant that neither
D30 nor D31 disclose the kind of bus control nentioned
in the description of the patent-in-suit.

For these reasons the subject-matter of claim1l does
not involve an inventive step (Article 56 EPC) and the
patent proprietor's main request is refused.
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The patent proprietor's main request’

7. This request, differing fromthe main request only in
the deletion of claim5, is refused for the same

reasons.

The patent proprietor's auxiliary request 1

8. Conmpared with the main request, claim1l of auxiliary
request 1 contains alternative fornulations intended to
clarify sone of the features. It involves no further
subj ect-matter which m ght be inventive, nor has this
been argued. Thus this request is also not allowable.

The patent proprietor's auxiliary request 1'

9. Again, this request is identical with the previous one
except that claim5 has been deleted. It nust al so be
refused.

The patent proprietor's auxiliary request 2

10. As a second auxiliary request the patent proprietor
demands that the case be remtted to the Opposition
Division for further prosecution (cf point XV above).
The Board does not however find remttal to be
appropriate in the present case. As stated in T 249/93
(not published in Q3 EPO), point 2.2 of the reasons:

"... whether the Board itself decides an issue, or
whether it refers the matter back to the first instance
for decision is within the discretion of the Board.
Parties do not have a right to have each issue decided

1047.D
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by two instances, however |ate a stage the proceedi ngs
have reached".

The patent in that case had six years to expiry, the
patent-in-suit about a year and a half nore.
Furthernore, besides the age of the patent-in-suit it
shoul d be considered that infringenent proceedi ngs have
been stayed in France and Gernmany in order to await the
outcone of this case. Cearly, in such a situation it
will be in the interest of all parties to the
proceedi ngs as well as the public that the matter be
deci ded as qui ckly as possible (and indeed the patent
proprietor and one opponent have requested accel erated
prosecution of the procedure). Especially in such
circunstances it can be expected of a patent proprietor
to contribute to a speedy concl usi on by using
"converging" claimfeatures (cf point 2.4 above) if the
patent is anended. The opponents have argued that a
patent proprietor who seeks to enforce the continuation
of the opposition proceedings by filing a | arge nunber
of new requests at a | ate stage of the appeal
proceedi ngs does not act in good faith. Although the
Board does not consider that the proprietor of the
patent in suit has abused the procedure, it appears
that under the present circunstances a remttal of the
case, resulting in the scope of the patent remaining
undefined for several nore years, would cause undue

detrinment to third parties.

Thus, the Board refuses this request.
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The patent proprietor's auxiliary requests 3 to 5 and 3 to 5

11. As already indicated (cf point 2.7), these requests are
rejected as inadm ssible.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:

M Ki ehl S. V. Steinbrener
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