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Summary of Facts and Submissions 

 

I. The appeal lodged on 2 October 2002 lies from the 

decision of the Examining Division posted on 23 July 

2002 refusing European patent application No. 

98 922 946.3 (European publication No. 983 227), which 

was filed as international application published as 

WO 98/52909. 

 

II. The decision of the Examining Division was based on an 

amended set of 12 claims according to the then pending 

request wherein claims 1 to 7 were process claims and 

claims 8 to 12 product claims directed to compounds 

defined by way of their chemical names. The Examining 

Division found that the claimed compounds lacked 

novelty in view of the prior art cited and, thus, 

refused the application.  

 

III. The Appellant no longer maintained in appeal 

proceedings the former request. Annexed to the letter 

dated 9 February 2005, he submitted a fresh set of 

seven process claims superseding any previous request 

without giving any further explanation as to the 

substance. These process claims were identical to those 

process claims already on file and the fresh set of 

claims no longer comprised any product claim. 

 

IV. The Appellant requested that the decision under appeal 

be set aside and that a patent be granted on the basis 

of claims 1 to 7 filed on 9 February 2005. Subsidiarily 

he requested oral proceedings. His former request for 

reimbursement of the appeal fee was withdrawn with 

letter dated 16 February 2005. 
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Reasons for the Decision 

 

1. The appeal is admissible. 

 

2. Scope of examination on appeal  

 

While Article 111(1), second sentence, first 

alternative, EPC gives the Boards of Appeal the power 

to decide in ex-parte proceedings on fresh issues where 

the application has been refused on other issues, 

proceedings before the Boards of Appeal in ex-parte 

cases are primarily concerned with examining the 

contested decision (see decision G 10/93, OJ EPO 1995, 

172, points 4 and 5 of the reasons), fresh issues 

normally being left to the Examining Division to 

consider after a referral back, so that the Appellant 

has the opportunity for these to be examined and 

decided upon without "loss of an instance". 

 

In the present case the Board, thus, restricts itself 

to considering whether the amended set of claims meets 

the formal requirements of Article 123(2) EPC and 

whether the objection as to lack of novelty pursuant to 

Article 54 EPC which is stated in the decision under 

appeal as being the sole ground for refusal of the 

application has been removed. 

 

3. Amendments (Article 123(2) EPC) 

 

Claim 1 is based on original claim 1 and page 6, 

line 31 of the application as filed. Claims 2 to 5 are 

identical to original claims 2 to 5. Claim 6 finds 
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support on original page 6, line 32 and claim 7 on 

original page 8, line 24.  

 

For these reasons, the Board concludes that the present 

claims as amended comply with the requirements of 

Article 123(2) EPC. 

 

4. Novelty 

 

The decision under appeal dealt with lack of novelty 

only of the product claims of the then pending request 

directed to compounds per se and did not consider any 

further claim. The amendment made to the fresh set of 

claims, in particular dropping any product claim, has 

the effect that the reasons given in the contested 

decision for refusing the present application no longer 

apply since the present claims have never been 

challenged under Article 54 EPC for lack of novelty.  

 

Thus, the Board considers that the amendment made by 

the Appellant avoids the sole objection forming the 

basis of the decision under appeal and is substantial 

in the sense that in the present case the examination 

has to be done on a new basis, with the consequence 

that the appeal is well founded. 

 

5. Remittal 

 

5.1 Having so decided, the Board has not, however, taken a 

decision on the whole matter, since the substantially 

amended set of claims was presented for the first time 

in appeal proceedings before the Board. The decision 

under appeal dealt exclusively with lack of novelty of 

the product claims according to the then pending 
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request and did not consider a set of claims in the 

form of the present request omitting any product claim 

as such request was never submitted to the first 

instance. The dropping of any product claim has the 

effect that the reasons given in the contested decision 

for refusing the present application no longer apply 

since the present claims have never been challenged 

under Article 54 EPC for lack of novelty. 

 

Under these circumstances, the examination not having 

been concluded, the Board considers it appropriate to 

exercise the power conferred on it by Article 111(1), 

second sentence, second alternative, EPC to remit the 

case to the Examining Division for further prosecution. 

 

5.2 Since the Appellant's request succeeds there is no need 

for the Board to consider its subsidiary request for 

oral proceedings. 

 

5.3 The Board has noticed an obvious misprint in step (iv) 

of present claim 1 insofar as the temperature of 34°C 

should read 35°C. That point may need consideration by 

the first instance when resuming examination 

proceedings. 
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Order 

 

For these reasons it is decided that: 

 

1. The decision under appeal is set aside. 

 

2. The case is remitted to the first instance for further 

prosecution on the basis of the set of claims 1 to 7 

submitted on 9 February 2005 in appeal proceedings. 

 

 

The Registrar:    The Chairman: 

 

 

 

N. Maslin     A. Nuss 


