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Summary of Facts and Subm ssi ons

The Patentee | odged an appeal against the decision of
the Qpposition Division to revoke the European patent
No. 0 677 364.

. An opposition had been filed against the patent as a
whol e based on Article 100(a) EPC (lack of novelty and
| ack of inventive step) and Article 100(b) EPC (I ack of
enabl i ng di scl osure).

The Opposition Division held that the invention was
sufficiently disclosed, but that the anmended

i ndependent claim1 did not neet the requirenent of
Article 84 EPC and that the subject-matter of claiml
| acked an inventive step with respect to the docunents
D5 and D7. Alate filed auxiliary request filed during
the oral proceedi ngs was consi dered not to be prima
facie all owabl e and was therefore not admtted by the
Opposition Division under Rule 7la EPC.

L1l Oral proceedings were held on 30 Septenber 2004.

(a) During the oral proceedings the
appel l ant (patentee) requested that the decision
under appeal be set aside and the patent be
mai nt ai ned on the basis of either claim1l of the
auxiliary requests 2, 4, 5 or 6, all filed on
27 August 2004 by fax. As a further auxiliary
request the appellant requested to remt the case
to the first instance for further exam nation.

(b) The respondent (opponent) requested that the
appeal be di sm ssed.

2416.D
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(c) The follow ng docunents of the prior art were
considered to be rel evant:

DL = US-A-794 495

D2 = US-A-4 047 902

D3 = US-A-5 174 795

D4 = US-A-5 318 604

D5 = EP-A-0 259 187

D7 = US-A-2 876 086

D8 = US-A-5 103 598

| ndependent claim 1 of auxiliary request 2 as filed on
27 August 2004 reads as follows (differences to claiml
as granted are in bold):

"1l. A coated abrasive having a plurality of abrasive
el ements, said elenents being adhered to a backing
material in a predeterm ned configuration,
characterized in that each el enent conprises a base pad
and a plurality of abrasive particles having one

di mensi on | onger than the others, each adhered by one

extremty to one surface of the pad."

| ndependent claim 1 of auxiliary request 4 as filed on
27 August 2004 reads as foll ows:
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"1. A coated abrasive having a plurality of abrasive
el ements, said elenents being adhered to a backing
material in a predeterm ned configuration,
characterized in that each el enent conprises a base pad
and a plurality of filamentary abrasive particles, each
adhered by one extremty to one surface of the pad.”

The independent clainms 1 and 9 of auxiliary request 5
as filed on 27 August 2004 read as foll ows:

"1. A process for manufacturing a coated abrasive

characterized in that it conprises the foll ow ng steps:
formng a plurality of base pads

- adhering a plurality of abrasive particles to the
surface of each pad, each particle being adhered
by one extremty to one surface of a pad - this
formng a plurality of "abrasive el enents”

- adhering the said "abrasive elenents" to a backing
material in a predeterm ned configuration."

"9. A coated abrasive characterized in that it is
manuf actured by a process according any one of clains 1
to 8."

The independent clainms 1 and 8 of auxiliary request 6
as filed on 27 August 2004 read as follows (differences
to auxiliary request 5 are in bold):

"1. A process for manufacturing a coated abrasive

characterized in that it conprises the foll ow ng steps:
formng a plurality of base pads

- adhering a plurality of filamentary abrasive
particles to the surface of each pad, each
particle being adhered by one extremty to one
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surface of a pad - this formng a plurality of
"abrasi ve el enents”
adhering the said "abrasive elenments" to a backing
material in a predeterm ned configuration."

"8. A coated abrasive characterized in that it is
manuf actured by a process according any one of clains 1
to 7."

The appel | ant argued essentially as foll ows:

The auxiliary requests 2, 4, 5 and 6 represent a
reaction to the conmmuni cati on of the Board annexed to

t he summons for the oral proceedings and shoul d
therefore be allowed, particularly since the amendnents
made therein can be easily understood. They were filed
three days and one nonth before the date of the oral
proceedings, i.e. in due time within the tine limt as
set out in the comunication of the Board annexed to

t he sunmons for the oral proceedings.

According to the decision of the Opposition Division
the term"significantly” of the definition
"significantly longer" has no technical neaning and has
to be interpreted as sinply mnmeaning | onger. Foll ow ng
this view of the Opposition Division claim1l of
auxiliary request 2 is clear and neets the requirenents
of Article 123(2) EPC

Claim 1 of auxiliary request 4 defines the filanmentary
particles which feature has a basis in the application
as filed (cf. page 2, lines 35-37). It is not difficult
for the skilled person to orient the filanentary
particles (conmpare docunent D7) and the definition "one
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extremty" actually nmeans that one end of the
filamentary particle is adhered to or rooted in the pad
(conpare patent, figure 1). The product of claim1l of
auxiliary request 4 is novel, particularly with respect
to docunent D3. The product according to figure 1 of
docunent D3 does not conprise a plurality of pads, |et
al one pads containing filanmentary abrasive particles.

It is denied that the products according to docunents
D1, D2, D4 and D5 are only distinguished by the
filamentary particles fromthose according to claiml
of auxiliary request 4. These docunents aimto sol ve

di fferent technical problens, they use different
processes and they do not disclose abrasive el enents
conprising pads in the neaning of claim1l. The probl em
underlying the invention is the custom zing of coated
abrasives with mnimzed wastage of grain and nmaxi m zed
targeted effectiveness in order to neet the demands of
the custoners (cf. patent, section [0007]). The
docunents D7 and D8 only disclose the oriented coated
abrasi ves but cannot be conbined with either of D1, D2,
D4 and D5 in an obvious manner. Therefore claiml

i nvol ves an inventive step.

The Opposition Division did not admt the late filed
auxi liary request, which conprised a process claim for
not being clearly allowable. Thereby the Opposition

Di vi sion deprived the appellant fromits right to have
a discussion on the patentability of the subject-matter
of the auxiliary request. Process claim1l of auxiliary
request 5 corresponds to said process claimof said
non-admtted auxiliary request, while process claim1l
of auxiliary request 6 except the limtation to
filamentary abrasive particles is identical with



- 6 - T 0476/ 03

claiml of auxiliary request 5. Therefore in order to
avoid a loss of instance it is requested to remt the
case to the first instance for further exam nation of
auxiliary requests 5 and 6.

I X. The respondent argued essentially as foll ows:

The filing of the auxiliary requests 2, 4, 5 and 6 only
about one nonth before the oral proceedings is objected
to as being late. Furthernore, all these requests are
formally not allowable either under Rule 57a,

Article 84 EPC and/or Article 123(2) EPC.

The deletion of "significantly" fromthe feature "one
di mension significantly longer" according to claim1 of
auxiliary request 2 contravenes Article 123(2) EPC. The
originally filed application only discloses "one

di mension significantly |longer than the others". The
term"significantly, however," has a specific technical
meaning in the context of the length although this
meaning is not defined by a figure. The deletion gives
the term"longer"” a different nmeaning than it had
before. Auxiliary request 2 additionally contravenes
Rul e 57a EPC since the dependent clains 2 and 3 have
been anended (e.g. according to new claim2 all pads
are circul ar whereas according to claim2 as granted
not all had to have circular pads) and since claim?9,
which in the formas granted was an i ndependent product
claim has been nade dependent upon clains 1, 5, 7 and
8. Thereby the appell ant nade anmendments which are not
occasi oned by the grounds of opposition. Furthernore,
since the dependent clains referred to by anended
claim9 already define those features which were
conprised in independent claim9 as granted, this

2416.D



2416.D

-7 - T 0476/ 03

amendnent results in a redundant claimso that the
requi renment of Article 84, i.e. conciseness, is
additionally not net.

The patent in suit does not disclose the invention in a
manner sufficiently clear and conplete for it to be
carried out by a person skilled in the art due to the
definition of claiml1l of auxiliary request 4 "each
adhered by one extremty to one surface of the pad".
The term "extrem ty" in connection with coated
abrasives represents no common term and the application
as filed gives no definition thereof. The only nethod
di sclosed in the patent in suit, i.e. UP coating, does
not ensure that the particles are adhered by one
extremty of the filanentary particles, i.e. at an edge
part of a filanment such as a corner at one end thereof.
Therefore the requirenents of Article 100(b) EPC are
not net.

The product of claiml of auxiliary request 4 |acks
novelty with respect to the product according to
figure 1 of docunment D3. In any case, the subject-
matter of claiml of auxiliary request 4 |lacks an
inventive step. The patent as granted was not limted
to filamentary abrasive particles (cf. patent,

colum 2, line 24). The invention was seen in that
abrasive particles of any type were adhered onto
abrasive el enments which then were adhered in a
predeterm ned manner to a backing material (cf. patent,
colum 2, lines 3-8). The documents D1 (cf. figure 1
page 2, line 57 to line 83), D2 (cf. figure; colum 1,
lines 55-63; colum 2, lines 1-6; colum 4, lines 1-8),
D4 (cf. figures 2) and D5 (cf. page 7, lines 23-43;
figure 5-7) described the core of the patent in suit,
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i.e. to apply abrasive particles to a pad and to
arrange these pads in a predeterm ned manner. The
docunents D7 (cf. colum 4, lines 3-12) and D8 (cf.
colum 4, lines 46-63) provide the filanmentary abrasive
particles which are descri bed as bei ng advant ageous

wi th respect to conventional particles. Since the only
di stinguishing feature with respect to the docunents
D1, D2, D4 and D5 resides in the filamentary abrasive
particles the object to be solved for the skilled
person is to provide an alternative product. Either
docunent D1 or D5 needs to be conbined with D8 to
arrive at the product of claim1l. However, there is no
addi ti onal or unexpected effect conbined with the
substitution of the conventional abrasive particles.
Therefore claim 1l | acks an inventive step.

Auxiliary request 5 conprises a process claim1, which
defines a process for maeking the product clained in
claim1l as granted, and a product-by-process claim?9.
Thus, the change of category of claim1l is not

occasi oned by a ground of opposition. Furthernore, the
dependent clains 2-4 have al so been anended.
Consequently, Rule 57a EPC is contravened. Finally, the
appel  ant has not given any reasons as to why it is
necessary to define the product in terns of a process
of manufacture, which is only allowed in exceptional

cases.

Auxiliary request 6 contravenes Rule 57a for the sane
reasons since it identically conprises a process
claim1 in conbination with additionally anmended
claims 2-4 and a product claim8 worded as product - by-
process claim
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Reasons for the Decision

Adm ssibility of auxiliary requests 2, 4, 5 and 6

1. Al t hough the respondent objected to the auxiliary
requests 2, 4, 5 and 6 - which were filed on 27 August
2004 - as having been late filed the Board notes that
t hese auxiliary requests were filed 3 days before the
one nmonth tinme limt in advance of the oral proceedings
before the Board on 30 Septenber 2004. These requests
were thus filed in due tinme within the tinme limt as
set out in paragraph 9 of the conmunication of the
Board dated 1 July 2004 annexed to the summons for the
oral proceedings. Consequently, these auxiliary
requests are not considered to be late filed.

Therefore, the Board takes into consideration the
auxiliary requests 2, 4, 5 and 6.

Auxi |l iary request 2

2. Adm ssibility of amendnents (Article 123(2) and (3) EPC)
Claim1l of auxiliary request 2 has been anended with
respect to claim1l as granted by introducing the
feature "abrasive particles having one di nension |onger

than the others".

The application as originally filed, however, only
di scl oses "that the particles have one di nension

significantly | onger than the others" (cf. page 2,

lines 30-32). There is no basis in the originally filed
application for the feature "abrasive particles having
one di nmension |onger than the others”. The term

2416.D
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"significantly longer" has a different neaning than the
term"longer"” for the person skilled in the art
Consequently, claim1 of auxiliary request 2
contravenes Article 123(2) EPC. Thus, auxiliary request
2 is not allowable.

Auxi | iary request 4

2416.D

Adm ssibility of amendnments of claim1 (Article 123(2)
and (3) EPC)

Claim1 of auxiliary request 4 has been anended by
restricting the abrasive particles to "filanentary"
abrasive particles. This anmendnent has a basis in the
application as originally filed (cf. page 2, lines 35-
37; page 3, lines 36-38; page 4, lines 30-33; page 5,
lines 1-2; claim8) and the scope of claim1 as granted
has been |imted thereby.

Consequently, claim1 of auxiliary request 4 neets the
requirenents of Article 123(2) and (3) EPC.

Enabl ing disclosure (Articles 83 and 100(b) EPC)

The respondent’'s allegation that the patent in suit
does not an enable the skilled person to obtain a
coated abrasive in accordance with claim1 of auxiliary
request 4 is based on its interpretation of the
definition "one extremty" of the abrasive particles,
i.e. an edge part thereof.

The Board concurs with the Qpposition Division that the
skilled person in the context of filanentary abrasive
particles would interpret the said expression "one
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extrem ty" as meaning one of the two ends of a
filamentary particle which should be adhered to the
base pad. This definition, however, does not exclude
that the filanmentary particles actually can be
enbedded, e.g. by applying a size coat (cf. patent,
colum 4, lines 5-7). Consequently, the disclosed UP
coating nethod (UP = upward propul sion nethod) adheres
filamentary abrasive particles to a backing nenber in
such a manner that the filanentary abrasive particles
are oriented with the long axis thereof normal to the
backi ng nmenber. This inplies that at |east a part of
the particles end is adhered to the backi ng nmenber
(conpare docunent D7) so that the said requirenent is
fulfilled.

Additionally the Board remarks that the skilled person
is able to nake an abrasive el enent according to
figure 1 by manual ly positioning and adhering
filamentary abrasive particles in a desired
configuration to a base pad and then to adhere a
plurality of said abrasive elenents onto a backing
menber.

The Board therefore considers that the skilled person
is able to produce a product in accordance with claim1
of auxiliary request 4. Consequently, the requirenents
of Article 83 EPC are net and the ground of opposition
under Article 100(b) EPC is not justified.

Novelty (Article 54 EPC)

The respondent alleged a | ack of novelty with respect
to the coated abrasive product as shown in figure 1 of
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docunent D3. The Board cannot accept this allegation
for the foll ow ng reasons.

Al t hough the patent in suit includes an enbodi nment
according to which the pad and the filanmentary abrasive
particles are made fromthe sane material (cf. patent,
colum 2, lines 39-41), the product according to

figure 1 of docunent D3 does not neet all the

requi renents of claim1l. The abrasive product according
to figure 1 of docunent D3 is an abrasive pad (10)

whi ch conprises a planar sheet portion (12) and a
plurality of protrusions (14) having abrasive end
surfaces (18); said protrusions are intinmately nol ded
wi th a backing sheet and the material includes an
intimate m xture of abrasive grit and thernoplastic or
thernosetting material (cf. figure 1; colum 1

lines 44-51; colum 2, lines 28-37). In the case that
the said plurality of protrusions (14) are considered
to represent a plurality of filanmentary abrasive
particles on a base pad then this product forms one
abrasive element within the meaning of claim1 but this
product does not conprise a plurality of abrasive

el ements on a backing as required by claim1l; in the

ot her case when said protrusions (14) are considered to
forma plurality of base pads on a backing then said
pads do not conprise any filanentary particle, |et
alone a plurality thereof - as required by claim1l -,
since docunent D3 is silent with respect to the shape
of the abrasive grit material (cf. colum 3, lines 23-
40; exanple 1).

Al other cited docunents are | ess rel evant than
docunent D3 and either do not disclose filanentary
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particles or do not disclose a plurality of pads
adhered to a backing material.

The Board therefore concludes that the subject-matter
of claim1 of auxiliary request 4 is novel.

| nventive step (Article 56 EPC)

Cl osest prior art

The Board considers that docunent D5 represents the
cl osest prior art although docunents D1, D2 or D4 could
equal |y be chosen.

Docunent D5 discloses a grinding or polishing pad which
conprises a |am nate substrate (1, 2, 3) being adhered
to a rubber cloth (4) via a pol yurethane adhesive | ayer
(7) and having on the rubber cloth a nunber of

hexagonal pieces of a netallic foil (5) which conprises
abrasive particles (6) such as dianond particles
adhered thereto via a nickel layer as the adhesive (cf.
page 7, lines 13-43; figures 5-7). The shape of the
used abrasive particles is stated nerely to have been
shown for illustrative purposes to be generally
triangular in cross section (cf. page 4, |ines 27-29)
but for the exanple it is neither explicitly nor
inmplicitly described.

Problemto be sol ved

The di anond particles (6) adhered to the netal foil (5)
vi a an adhesive nickel layer according to docunent D5

represent abrasive el enments conprising base pads in the
sense of the patent in suit. According to the patent in
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suit the said base pads may have any shape and nay be
made from netal or may be nmade froma materi al
conventionally used as a binder in the construction of
coated abrasives (cf. patent, sections [0010], [0014]
and [0016]).

Therefore the only distinguishing feature with respect
to the docunent D5 resides in the fact that the
abrasive particles are filanentary particles. Since the
patent in suit does not attribute any specific effect
to this distinguishing feature, the objective technical
problemto be solved is thus considered to provide an
alternative product.

Solution to the problem

The problemis solved by a coated abrasive as defined

in claiml.

The Board considers that the subject-matter of the
i ndependent claim1 is obvious for the person skilled
in the art for the foll ow ng reasons:

Docunent D8 di scl oses a coated abrasive containing
abrasive filanments of polycrystalline alum na,
preferably sol-gel alumna (cf. abstract) which
filaments have an aspect ratio of up to 12:1 or nore
and which are adhered to a flexibl e backing proxi mate
one end of the filanment by an adhesive maker coat (cf.

columm 3, line 66 to colum 4, line 34; colum 5, line
55 to colum 6, line 8 colum 7, line 62 to colum 8,
line 28; and colum 8, line 35 to colum 9, line 14).

The said filamentary abrasive particles are preferably
applied using UP coating techni ques and have therefore
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an upright orientation. These filanentary abrasive
particles result in superior coated abrasive products
havi ng many advant ages conpared with those conprising
conventional abrasive particles, such as an exact size
distribution for a particular application, or a nore
econom cal and efficient overall manufacturing
operation, or e.g. being particularly effective in | ow
pressure grinding (cf. colum, 4, lines 43-63).

The coat ed abrasives for grinding and polishing | enses
according to docunent D5 include abrasive particles
(whi ch may conprise small dianond or other super hard
particles) which are affixed to the pad such that, when
in use, its particles will project a uniformdistance
fromthe surface of the associated |ap, thereby
assuring that their |ens blank engaging edges will lie
in a plane precisely conparable to the surface that is
to be ground on a lens blank (cf. docunment D5, page 4,

I ines 26-34). Consequently, substantially all the
abrasive particles should have the sane size and | ength.

The Board therefore considers it an obvious option for
t he skilled person know ng both docunents D5 and D8 to
use in the abrasive material according to docunent D5
the filanmentary abrasive particles known from docunent
D8, since the said filanmentary particles can

advant ageously be selected to have the sane | ength and
size. Thereby the skilled person would arrive at the
subject-matter of claim1 of auxiliary request 4 in an

obvi ous manner.

The appel | ant argued that the coated abrasive according
to docunent D5 does not conprise base pads and/ or
abrasive elenments in the sense of the patent in suit.
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These argunents cannot be accepted with respect to

par agraph 6.2 above since claim1 of auxiliary request
4 does neither define any specific shape of said base
pads nor excludes brass as the base pad naterial .
Simlarly, claim1 does not exclude nickel for adhering
t he abrasive particles to a netallic base pad.

Furthernore, the appellant's argunents concerning

di fferences of the process for nmaking the coated

abr asi ves according to docunent D5 and the process
according to the patent in suit are considered not to
be particularly relevant since claiml is related to a
product and not to a process. The sane conclusion is
valid with respect to the definition of the objective
techni cal problem of custom zi ng coated abrasives as
subm tted by the appellant.

The subject-matter of independent claim1 of auxiliary
request 4 thus does not involve an inventive step as
required by Article 56 EPC.

Auxi liary request 5

7.

2416.D

Rul e 57a EPC

Auxiliary request 5 does not neet the requirenent of
Rul e 57a EPC for

(a) conprising an additional independent claimof a
new cat egory, nanely a process claim which had no
counterpart in the patent as granted, and

(b) the further anmendnents nade in the dependent
clainms 2-4, and
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(c) the re-wording of the product claimas product-by-

process claim

According to Rule 57a EPC and to the established
jurisprudence of the Boards of Appeal anmendnents to the
text of a granted patent during opposition or
subsequent appeal proceedi ngs should only be considered
appropriate and necessary if they can fairly be said to
be occasi oned by grounds for opposition laid down in
Article 100 EPC (conpare Case Law of the Boards of
Appeal of the EPO, 4th edition 2001, section

VI1.C 10.1.1).

Considering this prem se the Board cones in the present
case to the follow ng concl usions:

(a) The patent as granted conprised two i ndependent
product clainms 1 and 9 directed to coated
abrasives. The patent as granted did not conprise
any process claim

(b) Auxiliary request 5, however, conprises an
i ndependent process claim1l with seven dependent
process clainms 2-8, and an i ndependent product
claim9 directed to a coated abrasive worded as a
pr oduct - by- process cl ai m

(c) The proprietor is, however, not entitled
additionally to file an independent process claim
whi ch had no counterpart in the patent as granted.
Such an additional independent claimof a new
category is clearly not occasioned by the grounds
of opposition within the neaning of Rule 57a EPC
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Particularly, since process claim1 of auxiliary
request 5 does not contain any further feature
conpared with claim1l as granted, which would
serve to overcone a ground of opposition, i.e.
Article 100(a) or (b) EPC, as brought forward
agai nst product claim 1l as granted.

The proprietor is also not entitled to anend
dependent clainms in order to inprove his position.
Nevert hel ess, the proprietor anmended claim 2
(which - due to the wording "that the base pads
are ..." now defines that all base pads are in the
formof a circular disc - whereas due to the
wording "in which the abrasive el enments have base
pads ..." according to claim2 as granted not al
base pads had to have this form, claim3 (by
introducing a reference to claim2) and claim4
(now defining that "the abrasive elenents are
adhered to a backing material"™ - claim4 as
granted defined "adhered to the backing
material").

Furthernore, the Board cannot identify any reason
for amendi ng i ndependent product claim9 by re-
wor di ng the same as a product-by-process claim

Therefore, independent clains 1 and 9 and the dependent

claims 2-4 of auxiliary request 5 do not neet the

requi renents of Rule 57a EPC, and consequently,

auxiliary request 5 is not allowable.
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Auxi liary request 6

2416.D

Rul e 57a EPC

The concl usi on of paragraph 7 above applies nutatis
mutandis to auxiliary request 6 which equally conprises
a process claim1l and an i ndependent product claimS8
wor ded as product-by-process claim and which conprises
t he identical anmendnents in the dependent clains 2-4.
Process claim 1l of auxiliary request 6 conprises only
the further feature "filamentary” and thus does not
appear to add any further limtation conpared to

auxiliary request 4.

Therefore, independent clains 1 and 8 and the dependent
claims 2-4 of auxiliary request 6 |ikew se do not neet
the requirenents of Rule 57a EPC, and consequently,
auxiliary request 6 is not allowable.

Request for remttal of auxiliary requests 5 and 6 to
the first instance

The appel l ant argued that the auxiliary request should
have been adm tted during the oral proceedi ngs before
the Opposition Division because Rule 71la EPC never
applies to the adm ssion of an auxiliary request and
t he CGuidelines for exam nation point out that the oral
proceedi ngs nmust be conducted so as to thoroughly

di scuss any issue of interest in relation with
patentability and conpliance with EPC. The Opposition
Division msused its right to exercise a power of

di scretion and did not admt the late filed auxiliary
request during the oral proceedings finding it not
clearly allowable. Thereby the appellant was deprived
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of its right to have a fair discussion on the
patentability of the subject-matter of the auxiliary
request, which conprised an i ndependent process
claim1l. Therefore in order to avoid a |oss of instance
t he appellant requested to remt the case to the first
i nstance for further exam nation of the auxiliary
requests 5 and 6. Process claim1 of auxiliary request
5 corresponds to the process claim1 of said non-
admtted auxiliary request, while process claim1l of
auxiliary request 6 is conpared to auxiliary request 5
further limted to filamentary abrasive particles.

The Board notes that Rule 71la(2) EPC unm st akeably
states that, if the patent proprietor has been notified
of the grounds prejudicing the nmai ntenance of the
patent, he may be invited to submt, by the date
specified in paragraph 1 (i.e. in the present case by
the date specified in the summons for the oral
proceedi ngs before the Opposition Division), docunents
whi ch neet the requirenents of the EPC, and paragraph 1,
third and fourth sentences, shall apply nutatis

mut andis. Wth the summons dated 15 Cctober 2002 the
OQpposition Division inforned the appellant that the
time limt for filing final subm ssions and/or
amendnents in accordance with Rule 71a EPC was the

12 January 2003, i.e. one nonth before the date of the
oral proceedings fixed on 12 February 2003. In the
annex to the sumons the Opposition Division had
presented its negative opinion with respect to

i nventive step of product claim1l. Thereby the

appel  ant was nade aware of the possibility that the
patent was likely to be revoked (cf. sunmons, paragraph
5). However, the appellant did not file any amendnent
such as an auxiliary request before the time limt set
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and consequently it took the risk that a late-filed
request would not be admitted. It was only during the
oral proceedi ngs before the Opposition Division that

t he appellant submtted an auxiliary request (cf.

m nutes of the oral proceedings dated 27 February 2003),
which in addition to the independent process clainms 1-8
and a product-by-process claim9 conprised the new
product clainms 10-15 directed to abrasive el enents. The
Qpposition Division then exercised its discretion
conferred under Rule 7l1a(2) EPC and consi dered t hat
this auxiliary request was definitely late-filed since
it was submtted after the one month tinme limt as set
out in the sumons. Thereafter the Qpposition Division
checked the allowability thereof on a prima facie basis
as set out in the Guidelines wherein it is stated that,
if the anmendnents are clearly not allowable, they wll
not be admtted (cf. Guidelines, E-111, 8.6, fourth

par agraph). Since the new product clainms 10-15 of the
auxiliary request are directed to abrasive el enents
whereas product claim1l as granted was directed to a
coated abrasive conprising a plurality of such elenents
it is imediately evident that these added cl ains
contravene Article 123(3) EPC since they extend the
protection conferred by claim1 as granted.

Thus the Board cannot see that the behaviour of the
Qpposition Division was tainted with procedural error
or that it msused its power of discretion. On the
contrary, the Qpposition Division cane to the correct
conclusion, i.e. that the auxiliary request is prim
facie not allowable for formal reasons and as a
consequence it had not to admt said auxiliary request.
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However, the Board remarks that the further conclusions
drawn by the Qpposition Division concerning process
claim1l1 (i.e. lack of inventive step) and product-by-
process claim 10 (i.e. lack of novelty) should not have
been nmade wi thout discussing these issues with both

parties.

Therefore the appellant's request to remt the
auxiliary request 5 and 6 to the first instance for
further exam nation has to be rejected.

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Nachti gal | A. Burkhart
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