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Summary of Facts and Subm ssi ons

0017.D

The Patent Proprietors (Appellants I) and Cognis

Deut schl and GrbH & Co. KG (Appellants 1), who clai ned
to be the | egal successors of the Qpponents Cognis

Deut schl and GhbH, | odged appeal s agai nst the
interlocutory decision of the Opposition Division to
mai nt ai n European Patent No. 0 866 874 in anmended form

Qpposition was filed against the grant of the patent as
a whol e under Article 100(a) EPC on the grounds of | ack
of novelty (Article 54 EPC) and | ack of inventive step
(Article 56 EPC), and under Article 100(c) EPC on the
ground of unal |l owabl e amendnents (Article 123(2) EPC)

The Opposition Division decided that the clains of the
mai n request before themdid not neet the requirenents
of Article 123(2) EPC, but that the grounds for
opposition did not prejudice the maintenance of the
pat ent as anended according to the fourth auxiliary
request before them (Article 102(3) EPC). Auxiliary
requests 1 to 3 have been w t hdrawn during opposition

procedure.

The Appellants | requested that the decision under
appeal be set aside and the patent be nmintained on the
basis of clains 1 to 17 filed on 10 Septenber 2004 as
first auxiliary request.

The Appellants Il requested that the decision under
appeal be set aside and the patent be revoked.
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Clains 1, 5 and 8 of Appellants' | only request read:

"1l. Process for the preparation of materials B

contai ning geonetrical isonmers of conjugated linoleic
acid noieties in a specific ratio Xg wherein a materi al
A, containing at least 5 Wt % of geonetrical isoners of
conjugated linoleic acid noieties, conprising at |east
two different geonetrical isoners L; and Ly in a weight
ratio Li:Ly, = Xa 1S subjected to at | east one enzymc
conversion, selected fromone of the follow ng

conver si ons:

(1) free fatty acids as material A wth:

(a) nono- or polyal cohols, or
(b) mono, -di -triglycerides, or
(c) al kylesters, or

(d) phospholi pi ds

(it) rmono, -di - or triglycerides as material A
Wi t h:

(a) water, or

(b) nono- or polyal cohols, or
(c) al kylesters, or

(d) phospholi pi ds

(iii) phospholipids as material A with:

(a) water, or

(b) al kylesters, or

(c) other phospholipids, or
(d) nmono- or polyols
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(iv) alkylesters, or wax-esters as material A
Wi t h:

(a) water, or

(b) mono- or polyols, or
(c) free fatty acids, or
(d) phosphol i pi ds,

wherein a lipase is applied, that has the ability to

di scrim nate between L; and L,, which conversion results
in a mxture of at |least two products (1) and (I1),
fromwhich one is our material B and contains L; and L;
ina wight-ratio Xg, Xg being at least 1.2 Xa ,wherein
L, and Ly are cis® trans!'- and trans'®, cis'?- conjugated
l[inoleic acid or vice versa and the |ipase is derived
from Geotri chum candi dum or from Candi da Rugosa, or is
a phosphol i pase.

5. Oganic material, containing at |east 1 wt % of
conjugated linoleic fatty acid noieties, wherein the
conjugated linoleic acid noieties at |east conprise the
geonetrical isonmers cis9transl| and translOcisl 2,
linoleic acid as the two nost abundant geonetri cal
isoners in a weight-ratio:

ci s9transll
transl1l0ci sl12

8. Organic materials, derived fromvegetable oils,
conprising at least the linoleic acid isonmers with
cis9transl| and translOcisl2 as the two nost abundant
i somers, wherein these isoners are present in a weight

ratio of 1.5-25, while the total anobunt of geonetrica
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i somers of conjugated linoleic acid noieties is at
least 1 %"

Dependent clains 2 to 4 referred to preferred

enbodi nents of the process according to claiml.
Dependent clains 6, 7, 9 and 10 related to preferred
enbodi nents of the organic material according to
claims 5 and 8 respectively. Clains 11 to 17 concerned
bl ends, food products, aninmal feed, food suppl enents
and pharmaceuti cal products containing the organic
material of clains 5 to 10, or organic materi al
obt ai nabl e by the process of clains 1 to 4.

The Board expressed their prelimnary opinion in a
conmuni cation dated 3 June 2004.

Oral proceedings were held on 12 Novenber 2004.

The follow ng docunents are referred to in this

deci si on:

(1) J. Food Conp. Anal., vol. 5, 1992, pages 185 to
197

(2) EP-A-0 442 558

(3) WO-A-90/09 110

(4) Biocatalysis, vol. 3, 1990, pages 277 to 293

The subm ssions nmade by the Appellants | as far as they

are relevant for the present decision may be sunmari sed
as follows:
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Novelty of the organic materials of clains 5 and 8 was
not anticipated by the disclosure in docunment (1),
which referred to a new anal ytical nethod for
determ ni ng geonetrical isoners of conjugated |inoleic
acid (CLA) in food products.

Nei t her the subject-matter of claim1, which was based
on a conbination of claims 1, 2, 3 and 7 of the clains
as granted, nor of clains 5 and 8, was obvi ous over
prior art docunents (1), (2) and (4) either if taken
al one or in any conbination. None of these docunents
referred to an enzymatic nethod for changing the wei ght
ratio of the cis9transll (c9t11) and transl1l0Ocisl2
(t10c12) geonetrical isomers of conjugated linoleic
acid (CLA), or to products thereof. Both isoners were
known to be effective for different purposes, as was
confirmed by post-published docunents.

The subm ssions made by the Appellants Il as far as
they are relevant for the present decision nay be
summari sed as foll ows:

Claim5 | acked novelty over the disclosure in
docunent (1).

Claim1 could be considered to be inventive only, if it
permtted achieving an effect which stood in causal
connection with its technical features. However, no
techni cal use or effect was known at the filing date
for t10c12 CLA. Any reference to an effect of t10cl2
CLA for specific purposes nentioned in the patent in
suit, was pure allegation and not supported by facts or
experinmental data. Docunents cited by the Appellants
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in favour of such effect were late filed and had to be
di sregar ded.

Clains 5 and 8 suffered fromthe sanme drawback, as no
effect had been shown for the organic materials
containing c9t11 and t10cl12 CLA in the specific weight
rati os di scl osed. These wei ght ratios were chosen
arbitrarily and a so called "Schei nmerkmal ".

Mor eover, the process according to claim1l was not
inventive in the light of prior art docunents (1) and
(2) or (4).

Starting fromdocunent (1) as closest prior art, the
problemto be solved was seen in the provision of
organic material enriched with regard to c9t11 CLA. The
skill ed person woul d have been encouraged to ai m at
this goal as docunent (1) disclosed that c9t11 CLA was
the biologically active formof CLA Both, docunents
(2) and (4) disclosed the necessary technical tool to
solve this problem nanely a |lipase from Geotri chum
candi dum bei ng highly specific for Cg fatty acids with
a cis-9 doubl e bond.

Li kew se docunent (2) could be seen as cl osest state of
the art. The nethod di sclosed therein differed fromthe
subject-matter of claim1 only in so far as a different
starting material was used, nanely saturated and
unsaturated fatty acids instead of a m xture of
geonetrical isonmers of CLA. The skilled person, know ng
fromdocunment (1) that c9t11 CLA was the biologically
active formof CLA, would have been encouraged to anend
t he teachi ng of docunent (2) by using this different
starting material, and would have had a reasonabl e
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expectation of success, as docunment (2) in the passage
bridgi ng pages 2 and 3 states that the specificity of
t he di sclosed |ipase is not dependent on any specific
residue following the cis-9 double bond.

Reasons for the Decision

Adm ssibility of the appeal of Appellants I

Together with their notice of appeal, the Appellants |
have filed docunentary evidence according to which they
are the | egal successor of the original opponents. In
view of this evidence which was not contested by
Appellants |, the Board is satisfied that the opponent
status was transferred to Appellants Il. Thus the
appeal of Appellants Il is adm ssible.

Amendnents and Clarity - Articles 123(2), 123(3) and 84 EPC

0017.D

Claim1 of the request of Appellants | is a conbination
of clainms 1, 2 and 5 as originally filed, respectively
of claims 1, 2, 3 and 7 as granted. Claimb5 is a
conmbination of clains 6 and 8 as originally filed and
corresponds to claim8 as granted. Caim8 is based on
claim9 and page 6, lines 4 to 5 as originally filed
and corresponds to claim 11l as granted. Clains 2 to 4,
6, 7 and 9 to 17 are identically contained in the
clainms as originally filed and as grant ed.

Consequently, clains 1 to 17 neet the requirenents of
Articles 123(2) and 123(3) EPC. Appellants Il have not
rai sed any objection in this respect.
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The anmendnments to the clainms do not give rise to an
obj ection under Article 84 EPC

Novelty - Article 54 EPC

0017.D

Claim5 was the only claimattacked under Article 54
EPC because of |ack of novelty in the [ight of the
di scl osure in docunent (1).

The claimrefers to organic material containing at
least 1 wmt % CLA noieties, conprising at |east c9t11 and
t10c12. The two geonetrical isoners are present in a
wei ght ratio of 2,3:1 to 99: 1.

Docunent (1) discloses in tables (1) to (7) the content
of "conjugated dienoic isonmers of linoleic acid" in
commercially avail abl e foodstuff. None of the anal ysed
sanpl es contained at least 1 wt% CLA, in fact the

hi ghest val ues determ ned were 0,88 +/-0,051 wt% (in
strained lanb, table (7)), 0,71 +/-0,008 w% (in brick
cheese, table (2)) and 0,7 +/-0,029 wt% (i n condensed
mlk, table (3)). Besides the total CLA content al

tabl es indicate the content of the cis9transll isoner,
expressed in %of the total CLA Table (4) only,
referring to the analysis of oils and fats, discloses
the content of the t10cl12 isoner. The weight ratio of
c9t11 to t10cl12 found in the seven anal ysed sanpl es
ranges from1,03:1 (sunflower) to 1,175:1 (olive).

Thus, the organic material according to claim5 is not
di scl osed in docunment (1). The sane applies to the

mat erial according to claim8, which is derived from
vegetabl e oil and conprises the two isoners in a weight
ratio of 1:1,5 to 1:25.
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The subject-matter of the clains of Appellants'
request is therefore novel and neets the requirenents
of Article 54 EPC.

I nventive step - Article 56 EPC

0017.D

Docunent (1) discloses that CLA has been shown to be
anti carcinogenic in several aninmal nodels (abstract).
Page 185, |ast paragraph discloses that "[T]he c-9,t-11
CLA isoner (Fig. 1) is believed to be the active form
because apparently only this isomer is incorporated
into the phospholipid fraction of tissues of aninals
fed a mxture of CLA isoners (Ha et al., 1990)",
(enmphasi s added by the Board). This statenent is
repeat ed on page 193, second paragraph.

The docunent discloses a nmethod for determ ning the
content of c9t11 CLA isonmer by HPLC analysis in sanples
of commercially avail abl e foodstuff. The preparation of
the internal standard, pure c9t11 CLA isoner, is

descri bed on pages 186 to 187. CLA is synthesized
according to a nodified nmethod of the Anerican Q|

Chem sts' Society and additionally isonerised by an

i somerase fromBuryrivibrio fibrisolvens. Mthyl
derivatization of the internal standard and of the CLA
in the sanples is described on pages 187 to 188.
Special care is taken to keep isonerisation of the CLA

during derivatization at a | ow | evel .

The results of HPLC analysis are shown in tables (1) to
(7), showng the total CLA content in ng/g and the

c9t 11 content of the sanples in %of total CLA Table
(4) only, referring to the analysis of oils and fats,
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additionally discloses the t10cl12 CLA content of eight
anal ysed sanpl es.

According to Appellants Il, docunment (1) shows that at
the priority date of the patent in suit c9t11 CLA was
the only isonmeric formof CLA known to be biologically
active. No useful property of t10cl2 CLA isonmer was
known. The statenent on page 2, line 36 of the patent,
stating that the effectiveness of the two isoners for
specific purposes are different and that it is
therefore highly desirable to have the opportunity to
make CLAs, wherein the ratio c9t11/t10cl12 can be chosen
freely, depending on the conditions applied during the
process, is not substantiated by facts or any
experinmental data. This cannot be cured by reference to
post - publ i shed prior art, show ng such properties which
are useful to solve a technical problem

Appel lants Il stressed that the issue of inventive step
cannot be decided without regard to the solution of a
techni cal problem The skilled person at the priority
date of the patent in suit had no reason to consider

t he provision of a nethod according to claim1, or
products according to clains 5 and 8, as they were not
known to have a technical effect which can be used to
sol ve a technical problem

According to established case | aw of the Boards of
Appeal the existence of a technical problemand its
solution is an essential requirenent for the

acknow edgenent of an inventive step (cf decision

T 939/92, QJ EPO 1996, 309; point 2.4.1 of the reasons
for the decision).



10.

11.

0017.D

- 11 - T 0505/ 03

The answer to the question what a skilled person would
have done in the light of the state of the art depends
in large neasure on the technical result he had set out
to achieve. In other words, the notional "person
skilled in the art" is not to be assuned to seek to
performa particular act w thout sonme concrete
techni cal reason: he nust, rather, be assuned to act
not out of idle curiosity but with some specific

techni cal purpose in mnd (T 939/92, supra;

point 2.4.2).

In the context of the definition of a technical problem
and its solution, the Board in case T 939/92 (supra)
came to the conclusion that for sone conpounds falling
under the broad wording of the clains, the alleged
techni cal effect was not credible. The Board deci ded
that in such a situation the underlying problemwas the
m ni mali st one, nanely the nmere provision of further
chem cal compounds as such, regardless of their likely
useful properties (T 939/92, supra; point 2.5). The
conpetent Board found in point 2.5.3 of T 939/92 that
the solution of this problemby arbitrarily chosen
conpounds does not neet the requirenents of Article 56
EPC.

In case Appellants' Il assertion were correct, that no
techni cal effect was known for t10cl12 CLA, the
consequence, when follow ng the reasoning of decision
T 939/92 woul d not be that no problem coul d be

formul ated in the present case, but that a | ess
anbi ti ous problem had to be fornul ated whose sol ution

may not involve an inventive step.
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12. The present Board, however does not consider that the
reasoni ng of decision T 939/92 is applicable in the
present case as it referred to a different techni cal
situation. Contrary to Appellants' |l argunent, the
Board is convinced that, at the priority date of the
patent in suit, an application of t10cl12 CLA was known,
whi ch was recognized to give rise to a technical effect.

13. Docunent (3) (the correspondi ng European patent EP 41
101 is acknow edged on page 1, paragraph [0002] of the
patent in suit) discloses the use of active forns of
CLA, selected from9, 11-oct adecadi enoic acid and the
10, 12- oct adecadi enoi ¢ acid, active isomers, esters,
salts and derivatives thereof for preserving products
by preventing oxidation, quenching singlet oxygen and
i nhibiting nmould growth (claim2). Docunent (3)

di scl oses on page 17 that t10cl1l2 is the predom nantly
produced isoneric formof 10, 12-CLA.

14. Thus, the disclosure in the prior art docunents (1) and
(3) can be sumarised as foll ows:

Waile it is assunmed that c9t11 is the anticarci nogenic
active formof CLA (docunent (1)), other useful
activities of CLA (preventing oxidation, quenching

si ngl et oxygen, inhibiting nould growh) are attributed
to both, the c9t11 and t10c12 isonmers (docunent (3)).

Thus, the effectiveness of the two isoners for specific
purposes is knowmn to be different, as stated on page 2,
line 36 of the patent in suit.

Consequently, the Board is of the opinion that the
provi sion of a process to make CLAs wherein the ratio

0017.D
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of the two isomers in question can be chosen freely,
and of new CLA-conpositions produced thereby,
constitutes a technical problem The skilled person at
the clained priority date, had a technical purpose to
investigate for a solution to this problem

For these reasons Appellants' |l argunment, nanely that
the clains |lack an inventive step because they do not
provide a solution to a technical problem nust fail.

Fol | owi ng another line of argunmentation, Appellants |
stated that the clainmed subject-matter |acked an
inventive step, as it was obvious in the light of the
di scl osure in docunents (1), (2) and (4).

In accordance with the problem and sol uti on approach,

t he Boards of Appeal in their case | aw have devel oped
certain criteria for identifying the closest prior art
provi ding the best starting point for assessing
inventive step. It has been repeatedly pointed out that
this should be a prior art docunent disclosing subject-
matter conceived for the sane purpose or aimng at the
same objective as the clainmed invention and having the
nost relevant technical features in common, i. e.
requiring the mninumof structural nodifications (cf
Case Law of the Boards of Appeal of the European Patent
O fice, 4'" Edition 2001, chapter 1.D.3). ldeally that
pur pose or objective should be sonething already
mentioned in the prior art docunent as a goal worth
achieving (cf decision T 298/ 93 of 19 Decenber 1996,
point (2.2.2) of the reasons for the decision).

The purpose or objective of claiml1l of the patent in
suit is the provision of a process for changing the
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wei ght ratio of the two geonetrical CLA isonmers c9tll
and t10cl1l2 in a starting material. Clainms 5 and 8 refer
to novel products (see item(2) to (5) above) which,
according to the description, can be obtained by this

process.

Docunent (2) discloses a new |ipase from Geotrichum
candi dum which is extrenely specific for 9-cis fatty
acids. In the passage bridging pages 2 and 3 it is
menti oned that the specificity of the enzyne is not

i nfluenced by the kind of hydrocarbon groups follow ng
the 9-cis double bond, which may be saturated,
unsaturated, branched or even contain cyclic radicals
or hydroxy or epoxy groups. Most preferred fatty acid
residues are found to conprise oleic and linoleic acid
resi dues (page 4, lines 14 to 15). CLA is not nmentioned
i n docunent (2).

A fatty acid specific |lipase from Geotrichum candi dum
bei ng specific for Gg fatty acids with a cis-9 double
bond is al so disclosed in docunent (4), page 278,
second full paragraph. This review article referring to
| i pase-catal yzed reactions for nodifications of fats
and other |ipids, does not nention CLA.

Appel lants |1, starting fromthe disclosure in docunent
(2), identified the problemunderlying claim1 to be
solved as providing a different use for the |lipase from
CGeot ri chum candi dum by using a different starting
material, namely a mxture of c9t11 and t10cl12 CLA
instead of a m xture of saturated and unsaturated fatty
aci ds.
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The present invention is concerned with CLA and its
beneficial effects for humans and aninmals (see first
sentence of the description). As docunment (2) (as well
as docunent (4)) does not even nention this chem cal
substance, it cannot serve as the nobst prom sing
springboard towards the invention according to

est abl i shed case | aw of the Boards of Appeal (see item
(15) above). Thus, an argunment on lack of inventive
step (Article 56 EPC) of the claimed subject-matter,
starting fromdocunent (2) as closest state of the art,
nmust fail.

Nei t her docunent (1) or (3), which in fact are the only
cited prior art docunments published before the filing
date of the patent which concern CLA, nention the
possibility of changing the weight ratio of
c9t11/t10c12 CLA isoner in a sanple and accordingly do
not give an indication towards a nethod for achieving
such goal

Consequently, as none of the cited prior art docunents

di scl oses subject-matter conceived for the sane purpose
or aimng at the same objective as clains 1, 5 and 8 of
the patent in suit, a docunent relating to the same or
closely related technical field has to be considered as
best starting point for evaluating the inventive nerits
of the invention (cf decision T 989/93 of 16 April 1997,
point (12) of the reasons for the decision).

Docunent (1), contrary to docunment (3), refers to the
weight ratio of c9t11/t10cl12 CLA isonmer (see table (4)).
Therefore, the Board conmes to the conclusion that it is
objectively the closest prior art which was avail abl e
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to the skilled person for the subject-matter of al
clainms of Appellants' | request.

Starting fromthe disclosure in docunent (1) the
problemto be solved by the patent in suit is seen in
the provision of a process for changi ng the wei ght
ratio of the two geonetrical CLA isoners c9t11 and
t10cl1l2 in a starting material and the provision of
organic materials containing the two isomers in such
changed wei ght rati o.

The Board is convinced that this problem has been
sol ved by the process according to claim1l1 and the
mat erials according to clains 5 and 8.

Appel lants Il argue that a skilled person, reading in
docunent (1) that c9t11 is believed to be the active
CLA isoner, would have been encouraged to change the
wei ght ratio of c9t11/t10c12 in the anal ysed foodstuff
to the favour of the c9t11l isoner and would thus arrive
at the clainmed subject-matter, nanely the process of
claiml1l and the organic materials of clains 5 and 8, in

an obvi ous way.

The Board cannot agree. Docunent (1) is concerned with
anal ytical nethods and does not contain any information
t hat woul d encourage the skilled reader to nodify the
conposition of the anal ysed sanples. At best, a skilled
person trying to inprove the quality of human and
animal alinmentation, could derive fromthe teaching in
docunent (1) the use of those foodstuffs which contain
a high concentration of c9t11 CLA isoner.
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Alternatively, the skilled reader could consider
produci ng pure c9t11 CLA according to page 186 to 187
of document (1).

The skilled person would have had no reason to comnbi ne
t he teaching of docunent (1) with either of docunents
(2) or (4), which do not even nention the nol ecul e of
interest, nanely CLA

The Board finds that the process of claim1, as well as
the novel materials according to clains 5 and 8, cannot
be derived in an obvious way fromthe disclosure in the
cited prior art docunments, either if taken alone or in

any conbi nati on.

Thus, clains 1 to 17 neet the requirenents of
Article 56 EPC
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in anmended formon the
basis of the follow ng docunents:

Descri pti on:

pages 2, 5 to 16 of the patent specification;
pages 3 and 4 filed at the oral proceedings.
Clains 1 to 17 filed on 10 Septenber 2004 as first

auxiliary request.

The Regi strar: The Chai r man:

P. Crenona M W eser

0017.D



