BESCHWERDEKAMVERN
DES EUROPAI SCHEN

PATENTAMTS OFFI CE

rnal distribution code:
] Publication in QJ

] To Chairmen and Menbers
X] To Chairnen

] No distribution

BOARDS OF APPEAL OF CHAMBRES DE RECOURS
THE EUROPEAN PATENT

DE L' OFFI CE EUROPEEN
DES BREVETS

DECI SI ON
of 2 July 2004

Case Nunber:

Appl i cati on Nunber:
Publ i cati on Nunber:

| PC:

Language of the proceedi ngs:

Title of invention:

T 0555/03 - 3.3.7
96902093. 2
0871567

B32B 5/ 16

EN

Cl ear conformable oriented filns and | abel s

Appl i cant:
Avery Denni son Corporation

Opponent :

Headwor d:

Rel evant | egal provisions:
EPC Art. 83, 84, 123(2)

Keywor d:

"Amendnments - allowable (yes)™

"Clains - clarity (yes)"
"Di scl osure - enabling"

Deci si ons cited:

Cat chword

EPA Form 3030 06. 03



Européisches European Office européen

0) Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber: T 0555/03 - 3.3.7

DECI SI ON
of the Technical Board of Appeal 3.3.7
of 2 July 2004

Appel I ant : Avery Denni son Cor poration
150 North Orangegrove Boul evard
Pasadena

California 91103 (USs)

Repr esent ati ve: Cei ssler, Bernhard, Dr. jur., Dipl.-Phys.
Pat ent - und Rechtsanwal te
Bardehl e . Pagenberg . Dost
Al tenburg . Ceissler
Galileiplatz 1
D- 81679 Minchen (DE)

Deci si on under appeal : Deci sion of the Examining D vision of the
Eur opean Patent O fice posted 20 Decenber 2002
ref usi ng European patent application
No. 96902093.2 pursuant to Article 97(1) EPC

Conposition of the Board:

Chai r man: R E. Teschenmcher
Menber s: B. L. ter Laan
B. J. M Struif



- 1- T 0555/ 03

Summary of Facts and Subm ssi ons

Eur opean patent application No. 96 902 093.2, filed as
i nternational application PCT/US96/ 00142, claimng a
priority of 13 January 1995 (US 08/372 299) and
publ i shed as WD 96/ 21563, was refused in a decision of
t he Exam ning Division of the European Patent Ofice
dat ed 20 Decenber 2002.

Claim1l as originally filed read:

"1. A machine-direction oriented propyl ene honopol yner
or copolynmer filmwherein the copolynmer is selected
fromthe group consisting of propyl ene-ethyl ene

copol ymers containing up to about 10% by wei ght of

et hyl ene and propyl ene- 1- but ene copol yners cont ai ni ng
up to about 15% by wei ght of 1-butene wherein the
oriented filmhas an opacity of about 10%or |ess and a
haze of about 10% or less in the nmachine-direction and

in the cross-direction."

The decision of the Exam ning Division was based on a
set of 25 clains filed on 13 Novenber 2002.

Caim1l read:

"1. A machine-direction oriented propyl ene honopol yner
or copolymer film wherein the tensile nodulus of the
filmin the cross direction is |less than about 0.75
times the tensile nodulus of the filmin the machi ne
direction, wherein the copolynmer is selected fromthe
group consi sting of propyl ene-ethyl ene copol yners
containing up to about 10% by wei ght of ethyl ene, and
propyl ene- 1- but ene copol yners contai ning up to about
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15% by wei ght of 1-butene, wherein the oriented film
has an opacity of about 10% or |ess, preferably about
8% or less, and a haze of about 10% or less in the
machi ne-direction and in the cross-direction.”

The other clains referred to specific enbodi nents of
the filmaccording to claim1 and to particul ar
applications of the film

The Exam ning Division held that the clained subject-
matter did not satisfy the requirenents of Articles 83
EPC because the description contained contradictory
statenents regarding the relationship between the
conononer content of the polymer and the stretch ratio
to be applied to the filmin order to obtain the

requi red haze and opacity. Apart fromthe decisive
issue of Article 83 EPC, it was al so noted that
Articles 84, 54 and 56 EPC were conplied wth.

On 25 February 2003, a notice of appeal was | odged

agai nst that decision, together with paynment of the
prescribed fee. In the statenent of grounds of appeal
filed on 30 April 2003, the Appellant (Applicant),
argued agai nst the objections under Article 83 EPC and
stated that there was no rel ationship between the
stretch ratio and the filmproperties. Nor was there
any contradiction regarding the stretch ratios given in
t he description which were indicated as being useful

for various conmononer contents.

On 15 April 2004, the Board sent a communication in
preparation of the oral proceedings. Several points to
be di scussed were raised regarding Articles 123(2), 84,
83, 54 and 56 EPC. The neani ng of several expressions
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used in the clains was not clear. In particular, the
guestion was asked how the nmachi ne and transverse
directions of the opacity and haze were neasured.
Concerni ng novelty and inventive step, the Appellant's
attention was drawn to a docunent cited in the
description of the application under discussion:
US-A-5 186 782 (D4).

I V. In reply, by letter dated 1 June 2004, the Appell ant
filed a set of 26 clains as its sole request as well as
copi es of the neasuring nmethods for opacity, haze and
tensile properties, but failed to indicate the basis
for the anmendnents in the clains and the precise
di scl osure of the nmeasuring nethods.

Caim1l reads as foll ows:

"1. A machine-direction oriented propyl ene honopol yner

or copolymer film wherein the tensile nodulus of the
filmin the cross direction is less than 0.75 tinmes the
tensile nodulus of the filmin the machine direction,
wherein the copolynmer is selected fromthe group

consi sting of propyl ene-ethyl ene copol yners cont ai ni ng
up to 10% by wei ght of ethylene, and propyl ene-1-but ene
copolynmers containing up to 15% by wei ght of 1-butene,
wherein the oriented film has an opacity of 10% or |ess,
preferably 8% or |ess neasured using TAPPlI Test T425 os,
and a haze of 10%or less in the machine-direction and
in the cross-direction, nmeasured in accordance with
ASTM test nethod D 1003."

The indication "os" after TAPPI Test T425 was present
in the hand-witten version of the clains, but omtted
in the typed version. In view of the disclosure in the
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original description, page 14, line 28, the indication
shoul d be present.

The other clainms refer to specific enbodi nents of the
filmaccording to claiml and to particul ar
applications of the film

V. Oral Proceedings were held on 30 June 2004. Upon the
Board' s question regarding the neasuring nmethod for the
haze in two directions, the representative decl ared
that he had not yet sufficient information fromhis
client to address those points. Therefore, he requested
interruption of the oral proceedings in order to
contact his client. Since the question was decisive for
the further prosecution of the case and since no other
parties were involved, the oral proceedi ngs were
interrupted till 1 July 2004, 09.00 hr. After a
t el ephone call fromthe representative on 30 June 2004,
at the end of the day, inform ng the board that his
client could not be reached, a further interruption was
allowed till 2 July 2004, 09.00 hr.

\Y/ The Appellant's argunents can be summari zed as fol | ows:

(a) Regarding the opacity and haze of the clained
films, both were neasured in machine as well as in
transverse or cross direction. The val ues were
measured according to the standards indicated in
t he description. Those standards did not indicate
nmeasurenents in different directions, but normally,
when a |ight beam passed through a film a circle
resulted due to dissipation of the light. In
uniaxially drawn filnms such as those according to
the application in suit, the circle had a nore

2842.D
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oval form Therefore, nmeasuring in two directions
woul d give different results, albeit, as shown in
the exanples, not to a great extent. In the
exanpl es only one val ue was given for the opacity,
probably since the values in the two directions
did not differ, but opacity as well had been

measured in two directions.

As to the elongation nmentioned in claim18, the
standard cited in the application in suit

menti oned two kinds of el ongation, one of which,

t he el ongation at break, was the one usually
nmeasured. The elongation at yield on the other
hand was | ess current, only to be used "where
appl i cabl e", hence not normally used. Therefore,
the "elongation” in the description had to be read
as "elongation at break".

(b) The basis in the original application for the
amendrment s was i ndi cat ed.

(c) As regards sufficiency of disclosure, the
Appel I ant argued that the statenents in the
description regarding the relationship between the
conononer content of the polynmer and the stretch
ratio to be applied to the filmin order to obtain
the required haze and opacity, specified the
stretch values that gave the desired result for
nost of the copol yners. Also an indication was
given that for a higher anount of conononer it was
possible to apply a higher stretch ratio.

The tensil e nodul us had been introduced into the

clains since there was no other means to
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di stinguish themfromthe prior art w thout undue
[imtation. The values for the tensile nodul us
given in Table VIl that fell outside the clained
scope could be explained by the fact that many
paraneters were responsible for the properties of
t he produced filnms. However, based on the

i nformation contained in the description and
exanpl es, the skilled person knew how to operate
so as to arrive at a filmin accordance with the
cl ai med subject-matter

(d) Regarding novelty, although orientation in the
cross-direction was not explicitly excluded from
t he present clains, the clainmed subject-matter
differed fromDl in the relationship between the
tensile nodulus of the films in the cross
direction and that in the machine-direction, which
was higher in Dl. The conposition of the polyner
fromwhich the filmwas made in D4 was such as to
result in a higher haze than that of the filns now
bei ng cl ai ned.

The Appellant requested that the decision of the first
i nstance be set aside and that a patent be granted on
the basis of the clains filed with letter dated

1 June 2004 and that the case be remitted to the first
i nstance, considering that the Board rai sed questions
that had not been dealt with before and in view of D4
whi ch had not been cited by the Exam ning Division.
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Reasons for the Decision

1. The appeal is adm ssible.
Amendnent s
2. Claim1l differs fromthe original claiml in the

2842.D

deletion of the word "about"” before the ranges and the
addi tion of the neasuring nethods as indicated in the
original description (page 14, lines 27 to 29). The
condition that the tensile nodulus of the filmin the
cross direction should be less than 0.75 tines the
tensile nodulus of the filmin the machine-direction is
based on original description page 11, lines 20 to 22.
The addition of the preferred opacity value of 8% or

| ess is based on original claim8.

In clainms 2, 3 and 4 the word "about" before the ranges
has been deleted, claim3 being a conbination of
original clains 3, 4 and 5 and claim4 being a

conbi nation of original clains 6 and 7.

Clainms 5, 6 and 8 correspond to original clainms 9, 10
and 13, respectively. daim7 is a conbination of
original clainms 11 and 12.

Clains 9 and 10, which both refer to claimb, are based
on original clains 8 and 14, and 8 and 16, respectively.

Claim1l1l finds its basis in original claim18. By its
reference to present claim6, which again refers to
present claim1l, the features of those clains are

i ncl uded and need not be explicitly nentioned anynore,
as was the case in original claim18. The preference
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for a propyl ene honopol ymer is disclosed in original
cl ai m 19.

Claim 12 is a conbination of original clains 20, 21 and
34 as well as page 14, lines 26 to 27.

Claim13 is original claim?22.

Claim 14 is a conbination of original clains 23, 24 and
25, claim15 of original clainms 26 and 27, claim 16 of
original clains 28 and 29 and claim 18 of original
clainms 31 and 32. Clainms 17 and 19 are origi nal

clainms 30 and 33, respectively.

Claim20 finds its basis in original claim35. By its
reference to present clains 1 to 8 the features of

t hose clains are included. Although original claim35
required that the haze of the oriented propyl ene

copol ynmer (enphasis added) should be 10% or |ess, from
the context of the clains and description it appears
that that was a m stake and that the haze of the film
was neant (Rule 88, second sentence, EPC)

Claim 21 is a conbination of original clains 37 and 38.

Claim22 is based on original claim4l. By its
reference to present claim1l, which refers to present
claim®6, which again refers to present claim1, the
features of those clains are included and need not be
explicitly nentioned anynore, as was the case in
original claimA4l.

Claim23 is a conbination of original clains 43 and 44.
Claim24 is original claim45.

2842.D
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Claim25 is based on original claim46. By its
reference to present claim1l, which refers to present
claim®6, which again refers to present claim1, the
features of those clains are included and need not be
explicitly nmentioned anynore, as was the case in
original claim46

Claim26 finds its basis in original clains 47, 48 and
49. It refers to claim 20, which corresponds to
original claim35, to which original claimd47 referred.

In view of the above, the Board sees no reason to raise
any objections pursuant to Article 123(2) EPC.

According to claim1l, the oriented pol ypropylene film
shoul d have an opacity of 10% or | ess and a haze of 10%
or less in the machine-direction and in the cross-
direction. ASTM Test Method D- 1003 (haze) and TAPP

Test T 425 os (opacity) were indicated as the nmeasuring
nmet hods for these values (page 14, lines 27 to 29 of

t he description). However, those nethods do not nention
any directional differences of the measured properties.

In its communication in preparation of the oral

proceedi ngs, the Board pointed out that the term"an
opacity of ... and a haze of ... in machine-direction
and in the cross-direction" was not clear. The
appel l ant was requested to indicate how t hese val ues
were neasured, to file copies of the nethods referred
to in the description (TAPPI T 425 and ASTM D-1003) and
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to indicate the page and |ine nunbers dealing with the

measurenents in machi ne- and cross-direction.

It was also pointed out that only if Articles 123(2)
and 84 EPC were conplied with, the questions of
sufficient disclosure, novelty and inventive step could

be di scussed.

The Appell ant had sent copies of the measuring nethods
ASTM D- 1003 and TAPPI T 425 om 01, w thout any
reference to page and |ine nunbers. Those copies did
not nention any direction-dependent neasurenent of the
film In order to answer the Board's questions in that
respect, an unforeseen interruption of two days of the
oral proceedings had to be allowed. This was only
possi bl e due to the coincidental fact that all Board
menbers as well as a suitable roomwere avail abl e at
the date the oral proceedings could finally be
concluded. It needs no explanation that such an
interruption is highly exceptional and can under no

ci rcunst ances be counted on.

As regards the direction-dependent neasurenent of haze
and opacity, the appellant stated that it was known to
the skilled person that normally a circle resulted when
a beam of |ight was passed through a filmand that that
circle was nore elongated in uniaxially drawn fil ns
such as those according to the application in suit.
Therefore, nmeasuring in two directions would give
different results, albeit, as shown in the exanples,
not to a great extent. In view of the Appellant's
detail ed techni cal background know edge, the Board
accepts this explanation.
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As to the elongation nmentioned in claim118, fromthe
context of the application in suit, according to which
a machine-direction oriented pol ypropylene filmis
claimed (claim1; original page 18, lines 3 to 6), it
can be accepted that in fact the "elongation at break"”
is meant, since this elongation is the one usually
nmeasured according to ASTM D882, the standard cited in
the application in suit (page 18, lines 14 to 16).

In view of the above, the clarity requirenments of
Article 84 EPC are considered to be fulfilled.

ency of disclosure

The question to be answered is whether, in the |light of
the information contained in the application, the
skill ed person can prepare products according to the
cl ai med subject-matter, in particular a filmaccording
to claim1, which is a nachine-direction oriented

pol ypropyl ene film having an ethylene content of up to
10 weight% or a 1-butene content of up to 15 wei ght%
with a tensile nodulus in the cross direction of |ess
than 0.75 tinmes the tensile nodulus in the machi ne-
direction, and an opacity as well as a haze of up to
10% in both directions.

According to original page 15, lines 4 to 16, "The

cl ear copolymer filnms of the present invention may be
obt ai ned when the filmis oriented at a stretch ratio
of about 7 or less."” For exanmple, for a copol yner
havi ng an et hyl ene content of about 5 to about 6

wei ght% a stretch value of about 7 or |less, nore often
about 5 or less is given. A stretch ratio of about 4 or
less is stated to be useful for a copol yner having
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about 3 to about 6 wei ght% of ethylene. In particular,
according to page 15, lines 11 to 14, a propyl ene-

et hyl ene copol yner contai ni ng about 5.5 wei ght %

et hyl ene provides a clear filmwhen oriented in the
machi ne-direction at a stretch ratio of about 5:1. For
filmout of a 3.2 weight% et hyl ene copol yner, a stretch
ratio and about 4:1 is said to provide a clear film

In its decision, the Exam ning Division held that the
above-cited passage indicated that certain (non-

di scl osed) factors played a role in governing the
properties of the clainmed filnms. In particular, it was
apparent that a relationship existed between the
conononer content of the copolymer and the stretch
ratio to be applied in order to obtain a filmof the
requi red haze and opacity. That contradictory and
confusi ng passage provided no clear teaching which
woul d enabl e the skilled person, w thout facing an
undue burden of experinmentation, to operate within the
scope of the clainms with a reasonabl e expectati on of
success (point 3 of the decision).

The above-cited passage on page 15 of the original
application contains an indication of the stretch
ratios that can be used in the preparation of clear
films out of propylene copolyners. Those are general
directives fromwhich no specific conclusions can be
drawn regardi ng any rel ationship between cononomer
content and stretch ratio. The Board fails to see how
such a relationship can be apparent when the

i nformati on woul d be contradi ctory and confusing at the
sanme tinme.
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The above-cited passage on page 15 is also in
conformty with the values of about 4:1 and 5:1
mentioned for about 8 to 14 wei ght % 1- but ene copol yner
films (page 15, lines 14 to 16), as well as with the
values of 7 or less, nore preferably between 3 and 7
and nost preferably at about 4 to 6, given for
obtaining the desired tensile nodulus ratio (original
page 11, lines 1 to 5). Apart fromthose nore general
instructions, the application contains 37 exanples in
whi ch further details (such as stretch ratios of 4:1
and 5:1) about the preparation of filnms according to
claim11 can be found. Al those particulars provide
sufficient information to enable the skilled person to
prepare the clained fil ns.

4.4 Anmongst the 37 exanples, the tensile nodulus ratios in
exanples 36 and 37 in Table VIl fall outside the
cl ai med scope since the requirenent of a ratio of at
nost 0.75 for the tensile nodulus in the cross-
direction to the machi ne-direction has not been
fulfilled. However, in those two exanples three |ayer
films using a stretch ratio of only 4:1 are descri bed,
whereas according to the description the stretch ratio
can be as high as 7:1 (page 11, lines 1 to 5). Froma
conparison of the three layer filnms of Exanples 26, 27,
30, 31 and 34 (stretch ratio 4:1) with Exanpl es 25, 28,
29, 32 and 33 (stretch ratio 5:1), respectively, it
appears that a higher stretch ratio |eads to a | ower
tensile nodulus ratio (Tables IV and V). This suggests
that raising the stretch ratio would result in a | ower
tensile nodulus ratio. It is not evident that,
following the instructions of the application in suit,
such filnms could not be made.

2842.D
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In view of the above, there is no reason to believe
that the skilled person would not be able to produce a
filmaccording to the subject-nmatter now being cl ai ned.
The requirenents of Article 83 EPC are fulfill ed.

Novel ty and inventive step

2842.D

The Exam ning Division did not give a decision on the

i ssues of novelty and inventive step, but it did
indicate that both requirenments were considered to be
conplied with. However, that opinion was based on three
docunents (Dl1: EP-A-399 492, D2: US-A-4 439 478 and D3:
US-A-5 338 790) and did not take into account US-A-5
186 782 (D4), which is nentioned in the description of
the application in suit (page 3, line 17 to page 4,
line 2) and cited in the International Search Report as
a "Y" docunent, and to which the Board drew the

Appel lant's attention in its comrunication in
preparation of the oral proceedings (point 3). Since D4
had not been considered during the exam nation
procedure and in view of the Appellant's request to
remt the case to the first instance, the Board decides

accordingly.



Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the departnent of first

i nstance for further prosecution.

The Regi strar: The Chai r man:

T 0555/ 03

G Ei ckhoff R. Teschemacher
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