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Summary of Facts and Subm ssi ons
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The applicant | odged an appeal against the decision of
the Exam ning Division to refuse the European patent
application No. 02 013 299.9 (present application).

The present application was filed as a divisional
application of the European patent application No.

98 201 802.0 (published as EP-A-0 870 693), hereinafter
parent application APl, which in turn had been filed as
a divisional application of the European patent
application No. 93 915 531.3 (published as WO A-

94/ 02371), hereinafter grandparent application AP2.

The Exam ning Division held that essential features
conprised in AP2 and in AP1 had been omitted from
claim1 of the present application thereby contravening
Article 76(1) EPC

The appel | ant requested that the decision under appeal
be set aside and that it be acknow edged that the
claims 1 to 10 as originally filed neet the

requi renents of Article 76(1) EPC, and that the case be
remtted to the first instance for further exam nation
(main request). As auxiliary requests 1 and 2 it was
requested to acknowl edge that either the clains 1 to 10
according to appendix | or appendix Il, both as filed
on 14 January 2004, neet the requirenents of

Article 76(1) EPC and to remt the case to the first
instance for further exam nation. In case the Board
shoul d consi der taking a decision other than according
to the aforenenti oned requests, oral proceedi ngs were
request ed.
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| ndependent claim1 as originally filed according to
the main request reads as foll ows:

"1l. A nould for use in the injection noulding of a
closure (10) froma synthetic plastics material, the
closure (10) being suitable for a container having an
externally screwthreaded neck and conprising a top (15)
and a depending skirt (16) which has on its internal
surface a screwthread conplinmentary to the screw
thread on the container, a free edge of the depending
skirt (16) being joined by a plurality of frangible
bridges (13) to a tanper-evident band (11), the band
(11) conprising a generally cylindrical body portion
and a continuous or segnented rib (18) extending
inwardly of the body portion and adapted to provide a
lip to engage under a retaining flange extending
outwardly fromthe neck of the container belowthe
screwthread thereon, the rib having an upper side
facing generally towards the top of the closure and an
under side facing generally away fromthe top,
characterised in that the nould defines the upper side
of the rib (18) as comprising a first surface
contiguous with the body portion of the band, which
surface slopes inwardly and downwardly fromthe top
portion (15), and a second surface which is positioned
radially inwardly fromthe first surface, the second
surface having a slope angle nore nearly normal to the
| ongi tudi nal axis of the closure than the first surface
is to that |ongitudinal axis."

The appel | ant argued essentially as foll ows:

The grandparent application AP2 as well as the parent
application APl define at |east three separate
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inventions that are directly and unanbi guously
derivabl e as such. The first invention is defined as

the so-called "broadest aspect” at page 2, line 27 to
page 3, line 9, the second one as the so-called "first
preferred aspect” at page 3, lines 10 to 31 and the

third one as the so-called "another aspect” at page 5,
line 18 to page 6, line 8 (see AP2). The first
invention (directed to a closure) refers to a
"segnented rib" while the second (also directed to a
closure) and third invention (directed to a noul d)
refer to "a continuous or segnented rib". The
description conprises statenents that the said features
of the first invention actually only represent
preferred features of the second and third inventions.
The second and third inventions nmust not include al
the features of the first invention and page 3 contains
a conplete and sel f-contained definition of the second
i nvention repeating nost of the features of the said
first invention, which would be unnecessary if the
Exam ning Division were correct (see AP2). Simlarly,
pages 5/6 contain a conplete and sel f-contained
definition of the third invention and to achi eve the
new t echni cal effect as described at page 5 it is not
necessary to include the features "projections or

| ocal i sed areas of thickening" (see AP2). This feature
i s subsequently described as an optional feature. The
Exam ning Division has not addressed the fact that the
sanme features are on the one hand said to be essenti al
while on the other hand are clearly presented as being
optional. The draw ngs described a specific enbodi nent
whi ch cannot be used to restrict the wording of the

di scl osure. The part of the description related to the
moul d makes no nmention of the projections or other

| ocal i sed areas of thickening (see AP2, page 18,
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l[ines 15 to 33 and figure 12). The criteria of the
Quidelines CGVI, 9.4 are thus clearly net as well as
those of CGVI, 9.6 since the clains of the present

di visional application are directed to a nould and not
to closures as in AP2 and AP1. The decision of the
Qpposition Division concerning AP2 is irrelevant for
the present divisional application. Therefore, claim1l
of the main request neets the requirenents of

Article 76(1) EPC.

Reasons for the Decision

1

1.1.2

2790.D

Adm ssibility of claim1 of the main request
(Articles 76(1) and 123(2) EPC)

In order to conply with the requirenents of

Article 76(1) EPC, subject-matter contained in the
present application nust be disclosed in both the
parent application and the grandparent application as
filed (conpare Case Law of the Boards of Appeal of the
Eur opean Patent O fice, 4th edition, section IIl.A 2;
see e.g. T 555/00, unpublished, points 1.1 to 1.6 of

t he reasons).

The application docunents (i.e. the description, the
clainms and the draw ngs) of the grandparent application
AP2 as filed and of the first divisional application
APl as filed are identical. Therefore it is sufficient
to conpare the disclosures of AP2 and of the present

application in their formas fil ed.

The description pages 1 to 19 and the figures 1 to 12
of the present application as filed are identical with
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t hose of AP2 as filed. Thus, conpared w th grandparent
application AP2 only the clains as filed of the present
application, i.e. the claims 1 to 10 which are directed
to a nmoul d, have been anended.

Content of AP2 and of the present application

In the following reference is only made to docunment AP2
when passages of the description or figures are quoted.

The grandparent application AP2 relates to closures
which are forned with a tanper evident band for
contai ners having an externally screw threaded neck

(see AP2, page 1, lines 1 to 5).

The techni cal problemunderlying AP2 is derivable as
the provision of an alternative formof closure having
a tanper evident band and/or to provide a closure which
prevents a person fromtanpering with the closure by
using a thin device, such as a knife or blade (see AP2,
page 1, line 1 to page 2, line 1; and page 2, lines 23
to 25; and page 3, line 32 to page 4, line 6).

In the description of AP2 as filed it is stated after
the title "disclosure of the invention" that "the
present invention in its broadest aspect consists in a
closure for a container having an externally screw

t hreaded neck, the closure conprising a top portion and
a depending skirt which has on its internal surface a
conpl ementary screw thread, a free edge of the
depending skirt being joined by a plurality of

frangi ble bridges to a tanper evident band, the band
conprising a generally cylindrical body portion and a
segnented rib extending inwardly of the body portion
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and adapted to provide a |ip to engage under a
retaining flange extending outwardly fromthe neck of
t he contai ner below the screw thread thereon, the rib
havi ng an upper side facing generally towards the top
of the closure and an under side facing generally away
fromthe top, the body portion being provided with
projections or other localised areas of thickening to
enhance the | ongitudinal stiffness of the body portion
while still permtting it to expand radially as it is
forced over the retaining flange on the container."”
(see AP2, page 2, line 27 to page 3, line 9).

Directly thereafter follows the statenment "in a first
preferred aspect the present invention consists in a
closure for a container having an externally screw

t hr eaded neck, the closure conprising a top portion and
a depending skirt which has on its internal surface a
conpl ementary screw thread, a free edge of the
depending skirt being joined by a plurality of

frangi ble bridges to a tanper evident band, the band
conprising a generally cylindrical body portion and a
continuous or segnented rib extending inwardly of the
body portion and adapted to provide a |lip to engage
under a retaining flange extending outwardly fromthe
neck of the container below the screw thread thereon,
the rib having an upper side facing generally towards
the top of the closure and an under side facing
generally away fromthe top, the closure being
characterized in that the upper side of the rib

conprises a first surface contiguous with the body
portion of the band, which surface slopes inwardly and
downwardly fromthe top, and a second surface which is
positioned radially inwardly fromthe first surface,

t he second surface having a slope angle nore nearly
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normal to the longitudinal axis of the closure than the
first surface is to that |ongitudinal axis" (see AP2,
page 3, lines 10 to 31).

A description of the shape of the upper side of the rib
according to the prior art and the di sadvant ages
thereof is followed by the statenent that "the present

i nvention has resolved this problenms by providing the
upper side of the rib with a conpound surface having a
nore steeply angled radially outer surface which
assists nmoulding of the rib and, preferably, a
substantially planar radially inner surface which
increases the difficulty of renoving the closure intact
fromthe container” (see AP2, page 4, lines 6 to 12).

Thereafter preferred enbodi nents of the first preferred
aspect are described which are followed by a
description of problens "In carrying out the present
invention it has been found that during the injection
noul di ng of closures ..." (see AP2, page 5, lines 2

to 17). Subsequently it is stated "therefore in another
aspect the present invention consists in a closure for
a container having an externally screw t hreaded neck,
the closure conprising a top and a dependi ng skirt

whi ch has on its external surface a conplenentary screw
thread, a free edge of the depending skirt being joined
by a plurality of frangible bridges to a tanper evident
band, the band conprising a generally cylindrical body
portion and a continuous or segnented rib extending
inwardly of the body portion and adapted to provide a
lip to engage under a retaining flange extending
outwardly fromthe neck of the container belowthe
screw thread thereon, the rib having an upper side
facing generally towards the top of the closure and an
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under side facing generally away fromthe top, the
cl osure being characterized in that the closure is

formed by injection noulding froma synthetic plastics
material in a nould which defines the upper side of the
rib conprises a first surface contiguous with the body
portion of the band, which surface slopes inwardly and
downwardly fromthe top, and a second surface which is
positioned radially inwardly fromthe first surface,

t he second surface having a slope angle nore nearly
normal to the longitudinal axis of the closure than the
first surface is to that longitudinal axis." (see AP2,
page 5, line 18 to page 6, |line 6).

The subsequent statenent at page 6 reveals that "the
moul d surface preferably has the other characteristics
previ ously described as being preferred for the upper
side of the rib itself" (see page 6, lines 6 to 8).

Thereafter it is stated that "in anot her enbodi nent of
the invention the radially inner surface of the band is
provided with an array of radially spaced apart

i nwardly extendi ng projections positioned between the
rib and a free edge of the band" (see page 6, lines 9

to 12) and that in a particularly preferred arrangenent,
the rib is segnmented and alternate ones of the

proj ections are spaced bel ow t he gaps between adj acent
segnents and are not connected to the rib" (see page 6,
lines 24 to 27).

Furthernore, the description discloses that "the rib
formed to engage with the retaining flange on the
contai ner may be continuous or segnented about the
band” and "the rib segnents, when present, ..." (see
page 7, lines 3 to 8).

2790.D
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In the description of AP2 it is further stated that
"the tanper evident band is further preferably provided
with areas of localised thickening ..." (see page 7,
lines 27 to 28).

Finally, it is stated that "in another enbodi nent the
present invention consists in an injection noul ded
article including a cylindrical wall having a thread
formed on its radially inner surface, the thread being
conprised of a plurality of segnments arranged in spaced
apart array along the helical locus of the thread, at

| east sonme of the thread segnents termnating at at

| east one end in a substantially planar surface
inclined to the axis of the thread and facing the
direction in which a nould core used in the noul di ng of
the article was withdrawn" (see page 9, line 31 to
page 10, line 5).

Al figures of the application AP2 are stated to
describe "a preferred enbodi ment" and figures 1 to 11
are directed to "one enbodi nent of the closure
according to this invention" while figure 12 reveals "a
part of a mould used for the injection noul ding of

cl osures according to the present invention with the
area defining the rib being showmn as an enl arged seal "
(see pages 11 to 12).

Thus, the fact that all the drawi ngs (except figures 2
and 12) reveal the feature of "projections or other

| ocal i sed areas of thickening (26)" cannot be construed
as inplying that said feature represents an essenti al

f eat ur e.
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The statenent of the "first preferred aspect” at page 3

(see page 3, lines 10 to 31) as well as the "anot her
aspect" statenment at pages 5/6 (see page 5, line 18 to
page 6, line 6) - the forner defines a closure and the

|atter defines a nmould for making the closure which
conprises a tamper evident band (11) conprising "a
continuous or segnented rib"; both statements being in
the two-part form containing the wording "characterized

in that" - are also inconsistent with the said
"broadest aspect" statement, which is in the one-part
form wherein the tanper evident band is defined as
conprising "a segnented rib". The two-part form of
these two statenents inplies conplete and sel f-

contai ned definitions of alternatives and/or further
inventions. It would be unnecessary if there were only
one invention conprised in AP2 because then it woul d be
sufficient to mention the additional features of the
preferred enbodi nents.

This view is supported by the follow ng statenents, al
at page 7, concerning a "continuous rib" or "a
segnented ri b, when present” (which inplies that the
segnented rib is only optional) and concerning the -
optional - "areas of |ocalised thickening" which are
all inconsistent with the "broadest aspect" statenent
at pages 2/3 and with the identical claim1l of AP2

whi ch besides "a segnented rib" requires that "the body
portion being provided with projections or other

| ocal i sed areas of thickening to enhance the

| ongi tudi nal stiffness of the body portion while still
permtting it to expand radially as it is forced over
the retaining flange on a container" (see AP2, claim1;
page 2, line 27 to page 3, line 9; and page 7, lines 3
to 15 and lines 27 to 32).
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| ndependent claim 21 of AP2, which is also in the one-
part form and which defines an injection noul ded
article (see claim?2l1l), has its exact counterpart in

t he description in a passage referring to "in another
enbodi ment" at pages 9/ 10 while independent claim 20,
al so being in the one-part-form is directed to "a
contai ner having a threaded neck and a retaining flange
bel ow t he threaded portion of the neck, to which
container is connected a closure according to any one
of claims 1 to 26" (by the way it is remarked that AP2
conprised only 21 clains) has no exact counterpart in
the description at all.

The subject-matter of claim?21 conprises totally
different features to those in claim1l and thus differs
substantially fromthe subject-matter of claim1l. Thus,
i ndependent claim?21 is inconsistent with claim1 and
represents additional conclusive evidence that the
grandpar ent applicati on AP2 does not conprise only one
i nvention which woul d have been defined by said
"broadest aspect" statenment. On the contrary, it is
absolutely clear fromclaim?21 that AP2 conprises nore
than at |east 2 inventions, each one requiring

different essential features.

Fromthe foregoing it is evident that said "broadest
aspect"” statenent at pages 2/3 is inconsistent with
many passages of the description and with claim 21 of
AP2.

Fromthe specification of AP2 it is neverthel ess clear
that the el enents
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(i) "rib (18)",

(ii) "inwardly extending projections (25,28)", and
(iii) "projections or other |ocalized areas of

t hi ckening (26)"

represent three separate kinds of elenments which serve
di fferent purposes, nanely: the rib (18) is for
engagi ng under a retaining flange (see AP2, page 13,
lines 3 to 12); the inwardly extendi ng projections
(25,28) serve to prevent a person fromtanpering with
the closure (see, page 15, lines 3 to 8); and the

proj ections or other |ocalized areas of thickening (26)
in conbination with said inwardly extendi ng projections
(25,28) serve to enhance the vertical stiffness of the
band (11) (see page 15, lines 12 to 16; and page 7,
line 33 to page 8, line 10). Consequently, feature (iii)
when taken al one does not appear to contribute to the
solution of the technical problemdefined in paragraph
1.2.2 above.

1.5 Furthernore, figure 12 shows the nould used for the
i njection nmoul ding of closures "according to the
present invention". The essential part of this nould
(44), nanely the shape of the rib (18) has in its upper
part two surfaces (47,48) which correspond to said
surfaces (23,24) according to said "first preferred
aspect" at page 3 and according to said "anot her
aspect" at pages 5/6. The statenment that the feature of
the "areas of |ocalised thickening" "further reduces
the possibility of the closure being tanpered with ..."
does not inply that this feature has to be considered
to represent an essential feature, specifically since
t he paragraph before states that these areas of
| ocalised thickening only represent a preferred feature

2790.D
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(see page 7, line 27 to page 8, line 10). Thus, this
statenent supports the appellant's argunents that
already the features of the characterising portion
according to said "first preferred aspect” reduce the
possibility of the closure being tanpered with and

t hereby sol ve the technical problemunderlying the
appl i cation.

From the aforenenti oned passages of the description
(see paragraph 1.2.3 above) it is evident that claiml
definitely does not define the one and only solution to
the said technical problem To the contrary, taking
account of the statement at pages 3/4 concerning

di sadvant ages of the shape of the ribs according to the
closures of the prior art it has to be concl uded that
the closure according to said "first preferred aspect”
represents another solution to the technical problem
defined in paragraph 1.2.2 above.

The concl usi on of paragraph 1.6 above applies nutatis
mut andis to the said "another aspect” at page 5 where
the nould for making the closure of the said "first
preferred aspect” is defined. The features conprised in
the "characterising portion” of the said "first
preferred aspect” and the said "anot her aspect™
correspond to the solution described at page 4 of AP2
but use a slightly different term nology for the two
surfaces of the upper side of the rib.

Thus, the Board considers that the features of the
"projections and other |ocalised areas of thickening”
conprised in the "broadest aspect” statenment and in
claiml1 of AP2 cannot be considered to be essenti al
features, at least not for the alternative solutions
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presented in the description. Consequently, these
features nmust not be conprised in independent clains
directed to such alternative solutions. Furthernore, it
is has to be considered that the aforenmentioned
features are presented in the description as being
optional .

The Board concurs with the appellant that the decision
i ssued by the Opposition Division on the patent
resulting fromthe grandparent application AP2, which
was based on the subject-matter of claiml as filed, is
not relevant with respect to an alternative solution
conprised in the grandparent application AP2 but not
havi ng been cl ai ned yet.

The Board therefore holds that the nould according to
said "anot her aspect” at page 5, line 18 to page 6,
line 6 of the grandparent application AP2 provides a
basis for claim1l according to the main request of the
present application. Each individual feature according
to this aspect of AP2 is conprised in claim1 so that
the subject-matter thereof has not been extended
conpared with the disclosure of AP2 as fil ed.
Furthernore, no feature has been added to claim1 of
the present application that was not originally

di scl osed in AP2.

The Board therefore concludes that claim1l of the nain
request neets the requirenents of Articles 76(1)
and 123(2) EPC

The clains of the patents resulting fromthe
exam nation procedure of grandparent application AP2
and parent application APl are directed to "a cl osure
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for a container" (see EP-B1-0 0 650 444 and EP- B1-

0 870 693, respectively) while the clains 1 to 10 of
t he present application according to the main request
are directed to "a nould for use in the injection
nmoul di ng of a cl osure".

A mould per se is definitely quite different froma
closure per se for a container. The clains 1 to 10 of

t he present application thus claima different subject-
matter than the granted clains of the patents resulting
fromthe applications AP1 and AP2. Hence the Board
considers that the clains 1 to 10 of the present
application according to the main request are not
objectionable in this respect (see the Cuidelines,

CVI, 9.6).

Remttal to the first instance

As evident fromthe file the Exam ning Division has not
exam ned the patentability of the subject-matter of
claim1l yet.

Under these circunstances the Board considers it
appropriate to exercise its discretion under

Article 111(1) EPC to remit the case to the first

i nstance for further prosecution, i.e. to exam ne
whet her the application neets all the requirenents of
t he EPC.

Thus, the appellant has the opportunity to have its

case considered without |oss of an instance.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

G Nachti gal | A. Burkhart

2790.D



