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Summary of Facts and Submissions 

 

I. European application No. 04021919.8 was refused by the 

examining division for lack of novelty. 

 

II. The appellant (applicant) filed an appeal against that 

decision. 

 

III. The appellant requested that the decision under appeal 

be set aside and the case be remitted to the department 

of first instance for further prosecution on the basis 

of the main request filed with letter of 11 July 2007 or 

on the basis of the first to ninth auxiliary requests 

also filed with said letter. These requests were amended 

with letter of 4 October 2007 whereby page 14 of the 

description was amended. 

 

IV. The independent claim of the main request reads as 

follows (change to claim as originally filed highlighted 

in bold): 

 

"1. A battery pack (20) for use with a portable 

electric power tool (22, 32) comprising: 

a plastic housing (44) having a floor (46), a 

circumferential wall (48) extending upward from an outer 

peripheral edge of the floor (46) and a cap (50) 

cooperating with an upper outer peripheral region of the 

circumferential wall to define an enclosed internal 

cavity (52); 

a relatively soft elastic bumper (58) mounted to the 

plastic housing (44) and extending only about the outer 

peripheral edge of the floor, and overlying adjacent 

portions of the floor (46) and circumferential wall (48); 

and 



 - 2 - T 1582/06 

2122.D 

a plurality of battery cells (54) mounted within the 

enclosed internal cavity (52) of the plastic housing 

(44); 

wherein the elastic bumper (58) serves to cushion an 

impact load exerted on the battery pack (20) and the 

associated power tool (22, 32) if the battery pack (20) 

or the electric power tool (22, 32) and battery pack 

assembly is dropped in an orientation in which the 

batter pack (20) strikes a hard surface." 

 

V. The document cited in the present decision is the 

following: 

 

D1: US-A-5 401 591 

 

VI. The arguments of the appellant concerning its main 

request may be summarised as follows: 

 

 Claim 1 as amended requires that the elastic bumper 

extends only about the outer peripheral edge of the 

floor. In D1 the protective boot 106 extends about the 

whole of the lower portion of the battery pack, which 

includes the floor thereof. The surface extent of the 

prior art bumper is not therefore limited to the outer 

peripheral edge. The subject-matter of claim 1 as 

amended therefore is novel. 

 

 Since the decision of the examining division concerned 

the novelty of claim 1 only over D1 the case should be 

remitted to consider the other documents, as well as 

inventive step. 
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Reasons for the Decision 

 

1. Article 123(2) EPC 

 

1.1 The only amendment to claim 1 compared to claim 1 as 

originally filed is the addition of the word "only" 

before "about the peripheral edge of the floor". A basis 

for this amendment may be found in the application as 

originally filed on page 7, lines 17 to 21 together with 

the figures. In that part of the description it is 

stated that: "Accordingly, the elastic bumper 58 extends 

about the outer peripheral edge of the floor 46 and 

overlays portions of the floor 46 and the 

circumferential wall 48. The bumper 58 covers and 

protects the area of the battery pack plastic housing 44 

that is most likely to experience an impact load and 

failure and thus minimizes damage to the battery pack 

20." From this statement it is clear that the bumper 

does not cover the whole of the floor or the whole of 

the wall since it refers just to portions of these and 

mentions that it covers the areas most likely to be 

damaged, i.e. omitting areas unlikely to be damaged. 

This interpretation is consistent with the figures that 

show such a limited surface extent cover by the bumper 

58. 

 

1.2 The other amendments are to the description and the 

figures and comprise the deletion of embodiments which 

are not longer consistent with claim 1 as amended. 

 

1.3 The Board is therefore satisfied that the application as 

amended satisfies Article 123(2) EPC. 
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2. Novelty 

 

2.1 The examining division refused the application for lack 

of novelty over D1. It considered that since the bumper 

disclosed in this document covered the whole floor it 

also covered portions of the floor and hence took away 

the novelty of claim 1 as originally filed. 

 

2.2 The amendment to claim 1 now limits the claim in that 

the bumper only covers the peripheral edge. In D1 there 

is resilient boot 106 covering the whole of the battery 

pack including the floor thereof. The boot is intended, 

amongst other matters, to be an environmental seal 

protecting the battery pack against contaminants (see 

column 4, lines 42 to 44). In claim 1 of the document 

the boot is described as cup-shaped. It is thus clear 

that the boot covers the whole of the lower part 

including the floor thereof. This is in contrast to 

claim 1 of the present application in which it is 

specified that only the peripheral edge is covered by 

the elastic bumper. 

 

2.3 Therefore, the subject-matter of claim 1 of the main 

request is novel in the sense of Article 54 EPC. 

 

3. Remittal to the department of first instance 

 

3.1 The examining division has not yet examined claim 1 for 

novelty with regard to the documents cited in the search 

report other than D1, and for inventive step with regard 

to all the documents. In accordance with Article 111(1) 

EPC, the Board therefore considers it appropriate to 

remit the case to the department of first instance so as 
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to give the appellant the possibility to argue its case 

before two instances. 

 

 

Order 

 

For these reasons it is decided that: 

 

1. The decision under appeal is set aside. 

 

2. The case is remitted to the department of first instance 

for further prosecution. 

 

 

The Registrar:     The Chairman: 

 

 

 

 

G. Nachtigall    H. Meinders 

 


