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Summary of Facts and Submissions

IT.

ITI.

Iv.

The appeal by the opponent (appellant) lies against the
decision by the opposition division, posted on

18 April 2018, rejecting the opposition against
European patent No. 2 157 104.

The patent proprietor (respondent) requested in the
reply to the statement of grounds of appeal (letter of
28 December 2018) that the appeal be dismissed (i.e.
the opposition be rejected), or alternatively that the
decision under appeal be set aside and that the patent
be maintained in amended form on the basis of any of
Auxiliary Requests 1 to 6 filed with said reply to the
statement of grounds of appeal. Contrary to all
requests of higher order which included a claim 1
directed to a composition, Auxiliary Request 4

consisted only of process claims 1 and 2.

In its communication of 4 March 2021 issued in
preparation for oral proceedings the Board noted, among
others, that Auxiliary Request 4 submitted with letter
of 28 December 2018 had not been objected to.
Accordingly, the Board did not provide any provisional

opinion or analysis concerning that request.

With letter of 21 May 2021 the appellant made
additional submissions taking position on the Board's
preliminary analysis of the case, but again did no
raise any objection against the subject-matter defined
in said Auxiliary Request 4 consisting of process

claims 1 and 2.

In an additional submission by the respondent made with
letter of 16 June 2021, all requests submitted with the



VI.

VII.

VIIT.
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reply to the statement of grounds of appeal were
maintained, albeit in a different order, former
Auxiliary Request 4 becoming the new Main Request. The
correspondence between the auxiliary requests submitted
with letter of 16 June 2021 and the claims requests
submitted with the reply to the statement of grounds of

appeal is not relevant for the present decision.

The Board in a further communication dated 22 June
2021, but sent in advance by email on 17 June 2021,
informed the parties that the Board had no reason to
hold the new Main Request inadmissible or unallowable,
since the new Main Request was in substance identical
to former Auxiliary Request 4 and no objection had been
raised against its subject-matter. On that basis the
parties were informed of the Board's preliminary view
according to which the decision under appeal should be
set aside and the case remitted to the department of
first instance with an order to maintain the patent on
the basis of the Main Request filed with letter of 16
June 2021, after any necessary consequential amendment

of the description.

With a letter of 18 June 2021 and in response to the
Board's additional communication, the respondent
withdrew their request for oral proceedings on the
conditions that the appellant would also withdraw their
request for oral proceedings and the case be remitted
to the department of first instance with an order to
maintain the Patent on the basis of the Main Request of
16 June 2021, after any necessary consequential

amendment of the description.

With letter of 18 June 2021 and also in response to the
Board's additional communication the appellant withdrew

their request for oral proceedings under the proviso
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that the respondent would maintain the order of their

requests.

IX. Oral proceedings were thereafter cancelled by the

Board.

Reasons for the Decision

1. In conformity with the requirements of Article 12 (3)
RPBA 2020 (transitional provisions in Article 25 RPBA
2020) the respondent explained in detail with their
reply to the statement of grounds of appeal (letter of
28 December 2018) why the subject-matter of Auxiliary
Request 4 submitted with said letter met the
requirements of the EPC (page 18, sections 7.10 to
7.15).

2. The appellant did not raise any objection against the
subject-matter of said Auxiliary Request 4 throughout
the whole appeal procedure, even after the Board had
indicated in its communication sent in preparation for
oral proceedings the absence of such objection, or had
informed the parties with letter of 22 June 2021, sent
in advance by email on 17 June 2021, that it had no
reason in the absence of such objections to hold the
new Main Request, identical in substance to that former
Auxiliary Request 4, inadmissible or unallowable (see
above points VI to VIII). In addition, in view of the
rejection of the opposition there is no objection
accepted by the opposition division which could
possibly be equally wvalid for Auxiliary Request 4, all
the more as this request includes only process claims
which were never specifically objected to in opposition

and appeal proceedings.



- 4 - T 1573/18

In view of the judicial character of the inter partes
appeal procedure proper to an administrative court

(G 7/91 and G 8/91 (OJ EPO 1993, 356, 346, point 7 of
the Reasons), G 9/91 and G 10/91 (OJ EPO 1993, 408,
420, point 18 of the Reasons) and G 1/99 (OJ EPO 2001,
381, point 6.6 of the Reasons)), which by its very
nature is less investigative than an administrative
procedure and in which opposing parties should be given
equally fair treatment (see G 10/91, loc. cit., point
2), it cannot be expected that the Board investigates
whether objections raised against the former Main
Request would be likely to prejudice maintenance of the
patent on the basis of the new Main Request,
corresponding in substance to former Auxiliary Request
4 submitted in reply to the statement of grounds of
appeal, and if so provide on its own, an elaborate and
full reasoning, substituting itself for the appellant
which remained passive as far as the subject-mater of
that former Auxiliary Request 4 / new Main Request was
concerned, all the more as the opposition was rejected,
so that there was no objection against the patent as
granted which was considered successful by the
opposition division. In the absence of contentious
issues concerning the subject-matter of the new Main
Request submitted with letter of 16 June 2021 the Board

concludes that the new Main Request is allowable.

Since the Board was in the position to allow the
respondent's Main Request as submitted with letter of
16 June 2021, there was no need to hold oral
proceedings as conditionally requested by the parties

and to decide on any other issue.
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For these reasons it is decided that:

1. The decision under appeal is set aside.

2. The case is remitted to the opposition division with

the order to maintain the patent in amended form on the

basis of claims 1 and 2 according to the Main Request

submitted with letter of 16 June 2021 and after any

necessary consequential amendment of the description.
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