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Summary of Facts and Submissions

IT.

IIT.

Iv.

VI.

The appeal by the patent proprietor (appellant) lies
from the decision of the opposition division to revoke

European patent No. 2 781 561.

The following documents are referred to in the present

decision:

D3 UsS 7,368,177 B2
D4 EP 1 411 148 Al
D5 Us 8,318,251 B2

In the impugned decision, the opposition division's
conclusions included that the subject-matter of claim 1
of any of the main request and the first and second

auxiliary requests was not new in view of D4.

Oral proceedings were held before the board on
10 October 2022.

The appellant requested that the decision under appeal
be set aside and that the patent be maintained in
amended form on the basis of the main request, filed as
the fourth auxiliary request with the letter dated

8 September 2022.

The opponent (respondent) requested, as far as relevant
to this decision, that the appeal be dismissed and that

the main request not be admitted into the proceedings.
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Reasons for the Decision

Form of the decision

In the current case, both parties agreed during the
oral proceedings that the decision could be put in
writing in abridged form. Accordingly, and in the
absence of any reasons to the contrary, the present
decision is put in abridged form (Article 15(7) RPBA
2020) .

Main request (filed as auxiliary request 4 by letter of
8 September 2022)

1. Claim 1 of the main request reads as follows:

"1. A process of treating a coated article, the process

comprising:
providing an article having a MCrAlY coating;

prior to applying an aluminide treatment, preparing
the MCrAlY coating to remove at least a portion of

an oxidized material on the MCrAlY coating;

applying the aluminide treatment onto the MCrAlY

coating to form a treated MCrAlY coating,; and

outwardly forming B-phase material from the MCrAlY

coating into the treatment;

wherein the applying is selected from the group
consisting of soaking, spraying, brushing, dipping,
pouring, pack cementation, vapor deposition, and

combinations thereof."
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Admittance of the main request

The respondent requested that the main request not be

admitted into the proceedings.

The main request is based on the fourth auxiliary

request filed with the statement of grounds of appeal.

This fourth auxiliary request was filed in response to
the opposition division's conclusion (point 7.3 of the
decision) that the features added in the first and
second auxiliary requests filed in first-instance
proceedings did not distinguish the claimed subject-
matter over D4. This conclusion was drawn for the first
time during the oral proceedings before the opposition
division since in the annex to the summons to attend
oral proceedings (point 6.2), the opposition division
was of the preliminary opinion that these features were
"nowhere disclosed in the prior art". The appellant
could not be expected to respond on the spot during the
oral proceedings to this change of opinion by filing
the appropriate claim requests as also the respondent
had not raised any objections against the first and
second auxiliary requests prior to the date of the oral
proceedings before the opposition division. The fourth
auxiliary request filed with the statement of grounds
of appeal could thus not have been presented in the

first-instance proceedings.

The main request, which is based on the fourth
auxiliary request filed with the statement of grounds
of appeal, was filed with the letter of

8 September 2022. Claim 1 of the main request differs
from claim 1 of the fourth auxiliary request filed with
the statement of grounds of appeal in that the term
"and/or other portions of the article" was deleted.

This amendment was made to overcome the objection of
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lack of clarity raised by the board in its
communication pursuant to Article 15(1) RPBA 2020. The
objection was that it was not clear what preparing
other portions of the article meant in claim 1 of the
fourth auxiliary request filed with the statement of
grounds of appeal. This objection was raised for the
first time in the board's communication pursuant to
Article 15(1) RPBA 2020 and represents exceptional
circumstances justifying the admittance of the main

request.

For these reasons, the board decided, in accordance
with Article 13(2) RPBA 2020, to admit the main request

into the appeal proceedings.
Article 123 (2) EPC

Claim 1 of the main request differs from claim 1 as
filed in the step of, prior to applying an aluminide
treatment, preparing the MCrAlY coating to remove at
least a portion of an oxidised material on the MCrAlY

coating.

Claim 1 of the main request is based on the combination
of claim 1 as filed and paragraph [0019] of the Al
publication of the patent application disclosing the
additional step referred to above. The features
disclosed in paragraph [0019] of the published
application are not, as argued by the respondent,
inextricably linked with those of paragraphs [0018],
[0020] and [0021] and can thus be combined with claim 1
as filed without creating an intermediate

generalisation.

Claims 2 to 11, 13 and 14 of the main request are
identical to claims 2 to 11, 13 and 14 as filed.
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Claim 12 of the main request is based on claim 12 as
filed.

Article 84 EPC

The respondent objected that the terms "oxidized
material" and "preparing" referred to in claim 1 of the

main request were unclear.
The board does not agree.

The process of claim 1 of the main request comprises
the step of, prior to applying an aluminide treatment,
preparing the MCrAlY coating to remove at least a

portion of an oxidised material on the MCrAlY coating.

This step i1s not present in the claims as granted and
is thus open to a clarity objection (G 3/14, OJ EPO
2015, A102, order).

However, even though the oxidised material referred to
in claim 1 of the main request is unspecified, the
skilled person would understand that an oxidised
material is any material that has been oxidised, i.e. a
material that gained oxygen atoms. This term
encompasses any oxide. The skilled person is thus able
to distinguish an oxidised material from an unoxidised
material. The term "oxidized material" is therefore

clear.

With regard to the term "preparing", the board agrees
with the appellant that this term means, in the context
of claim 1, "making ready" and not "building
(something) up". Thus, the skilled person would
understand from the wording "preparing the MCrAlY
coating to remove at least a portion of an oxidized
material" that the step requires making the MCrAlY

coating ready for the application of the aluminide
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treatment by removing at least a portion of an oxidised

material present on the MCrAlY coating.

Consequently, claim 1 of the main request meets the

requirements of Article 84 EPC.

Novelty

The respondent did not raise any novelty objection

specifically directed to the present main request. With
regard to the subject-matter of claim 1 of the previous
main request, the respondent had argued that it lacked

novelty over D3 and D4.

The board observes the following:

D4 does not explicitly disclose the steps of "prior to
applying an aluminide treatment, preparing the MCrAlY
coating to remove at least a portion of an oxidized
material on the MCrAlY coating" and "outwardly forming
B-phase material from the MCrAlY coating into the
treatment" . The board does not accept that the former
feature is implicitly disclosed as alleged by the
respondent in the written proceedings (reply to the
statement of grounds of appeal page 13, last
paragraph) . Neither can the board agree that the latter
feature was the inherent result of the method of D4.
These two steps thus represent the distinguishing

features of claim 1 of the main request in view of DA4.

The same conclusion applies with regard to D3, the

disclosure of which is very similar to that of D4.

The subject-matter of claim 1 of the main request, and
by the same token of all remaining claims is thus

novel.
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Inventive step

The respondent objected to inventive step in view of D4

or D3 as the closest prior art.
D4 as the closest prior art

The patent is directed to a process of treating coated

articles such as combustion turbines.

During the oral proceedings, the respondent relied on

D4 as the closest prior art.

D4 discloses a method of depositing a coating on an
article. The coated articles are components of gas
turbines. The coating of these components protects them
from oxidation and/or corrosion resulting from the

thermal effect of the hot environment.

In view of the above, D4 belongs to the same technical
field and has the same objective as the opposed patent.
D4 thus constitutes a suitable closest prior-art
document for the assessment of inventive step of the

subject-matter of claim 1 of the main request.

The coating of D4 comprises two layers, one of which
consists of MCrAlY and the other consists of B-NiAl
(nickel aluminide). Figure 3 of D4 discloses an article
(1) comprising a MCrAlY coating (7) and a B-NiAl
coating (6) on top of the layer of the MCrAlY coating
(paragraph [0029]). The application of the MCrAlY in D4
corresponds to the step in claim 1 of providing an
article having a MCrAlY coating. The application of the
B-NiAl coating corresponds to the step of applying an
aluminide treatment onto the MCrAlY coating to form a
treated MCrAlY coating. Claim 4 of D4 discloses that
the B-NiAl coating may be deposited by a CVD process

(chemical wvapour deposition), which corresponds to the
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feature of claim 1 "the applying is selected from the
group consisting of soaking, spraying, brushing,
dipping, pouring, pack cementation, vapor deposition,

and combinations thereof".
Distinguishing features

As set out above when discussing novelty, the two steps
of "prior to applying an aluminide treatment, preparing
the MCrAlY coating to remove at least a portion of an
oxidized material on the MCrAlY coating" and "outwardly
forming B-phase material from the MCrAlY coating into
the treatment" represent the distinguishing features of

claim 1 of the main request in view of D4.
Objective technical problem

It was common ground between the parties that the
effect of the feature "outwardly forming [B-phase
material from the MCrAlY coating into the treatment"
was a reduction of the brittleness of the coating. The
appellant formulated the technical problem as the
provision of a coating process for an article to
deliver adequate fatigue performance in the context of
an article which has an oxidised material on the
surface of the coating. The board agrees with this

formulation of the objective technical problem.
Obviousness

The respondent relied on D5 and common general
knowledge for the obviousness of the solution proposed

by claim 1 of the main request.

D5 (column 2, lines 3—16 and column 6, lines 52-67)
discusses the characteristics of outward-type and

inward-type diffusion aluminide coatings.
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There is, however, no teaching in D5 or D4 that the
surface of the MCrAlY coating has an oxidised material
on its surface and that this should be removed prior to
the aluminide treatment. The allegation that this is
common general knowledge was contested by the appellant
but not corroborated by any evidence. For this reason
alone, the board considers that the solution proposed
by claim 1 of the main request is not obvious in view
of the combination of D4 and D5 or common general

knowledge.

D3 as the closest prior art

In the written proceedings, the respondent also relied

on D3 as the closest prior art. D3 (figure 2) discloses
a coated article comprising a first layer 16 consisting
of MCrAlY and a second layer 19 consisting of, e.g. pB-

NiAl.

Thus, D3 discloses the same coated article as D4. The
distinguishing features of claim 1 of the main request
are the same as those identified in view of D4. This
was not disputed by the respondent. Consequently, the
same reasoning as given in view of D4 as the closest
prior art applies. The subject-matter of claim 1 of the
main request involves an inventive step in view of D3

as the closest prior art.

The subject-matter of claim 1, and by the same token
dependent claims 2-14 of the main request, consequently

involves an inventive step.

The board concludes that the main request is allowable.



Order

T 0296/19

For these reasons it is decided that:

1. The decision under appeal is set aside.

2. The case is remitted to the opposition division with

the order to maintain the patent with the set of claims

of the main request,
request with the letter dated 8 September 2022,

description to be adapted thereto.
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