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Summary of Facts and Submissions

IT.

The appeal of the patent proprietor lies from the
interlocutory decision of the opposition division
posted on 2 January 2019 concerning maintenance of
European Patent number 2 542 624 in amended form on the
basis of the claims of the first auxiliary request
filed with letter of 5 March 2018 and an amended
description. The contested decision was also based on

the patent as granted as the main request.

Granted claim 1 read as follows:

"l. Use of a curable polyorganosiloxane composition as
an encapsulant for a photovoltaic module, said

composition comprising:

(A) at least one polyorganosiloxane having at least

two unsaturated hydrocarbyl residues,

(B) at least one polyorganohydrogensiloxane having

at least seven Si atoms, wherein the molar ratio of

SiH-groups to all Si-atoms is more than 0.55,

(C) at least one hydrosilylation catalyst,

(D) optionally at least one adhesion promoter,

(E) optionally at least one reinforcing filler,
wherein the molar ratio of the total of SiH groups in
component (B) to the total of the unsaturated

hydrocarbyl residues in component (A) in the

formulation is between 1.2 and 4."



IIT.

Iv.

-2 - T 0655/19

In the first auxiliary request claim 1 was amended with
respect to granted claim 1 in that the component (B)

was selected from

"polysiloxanes that have only methyl or phenyl

groups as organic residues".

The remaining claims of these requests are not relevant

to the present decision.

The following document was inter alia cited in the

decision under appeal:

D7: WO 2005/006451 Al

The contested decision, as far as it is relevant to the

present appeal, can be summarized as follows:

(a) The subject-matter of granted claim 1 extended
beyond the content of the application as filed
(Article 100 (c) EPC). In particular, there was no
basis for a molar ratio of between 1.2 and 4 as in
granted claim 1 calculated only on the basis of the
unsaturated hydrocarbyl groups of component (A).
Instead the originally filed description stated
that the said ratio was calculated on the basis of
the unsaturated hydrocarbyl groups of the two

components (A) and (B).

(b) The amended claims according to the first auxiliary
request fulfilled the requirements of Article
123(2) and (3) EPC. Specifically, since component
(B) of claim 1 was limited to silicone structures
without unsaturated residues, the deficiency of

granted claim 1 had been overcome. The objections
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raised under Article 100 (b) EPC did not prejudice
maintenance of the opposed patent. Finally the
subject-matter of the claims of the first auxiliary
request was novel and involved an inventive step

over D7 as the closest prior art.

With the statement setting out the grounds of appeal
the patent proprietor (appellant) requested that the
decision under appeal be set aside and the opposition
be rejected. In the alternative maintenance of the
patent in amended form on the basis of one of the
auxiliary requests 1-12 (all filed with the statement

of grounds) was requested.

Claim 1 of auxiliary request 1 was amended with respect
to granted claim 1 in that it was specified at the end
of the claim that

"the unsaturated hydrocarbyl residues are not

present in in component (B)".

The claims of auxiliary requests 2-12 are not relevant

for the present decision.

Although the opponent (respondent) initially filed a
notice of appeal against the contested decision, they
withdrew their appeal against the patent with letter of
10 May 2019 and did not actively participate
thereafter, but only informed the Board that they would

not be represented at the oral proceedings.

In preparation of the oral proceedings scheduled for
14 June 2022, the Board issued a communication
informing the parties that it agreed with the
opposition division's conclusion in respect of granted

claim 1. Concerning auxiliary request 1, the Board
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raised a new objection of lack of clarity. Apart from
the clarity objection, it was held that none of the
grounds of opposition prejudiced maintenance of the

opposed patent on the basis of auxiliary request 1.

The nature of the clarity objection is not relevant for

the present decision.

With letter of 7 March 2022 the appellant filed a new
main request addressing the clarity objection raised

against auxiliary request 1.

Claim 1 of the main request was amended with respect to
granted claim 1 in that it was specified at the end of
the claim that

"no unsaturated hydrocarbyl residues are present

in component (B)".

The main request further included dependent claims 2 to
13 and independent claim 14 covering a "Photovoltaic
module comprising the cured polyorganosiloxane
composition as defined according to any of claims 1 to
12",

Oral proceedings were thereafter cancelled by the

Board.

The appellant's arguments, as far as they are relevant

for the present decision, may be summarised as follows:

(a) Main request

(1) Article 123 (2) EPC
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The amendment of claim 1 found a direct and unambiguous
basis in page 17, lines 12-17 of the application as
filed.

(11) Sufficiency of disclosure, novelty and

inventive step

The findings of the opposition division with regard to
the first auxiliary request (as dealt with in the
contested decision) applied mutatis mutandis to the

main request.

The appellant requested that the decision under appeal
be set aside and the patent be maintained on the basis
of the claims of the main request as filed with letter
of 7 March 2022 or on the claims of auxiliary requests

1 to 12 filed with the statement of grounds of appeal.

The respondent had no pending requests.

Reasons for the Decision

Procedural aspects

The respondent did not file a request or raise an
objection to the appellant's requests, but only
informed the Board that they would not be represented
at the oral proceedings. The respondent's right to be
heard is respected, since the respondent had the
opportunity to take position on all the issues on which
this decision is based and did not request oral
proceedings thereby waiving the opportunity to present
their case orally. As the Board is in the position to

decide according to the main request of the appellant,
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the decision can be taken in writing and the oral

proceedings were cancelled, as not deemed necessary.

Main request (as filed with letter of 7 March 2022)

Admittance

The admittance of the amendment to the appellant's case
in the form of the main request (filed on 7 March 2022)
is subject to the provisions of Article 13(2) RPBA
2020, which provide that amendments to a party's case
made after notification of oral proceedings are not to
be taken into account unless exceptional circumstances,

justified by cogent reasons, exist.

In a communication sent in preparation of the oral
proceedings, the Board held that none of the grounds of
opposition prejudiced the maintenance of the patent on
the basis of auxiliary request 1, however, it raised
for the first time a clarity objection against claim 1
of said request. The respondent submitted with their
letter of 7 March 2022 a new main request overcoming
the clarity objection without changing the conclusion
of the Board with regard to auxiliary request 1. Indeed
claim 1 of the new main request has essentially the
same scope than claim 1 of auxiliary request 1 but
merely clarifies a feature. The purpose and the effect
of the amendment performed in the main request are to
address a new objection of lack of clarity without
creating new issues. That new main request therefore
contributes to the procedural economy of the case since
it simplifies the questions to be dealt with and does
not change the factual and legal framework of the case.
The admittance of the main request was also not

contested by the respondent.
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The Board was able to deal with the amended main
request without undue delay. In view of the fact that a
new clarity objection had been raised against auxiliary
request 1 with the Board's communication and
considering the simplification of the case, the absence
of new issues and the lack of objection on the side of
the respondent, the Board considers that "exceptional
circumstances" within the meaning of Article 13(2) RPBA
2020 are present that justify admittance of the main

request into the proceedings.

Allowability

The present main request was neither addressed in the
contested decision nor discussed by the respondent
during the appeal proceedings. It follows that the
opposition division's conclusions apply only in part to

the main request.

In what follows, the Board therefore explains to what
extent the various findings of the opposition division
apply to the main request and why it considers that the
objections which were dealt with in the contested
decision do not prejudice maintenance of the opposed

patent on the basis of the main request.

Article 123 (2) EPC

The opposition division considered that granted claim 1
found no basis in the application as filed because the
molar ratio of between 1.2 and 4 as in granted claim 1
was calculated on the basis of the unsaturated groups
in component (A) only while the application as filed
disclosed that range when said ratio was calculated on
the basis of the unsaturated groups in components (A)

and (B) (see page 17, lines 12-15).
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Claim 1 of the main request differs from grant claim 1
in that "no unsaturated groups are present in component
(B)". Consequently the deficiency identified by the
opposition division is no longer relevant for claim 1
of the main request. Indeed, the absence of unsaturated
groups in component (B) means that the above molar
ratio is the same when it is calculated on the basis of
the unsaturated groups in component (A) only or in

components (A) and (B).

Furthermore, the Board considers that claim 1 of the
main request finds a clear and unambiguous basis in
original claims 1, 2 and 14 in combination with page

17, lines 12-17 of the description as filed.

Specifically, the description as filed (see page 17,
lines 12-15) makes it clear that:

"The molar ratio of the total of SiH groups in
component (B) to the total of the unsaturated

hydrocarbyl residues R! in component (A) and if

present in (B) in the formulation is between 0.7

and 4, preferably 1 to 4, more preferably 0.8 to
2,5, more preferably 1.0 to 2.1, still more
preferably 1.2 to 2" (emphasis added by the Board).

The wording "if present in (B)" clearly covers the two
options that unsaturated groups are or are not present
in (B) and therefore gives a basis for the case in
which component (B) is devoid of "unsaturated
hydrocarbyl residues" as according to the new feature

of claim 1.

Therefore the claims of the main request do not

infringe the requirements of Article 123(2) EPC.



L2,

L2,

-9 - T 0655/19

Sufficiency of disclosure

The opposition division came to the conclusion that the
ground of opposition under Article 100 (b) EPC did not
prejudice maintenance of the patent on the basis of the
first auxiliary request filed with letter of 5 March
2018.

The Board notes that the conclusion of the opposition
division applies mutatis mutandis to the present main
request (see point 20.2-20.2.4 of the contested
decision). That conclusion was not disputed by the
respondent and the Board does not see any reason to

depart therefrom.

Therefore the ground of opposition under Article 100 (b)
EPC does not prejudice maintenance of the patent on the

basis of the main request.

Novelty and inventive step

In the contested decision the opposition division
concluded that claim 1 of the first auxiliary request
was novel and inventive over D7 as the closest prior
art. In particular the following distinguishing

features were identified:

(1) the component B comprised at least seven Si
atoms with a molar ratio of SiH-groups to

all Si-atoms of more than 0.55

(ii) the molar ratio of the total of SiH groups
in component (B) to the total of the
unsaturated hydrocarbyl residues in

component (A) in the formulation was
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between 1.2 and 4 (see contested decision,
points 20.3.1 and 20.4.4).

The distinguishing features (i) and (ii) are limiting
features of the present set of claims. The findings of
the opposition division therefore fully apply to the
present main request, which was not contested by the

respondent.

The Board sees no reason to deviate from the
conclusions of the opposition division (see contested
decision, points 20.3 to 20.4.12).

The main request of the appellant being allowable,
there is no need for the Board to consider any of
auxiliary requests 1-12. The decision is to be set
aside and the patent is to be maintained on the basis

of the claims of the main request.
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For these reasons it is decided that:

1. The decision under appeal is set aside.

2. The case is remitted to the department of first

instance with the order to maintain the patent on the

basis of the claims of the main request (claims 1-14)
filed with letter of 7 March 2022 and after any

necessary consequential amendment of the description.
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