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Summary of Facts and Submissions

IT.

The appeal filed by the patent proprietor is directed
against the decision of the opposition division to

revoke the European patent No. 2 822 720.

In its decision the opposition division held that the
main request and the auxiliary request 2D did not
comply with the requirements of Article 123(2) EPC,
that the auxiliary request 2E filed during the oral
proceedings did not comply with the requirements of
Article 84 EPC, and that the auxiliary request 1C
lacked novelty in the meaning of Articles 52 (1) and 54
EPC in view of the following state of the art:

I4: DE 81 26 791 Ul

The remaining auxiliary requests were not admitted.

The appellant (patent proprietor) requested that the
decision under appeal be set aside and the patent be
maintained in amended form on the basis of the main
request or 1in the alternative on the basis of one of
the auxiliary requests 1, 2, 3A, 4A, 7A, 10 and 11 or
one of the auxiliary requests 3 to 9 and 12 to 14 as
well as 1A, 2A, 5A, 6A and 8A to 14A all filed with its
statement of grounds of appeal. The ranking was set
with letter dated 6 August 2021. Further the appellant
(patent proprietor) requested reimbursement of the

appeal fee.

The respondents 1 to 4 (opponents 1 to 4) requested
that the appeal be dismissed.
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Summons to attend oral proceedings were issued on 3
August 2020. With a communication under Article 15(1)
RPBA dated 12 August 2020 the Board informed the
parties of its preliminary, non binding assessment of

the case.
Oral proceedings pursuant to Article 116 EPC were held
before the Board on 8 September 2021 by videoconference

(VICO) as agreed by all parties.

Claim 1 according to the main request reads as follows
(labelling of the features added):

1.1 "A blade holder comprising

1.2 a blade seat (60)

1.3 comprising a holder connection surface (57) and

1.4 longitudinal jaws (62A, 62B) disposed on opposing

sides of the holder connection surface,

characterised in that

1.5 a  holder passageway (16) is configured for

conveyance of coolant and

1.6 comprising a coolant  path (42A4) extending
therethrough from a holder 1inlet aperture (18) to a
holder outlet aperture (20)

1.7 formed at the holder connection surface;

1.8 the holder passageway comprises a preceding portion
(21)
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1.9 and a deceleration chamber (22) closer than the

preceding portion to the holder outlet aperture,

1.10 and a transition region (88) at which the
preceding portion transforms into the deceleration

chamber;,

1.11 in the preceding portion at the transition region,
the holder passageway has a preceding portion Cross-
sectional area (AP) extending perpendicular to the
coolant path, 1in the deceleration chamber at the
transition region, the holder passageway has a
deceleration chamber cross—-sectional area (AD1)

extending perpendicular to the coolant path, wherein:

1.12 the deceleration chamber comprises a barrier
surface (90) facing the coolant path of the preceding

portion at the transition region;
1.13 the holder connection surface 1is formed with a
sealing element recess (64) that surrounds the holder

outlet aperture

1.14 a sealing element (52) is mounted in the sealing

element recess; and

1.15 wherein the blade holder 1is <configured for
conveyance of coolant at a pressure 1in excess of 20
bar,

1.15a preferably 120 bar or greater.'"

Claim 9 according to the main request reads as follows:

"A cutting tool assembly (10) comprising, in

combination, a parting blade (14), and a blade holder
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(12) according to any one of claims 1 to 8, wherein
movement of the parting blade in the blade holder 1is
restricted by location of a sealing element and the

parting blade."

The auxiliary request 1 corresponds to the main request
without claims 9 to 13 relating to the cutting tool

assembly.

Claim 1 of the auxiliary request 2 corresponds to claim
1 of the auxiliary request 1 with the following

additional limitation

"wherein the coolant path comprises a change of
direction from the holder inlet aperture to the holder

outlet aperture"

introduced after feature 1.14.

Claim 1 of the auxiliary request 3 reads as follows:

"A cutting tool assembly (10) comprising, in

combination,

a parting blade (14);

a cutting insert (34 ); and

blade holder comprising a blade seat (60) comprising a
holder connection surface (57) and longitudinal jaws
(62A, 62B) disposed on opposing sides of the holder
connection surface, characterised 1in that a holder
passageway (16) is configured for conveyance of coolant
and comprising a coolant path (42A) extending
therethrough from a holder 1inlet aperture ( 18) to a
holder outlet aperture (20) formed at the holder
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connection surface;

the holder passageway comprises a preceding portion
(21) and a deceleration chamber (22) closer than the
preceding portion to the holder outlet aperture, and a
transition region (88) at which the preceding portion

transforms into the deceleration chamber;

in the preceding portion at the transition region, the
holder passageway has a preceding portion Ccross-
sectional area (A,) extending perpendicular to the
coolant path, 1in the deceleration chamber at the
transition region, the holder passageway has a
deceleration chamber cross-sectional area (Ap1)

extending perpendicular to the coolant path, wherein:

the deceleration chamber comprises a barrier surface
(90) facing the coolant path of the preceding portion

at the transition region;

the holder connection surface 1is formed with a sealing
element recess (64) that surrounds the holder outlet

aperture;

a sealing element (52) 1is mounted 1in the sealing

element recess;,

wherein the coolant path comprises a change of
direction from the holder inlet aperture to the holder

outlet aperture,; and
wherein the blade holder is configured for conveyance
of coolant at a pressure 1in excess of 20 | bar,

preferably 120 bar or greater;

wherein the parting blade (14) is configured for
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coolant to exit a blade outlet aperture (28) and pass
above a rake surface (38) of the cutting insert (34) in
a direction towards a cutting edge (36) of the cutting

insert (34)."

Claim 1 of each of the auxiliary requests 4 to 8 is
based on independent claim 1 of the auxiliary request 3
and is further limited Dby the introduction of
additional structural features relating to the cutting

insert, the blade holder and/or the parting blade.

Claim 1 of the auxiliary request 9 1is based on claim 1
of the auxiliary request 2 with the following

additional limitation:

"wherein the change of direction from the holder inlet
aperture (18) to the holder outlet aperture (20) occurs

at the deceleration chamber (22)"

introduced after feature 1.14.

Claim 1 of the the auxiliary request 10 corresponds to
claim 1 of the auxiliary request 2 with the following

additional limitation:

"wherein each of the longitudinal jaws (62A, 628)
comprises a slanted biasing surface (76A, 76B) for
biasing a parting blade (14), peripherally, against the

holder connection surface"
introduced after feature 1.7.
Claim 1 of the the auxiliary request 11 corresponds to

claim 1 of the auxiliary request 10 and includes the

following additional limitation:



-7 - T 2906/19

"wherein each of the longitudinal jaws (62A, 628)
comprises a relief recess (78A, 788) located inward of
the biasing surface (76A, 768)"

introduced after the additional feature added to claim

1 of the previous auxiliary request 10.

Claim 1 of the the auxiliary request 12 corresponds to
claim 1 of the auxiliary request 11 and includes
further structural limitation regarding the the

longitudinal jaws.

Claim 1 of the the auxiliary request 13 corresponds to
claim 1 of the main request with the following

additional limitation:

"wherein the sealing element is configured to
simultaneously contact all surfaces (66', 68', 70') of

the sealing element recess"

introduced in feature 1.14.

Claim 1 of the the auxiliary request 14 corresponds to
claim 1 of the main request with the following further

limitation:

"wherein the sealing element mounted 1in the sealing
element recess has a cross sectional dimension equal to
or larger than a recess distance, which 1is measurable
between an outer peripheral surface and an 1inner

peripheral surface thereof"

introduced in feature 1.14.

Claim 1 of each one of the auxiliary requests 1A to 14A

corresponds to claim 1 of the respective auxiliary
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request 1 to 14 wherein feature 1.15 has been modified

to read:

"wherein the blade holder is configured for conveyance
of coolant 1is at a pressure 1in excess of 20 bar,

preferably 120 bar or greater to the holder 1inlet

aperture”.

Reasons for the Decision

MAIN REQUEST

Article 123(2) EPC

1. The appellant (patent proprietor) contested the
conclusion of the opposition division in the decision
under appeal that claim 9 of the main request did not
comply with the requirements of Article 123(2) EPC.
Since no further written observations were submitted
regarding this point as reaction to the preliminary
opinion of the Board and since the appellant (patent
proprietor) at the oral proceedings referred in this
respect to its written submissions provided with the
statement of the grounds of appeal, the Board does not
see any reason to deviate from its preliminary
assessment which is thus hereby confirmed and reads as

follows:

1.1 The Board concurs with the view of the opposition
division that the subject-matter of claim 9 of the main
request, directed to a cutting tool assembly comprising
a generic parting blade and a blade holder according to
claims 1 to 8, 1s not directly and unambiguously
derivable for a person skilled in the art from the

originally filed application, hence this claim does not
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comply with the requirements of Article 123 (2) EPC.

In the contested decision the opposition division held
that the omission in claim 9 of the reference to the
specific parting blade according to claims 1 to 3 which
was included in claim 11 as granted on which claim 9 at
stake should be based resulted in new subject-matter
infringing Article 123(2) EPC. The appellant (patent
proprietor) argued that this omission was supported by
paragraphs [0001], [0018] and [0019] of the description
as originally filed. The arguments provided by the
appellant (patent proprietor) are not convincing for

the following reasons:

According to established Case Law of the Boards of
Appeal the relevant criterion to be applied for
assessing whether an amendment complies with the
provisions of Article 123 (2) EPC is the so called "gold
standard"” requiring an assessment of whether the person
skilled in the art would directly and unambiguously
derive the subject-matter resulting from the amendment
from the original disclosure as a whole. The Board
observes that claim 9 at stake is essentially based, as
was claim 11 as granted, referred to by the appellant
(patent proprietor), as being the basis for the
amendment, on claim 28 as originally filed which was
directed to a cutting tool assembly comprising a
parting blade and a blade holder according to claims 1
to 10 and 11 to 27 as filed respectively. In view of
the structural features of the parting blade and of
blade holder implied by the reference to these claims
in claim 28 as filed, the person skilled in the art
would unambiguously realize that the relevant technical
aspect associated with the contested patent consists in
a blade holder and a parting blade provided with

respective cooperating coolant passageways suitable for
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reliably delivering cooling fluid from an holder inlet
aperture of the blade holder to an outlet aperture,
provided on the portion of the parting blade in contact
with the workpiece during the cutting operation. This
assumption is supported by the introductory part of the
description (see for example paragraphs [0001] and
[0007] to [0017]) and by the detailed description of
the preferred embodiment of the cutting tool assembly
which indeed comprises, as also clearly shown in the
figures, a parting blade and a blade holder, both
provided with cooperating coolant passageways. In view
of the above, the person skilled in the art would
assume that the parting blade referred to in paragraph
[0018] mentioned by the appellant (patent proprietor)
in support of its view is in fact not just a generic
parting blade, i.e. one non mandatorily provided with a
coolant passageway, but rather a parting blade with a
coolant passageway configured to convey cooling fluid
to the cutting insert mounted on the parting blade as
described in previous paragraph [0017]. In any case, as
convincingly observed by the respondent 2 (opponent 2),
even if paragraph [0018] were read and understood in
isolation from the rest of the description, it would
only provide support for a cutting tool assembly
combining a generic parting blade with a generic blade
holder, i.e both deprived of any coolant passageway.
Since this entity does not correspond to the subject-
matter defined in claim 9 of the main request which
comprises a tool holder with a coolant passageway, this
paragraph does not disclose the cutting tool assembly
now defined in claim 9. In addition, as convincingly
argued by the respondent 4 (opponent 4), it would not
be reasonable for the person skilled in the art to
directly and unambiguously derive from the original
disclosure as a whole, in particular from paragraph

[0018], an embodiment of the cutting tool assembly
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according to claim 9 combining a generic parting blade,
i.e. without a cooling passageway, with a blade holder
provided with such a cooling passageway, because it
would not make any sense to provide a cooling path on
the blade holder only while omitting a cooperating
cooling path on the associated parting blade.
Furthermore, contrary to the appellant's view, claim 9
is not supported by the vague and general statement of
paragraph [0019] of the description as filed either.
The reference to possible and undefinite combinations
of features in this paragraph shall also be interpreted
in view of the overall technical context underlying the
contested patent. This would lead the person skilled in
the art to exclude that paragraph [0019] somehow
discloses a cutting tool assembly combining a generic
parting blade with a blade holder provided with a
coolant passageway as the one now defined in claim 9
for the same reasons presented above regarding the

teaching of paragraph [0018].

The Board thus confirms the conclusion of the
opposition division that claim 9 defines amended
subject-matter which is not directly and unambiguously
derivable from the application as originally filed,
thereby infringing Article 123(2) EPC.

At least for this reason and irrespective of the
assessment of the further issues raised by the

respondents the main request is not allowable.

ORDER OF DISCUSSION OF THE AUXILIARY REQUESTS

With letter dated 6 August 2021 the appellant (patent
proprietor) requested to treat the auxiliary requests
according to an amended order compared to the one

indicated in the statement of the grounds of appeal,
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and in particular to discuss the auxiliary requests 3A,
47, 7A, 10 and 11 in this order immediately after

discussing the auxiliary request 2.

The respondent 2 (opponent 2) considered the amended
order of discussion of the auxiliary requests proposed
by the appellant (patent proprietor) with its latest
submissions to be an amendment to a party's case that
should Dbe dismissed under Article 13(2) RPBA 2020.
However, as it will be apparent from the following
assessment of the case, the new order of discussion of
the auxiliary requests set by the appellant (patent
proprietor) has no impact on the outcome of the appeal
proceedings, and therefore a decision on whether the
change of the original ranking of the auxiliary
requests represents a late amendment of the party's
case whose admissibility would have to be assessed in
view of the provisions of Article 13(2) RPBA 2020 is
not required in order to decide on the appeal. In the
following the auxiliary requests will be treated in the
amended order as requested by the appellant (patent
proprietor) with its letter dated 6 August 2021.
Furthermore, the labelling of the features of claim 1
of the main request will Dbe adopted in order to
indicate the identical features of the auxiliary

requests.

AUXILIARY REQUEST 1

The auxiliary request 1 corresponds to auxiliary
request 1C filed at the first instance and differs from
the main request in that all the claims directed to the
cutting tool assembly have been deleted in order to
overcome the objection against claim 9 of the main

request raised under Article 123 (2) EPC.
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Novelty: Article 52(1) and 54 EPC

The appellant (patent proprietor) contested the
conclusion of the opposition division that the subject-
matter of claim 1 lacked novelty in view of document I4
and in particular that the features labelled 1.12 and
1.15 of <claim 1 were directly and unambiguously

derivable from this prior art document.

Feature 1.12

An important point raised during these proceedings 1is
whether feature 1.12 imposes a limitation with respect
to the disclosure of 1I4. In this respect, it 1is
necessary to assess the meaning that the person skilled
in the art would assign to the expression "barrier
surface" when construing claim 1 with a mind willing to
understand and in the light of the technical context of

the claim.

In this regard the appellant (patent proprietor) drew
the Board’ s attention to the fact that claim 1 provides
a clear limitation for the configuration of the "holder
passageway" defined in feature 1.5 which, according to
the following features 1.8 to 1.10, comprises 3
distinct portions, namely a preceding portion (21), a
deceleration chamber (22) and a transition region (88)
at which the preceding portion (21) transforms into the
deceleration chamber (22) . The appellant (patent
proprietor) also observed that the orientation of the
"barrier surface'" with respect to the direction of the
coolant path in said preceding portion (21) at the
transition region (88) is clearly specified in feature
1.12 by the additional term "facing". By referring to
the first definition provided by the "Merriam-Webster

Online Dictionary"” it was further argued that the
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disputed expression "barrier surface" would be
generally understood by a person skilled in the art as
indicating a material element intended/positioned for

blocking/barring a passageway. The appellant (patent

proprietor) put forward that the person skilled in the
art would thus understand that a '"barrier surface
facing the coolant path of the preceding portion at the
transition region" in the meaning of feature 1.12 of
claim 1 defined an element intended and positioned for

barring and thus deflecting the coolant path exiting

the preceding region (21) at the transition region (88)
and entering the deceleration chamber (22). Based on
this interpretation it was argued that, contrary to the
views of the opposition division and of the
respondents, this barring functionality could not be
provided by the lateral surface surrounding and
delimiting the elongated recess (21) represented in
figures 1 and 3 of 1I4 which was thus erroneously
considered by the opposition division to represent a
"barring surface'" facing the coolant path of the
preceding portion at the transition region'" falling
within the meaning of feature 1.12 of claim 1. The
appellant (patent proprietor) explained that since this
surface surrounded the coolant path exiting the exit
hole (20) of the blade holder of I4 and was arranged

parallel thereto, a deflection/barring of the coolant

fluid path as implied by feature 1.12 could never take
place. The appellant (patent proprietor) pointed out
that its interpretation of the term "barrier surface”
was consistently supported for example by paragraphs
[0011], [0064], [GG] and [0079] and by the embodiment
in figure 3C of the contested patent which the person
skilled in the art would definitely take into account
when construing the c¢laim with a mind willing to
understand. The appellant (patent proprietor) thus

concluded that a "barrier surface facing the coolant
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path of the preceding portion at the transition region"
providing the deflecting functionality clearly implied

by the wording of feature 1.12 was not disclosed in I4.

The Board does not follow the above interpretation and
the arguments submitted by the appellant (patent
proprietor) and shares the views of the opposition
division and of the respondents that feature 1.12 in
the present formulation is directly and unambiguously

derivable from document I4 for the following reasons:

The Board considers that the expression in claim 1 "a
barring surface facing the coolant path ..... " is clear
in itself and, as such, shall be interpreted broadly by
the person skilled in the art simply in view of the
technical context of the claim. The Board concurs with
the respondents that this expression does not
mandatorily impose the limitation alleged by the
appellant (patent proprietor) that the barring surface
is arranged perpendicularly to the coolant path or at
least in an orientation determining, in operation, a
deflection of the coolant path exiting the preceding
portion (21) of the holder passageway and entering the
deceleration chamber (22). Such a limitation might be
only derived from a too restrictive interpretation of
the wording of claim 1 in wview of the description,
which is in the present case neither Jjustified nor
allowable because, as explained above, the disputed
wording is clear in itself when read in the technical
context of the claim. As correctly observed by the
respondents, any surface preventing a liquid flow from
passing through or escaping a certain space, for

example a surface entirely surrounding the liquid flow

path, would also fall within the broader meaning that a
person skilled in the art would confer to the term

"barring surface". This 1s clearly the case of the
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surface laterally delimiting the elongated recess (21)
in figures 1 and 3 of I4, wherein such elongate recess
(21) functionally equates the deceleration chamber
(22) of the Dblade holder according to the contested
patent. This surface prevents the coolant spilling out
from the exit hole (20) of the blade holder according
to I4 from flowing out from the elongate recess (21) in
a lateral direction, thereby providing "de facto"” a
barrier functionality in the same broader meaning that
this term has in claim 1. Therefore, the Board concurs
with the respondents in that the expression '"barring
surface facing the coolant path" does not compulsory
imply an orientation of the barrier surface
perpendicular/transversal to the direction of the
coolant path which imposes a deflection thereof as
alleged by the appellant (patent proprietor), and in
that the lateral surface physically delimiting the
elongated groove (21) of the tool holder of I4 also
faces the coolant flow exiting the exit hole (20) in
the sense that this surface entirely surrounds the
coolant path thereby forming an enclosing lateral
barrier. Finally, the wording of the final part of
feature 1.12 stating that the barrier surface faces the
coolant path of the preceding portion "at the
transition region" also falls within the design and
functionality of the prior art blade holder because the
bottom portion of the elongate groove (21) located
directly adjacent to the exit hole (20) represents a
transition portion in the meaning of claim 1, whereby
in this bottom portion of the elongate groove (21) the
flow of coolant flowing out from the exit hole (20)
also faces the lateral, peripheral surface delimiting
the elongate groove (21) according to the wording of

feature 1.12.
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Feature 1.15

The appellant (patent proprietor) correctly pointed out
that I4 does not give any information regarding the
geometry and the path of the holder passageway provided
within the blade holder disclosed therein and ending at
the exit hole (20). Neither are the characteristics of
the holder inlet aperture nor of the sealing element
(23) provided around the elongate recess (21) at the
holder connection surface described and/or shown in
this prior art document. The appellant (patent
proprietor) explained that in absence of this
information the person skilled in the art would not be
able to directly and unambiguously derive whether the
known blade holder is "configured for conveying coolant
at a pressure 1in excess of 20 bar" as required by
feature 1.15. It was further argued that despite the
uncontested fact that claim 1 is directed to a blade
holder "per se"”, the person skilled in the art reading
feature 1.15 with a mind willing to understand and in
the technical context of the patent would not disregard
the fact that the inlet aperture (18) and the sealing
element (52) specified in claim 1 must inherently
possess some specific characteristics rendering the
blade holder suitable in operation, i.e when assembled
with the parting blade, for conveying the coolant fluid
at a pressure in excess of 20 bar from the blade holder
inlet aperture to the blade outlet aperture. The
appellant (patent proprietor) observed that I4 does not
even show or describe the inlet aperture so that,
although it is uncontested that such an inlet aperture
must be provided somewhere on the blade holder body, it
cannot be assessed whether it would be suitable to be
connected to a coolant supply line providing coolant
fluid at a pressure in excess of 20 bar into the blade

holder passageway. Furthermore, the appellant (patent
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proprietor) explained that the person skilled in the
art construing the claim with a mind willing to
understand and in the technical context of the
contested patent would implicitly read in the claim
certain inherent features of the tool holder which are
not explicitly defined but mandatorily required in
order to achieve the functionality/suitability
expressed by feature 1.15, namely not a just a generic
inlet aperture and a generic sealing element but a
specific inlet aperture and a specific sealing element

structurally and inherently configured to withstand

when in operation a coolant fluid pressure in excess of
20 bar. In view of the lack of information provided by
I4 in this respect these inherently and thus implicitly
disclosed structural features of the inlet aperture
and of the sealing element cannot be considered to be

to directly and unambiguously disclosed in I4.

Th Board, in agreement with the opposition division and
with the arguments provided in particular by the
respondents 1 to 3 (opponents 1 to 3) during the oral
proceedings cannot follow the reasoning of the
appellant (patent proprietor) for the following

reasons:

It is common ground among the parties that claim 1 is
directed to a blade holder as such, and that I4 does
not explicitly disclose that the cutting tool assembly
is supplied (or 1s suitable for being supplied) in
operation with a coolant liquid at a pressure in excess
of 20 bar. Therefore, as the claim is directed to the
blade holder as such, in the Board's wview, the only
relevant question arising 1is not whether the whole
cutting assembly disclosed in I4 (i.e. blade holder +
parting blade + cutting insert) would be suitable in

operation for conveying coolant liquid to the parting
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blade at a pressure in excess of 20 bar, but rather
whether the known blade holder "per se", i.e. in view
of 1its explicitly disclosed or inherently implicit
structural features, 1is also configured to withstand
these operation conditions. The Board agrees with the
opposition division and the respondents that the
wording of claim 1 only requires that the inherent

structural features of the blade holder are selected in

such as way to make possible to inject coolant liquid
at a pressure in excess of 20 bar into the inlet
aperture and to convey the coolant liquid through the
holder passageway to the deceleration chamber (22) and
finally to the outlet aperture (20) located on the
holder connection surface (57). In view of the above,
the characteristics of the sealing means that according
to claim 1 are provided around the deceleration chamber
(see feature 1.13 and 1.14) and which were indicated by
the appellant (patent proprietor) as an alleged
distinguishing feature, would only play a role when
considering the whole cutting assembly in operation,
i.e. when the cutting insert of a parting blade mounted
and clamped on the blade holder 1is supplied with
coolant fluid. However, as claim 1 is directed to the
blade holder as such, the sealing element (52) provided
on the holder connection surface does not contribute to
the capability of the tool holder "per se'" to withstand
a fluid coolant injected into the inlet aperture at a
pressure in excess of 20 bar and conveyed through the
tool holder passageway to the outlet aperture (20). In
fact this sealing element will only play a role when
the blade holder and the parting blade are assembled to
form in operation a cutting assembly supplied with a
coolant fluid. Regarding the allegedly specific
inherent technical feature of the inlet aperture (18),
the respondent 1 (opponent 1) correctly observed that

claim 1 merely mentions that an inlet aperture (18) 1is
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provided without specifying any characteristics
thereof, as for example the presence of a leak proof
thread and/or of suitable sealing means adapted for
leakage free connection of the inlet aperture with a
coolant supply line at a pressure in excess of 20 bar.
In fact claim 1 only defines a generic inlet aperture
which cannot be distinguished from the inlet aperture
implicitly provided on the tool holder of I4. In this
regard the Board considers that any generic inlet
aperture, and hence also the inlet aperture implicitly
disclosed in I4, can be supplied with a coolant liquid
at a pressure in excess of 20 bar by directly injecting
such coolant fluid at high pressure therein. In view
of the above the Board shares the view of the
respondent 1 (opponent 1) that the only limitation
clearly imposed by feature 1.15 of claim 1 is that the
metal Dblock of the tool holder in which the holder
passageway is machined between the inlet aperture (18)
and the deceleration chamber (22) must be suitable, as
such, to withstand a coolant pressure above 20 bar
without breaking or being damaged. In agreement with
the respondents and the opposition division the Board
does not see any reason why the person skilled should
not assume that the blade holder of I4 is also obtained
from a solid metal block as it is typically the case
for any kind of blade holder for cutting machine. It
follows that the comparatively narrow passageway
machined in the solid metal block of the tool holder of
I4 is also suitable, without being dammed or breaking,
for conveying coolant at a pressure in excess of 20 bar
from a generic inlet aperture (not shown but implicitly
provided in the tool holder of I4) to the deceleration
chamber and then to the outlet aperture (20) provided
on the holder connecting surface as required by feature
1.15 of claim 1.
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For the reasons given above the Board does not see any
reason for deviating from the assessment of the
opposition division that features 1.12 and 1.15 of
claim 1 of the auxiliary request 1 can be directly and
unambiguously derived by a person skilled in the art
from document 1I4 in combination with the remaining
features of the claim which are not contested by the
appellant (patent proprietor), whereby this prior art
document anticipates the subject-matter of claim 1
which thus lacks clarity in the meaning of Articles
52(1) and 54 EPC.

This objection analogously applies to the identical
claim 1 of the main request in addition to the issue
raised under Article 123(2) EPC and discussed 1in

paragraphs 1. to 1.5 above.

In conclusion, in accordance with the conclusion of the
opposition division and regardless of the further
objections raised by the respondents the auxiliary

request 1 is not allowable.

AUXILIARY REQUEST 2

The auxiliary request 2 corresponds to the auxiliary 2C
which was not admitted by the opposition division at
the oral proceedings. This decision is contested by the

appellant (patent proprietor).

Novelty: Article 52 (1) and 54 EPC

Regardless of the question whether the decision of the
opposition not to admit the auxiliary request 2C was
correct and of the further formal and substantial
issues raised during the appeal proceedings, the Board

shares the view of the respondents that the subject-
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matter of claim 1 also lacks novelty over I4 in the
meaning of Article 52(1) and 54 EPC for the following

reasons:

With respect to claim 1 of the auxiliary request 1
claim 1 of the auxiliary request 2 contains the

additional limitation that:

"the coolant path comprises a change of direction from
the holder inlet aperture to the holder outlet

aperture”.

The appellant (patent proprietor) correctly argued that
document I4 does not show or describe either the path
of the coolant passageway within the blade holder body
or the position of the inlet aperture thereon. The
direction of the coolant path, at least as far as the
portion thereof foreseen within the blade holder body,
cannot thus be derived. It was further and convincingly
argued by the appellant (patent proprietor) that,
contrary to the wview of the respondent 1 (opponent 1),
there is no technical/constructional reason for
excluding that the inlet aperture of the tool holder of
I4 is provided on 1its back face and in particular in
alignment with the exit hole (20). Therefore the Board
agrees with the appellant (patent proprietor) in that
no mandatory change of direction of the coolant path
within the blade holder block, i.e. between the inlet
aperture and the exit hole (20), in the meaning of the
amended claim 1 can be directly and unambiguously
derived from I4. It was further argued that, contrary
to the respondents' view, a coolant Jjet flowing out
from the exit hole (20) of the blade holder of I4 when
a pressure 1in excess of 20 bar according to feature
1.15 is applied, would not experience, at least within

the recess (21), any significant widening which could
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be assimilated to a change of direction and that, in
any case, the average direction of a slightly diverging
jet fluid exiting the exit hole (20) would still remain
perpendicular to the bottom surface of the deceleration
chamber (21) thus without experiencing any substantial
change of direction in the meaning of the amended claim
1.

The Board agrees with the appellant (patent proprietor)
that no information regarding the actual path of the
passageway extending within the blade holder body from
the 1inlet aperture (its position not disclosed or
shown) to the exit hole (20) provided on the bottom of
the elongate recess (21) can be derived from I4.
However, as convincingly observed by the respondents,
the wording of claim 1 requires a change of direction

at some place of the whole coolant path and not

necessarily within the body of the blade holder. As in
the contested patent, the coolant path in the prior art
blade holder 1s not only formed by the coolant
passageway extending within the tool holder body from
the inlet aperture to the exit hole (20) but also by
the portion of coolant path exiting the exit hole (20)
and flowing within the recess (21). It is evident that
the direction of this last portion of the coolant path
extending 1in the elongate recess will depend on the
actual operation conditions. The direction of the
coolant path in its last ©portion, i.e. in the
deceleration chamber, can only Dbe appreciated and
determined in operation, 1i.e. when the inlet aperture
of the blade holder is supplied by a source of coolant
liquid wunder pressure. Feature 1.15 of claim 1 only

requires that the blade holder is configured for

conveyance of coolant liquid at a pressure in excess of
20 bar. Consequently, as convincingly pointed out by

the respondent 2 (opponent 2), this formulation does
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not exclude operation conditions where the blade holder
is connected to a coolant supply line at a lower
pressure, for example few bar. Turning now to document
I4, the person skilled in the art would recognize that
when supplying the inlet aperture with a relatively
lower pressure the coolant will spill out from the exit
hole (20) without any Jjet effect thereby laterally
spreading on the bottom of the elongated recess chamber
(21) and filling it. This operation condition, which is
also covered by claim 1, would result in a change of
direction of the last portion of the coolant path, i.e.
the coolant path portion within the elongate recess
(21), with respect to the direction of the coolant path
within the preceding portion of the holder passageway.
To summarize, under particular operation conditions
which are not excluded by the wording of claim 1, i.e.
coolant fluid supplied at relatively low pressure, the
blade holder of I4 will also provide for a change of
direction of the coolant path, namely in the last
portion of the coolant path extending within the

elongated recess (21).

For the reasons given above the subject-matter of claim
1 of the auxiliary request 2 also lacks novelty in view
of I4 in the meaning of Articles 52(1) and 54 EPC,

whereby also this auxiliary request is not allowable.

AUXILIARY REQUEST 3A

The auxiliary request 3A corresponds to the auxiliary

request 5 filed at the first instance proceedings which

was not admitted by the opposition division. This
decision was contested Dby the appellant (patent
proprietor). The respondents, besides requesting to

confirm the decision of the the opposition division

not to admit the auxiliary request 5, raised several
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formal and substantial issues, among others under
Article 123(2) and (3) EPC.

Article 123(2) EPC

The respondents observed that the newly filed
independent claim 1 is now directed to a cutting tool
assembly comprising a parting blade and a cutting
insert. The respondent 3 (opponent 3) argued that the
only Dbasis for this amended subject-matter is
represented by claim 28 as filed which indeed related
to a cutting tool assembly comprising a blade holder
according to any one of claims 11 to 27 and a parting
blade according to any one of claims 1 to 10 as filed.
It was essentially contested that allegedly essential
structural features of the parting blade which were
claimed by the reference to claim 1 as filed have been
now omitted in claim 1 of the auxiliary request 3A
together with the additional feature of claim 28 that
", .movement of the parting blade in the blade holder 1is
restricted by location of a sealing element and the
parting blade." . It was asserted that this omission
was not supported by the originally filed application
and as such resulted in an unallowable intermediate

generalisation infringing Article 123 (2) EPC.

The appellant (patent proprietor) replied that the
person skilled 1in the art would realize that the
omitted features referred to 1in particular by the
respondents 2 and 3 (opponents 2 and 3), see for
example the provision of a "blade passageway configured
for conveyance of coolant and extending from a blade
inlet aperture formed 1in at least one of the side
surfaces to a single blade outlet aperture located at
the cutting portion" were "de facto"” implicit in a

parting blade configured for "coolant to exit a blade
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exit aperture and pass above a rake surface of the
cutting insert in a direction towards a cutting edge of
the cutting insert" as specified by the last feature of
the amended claim 1, said last feature being clearly
based on claim 15 as granted in turn supported by
paragraph [0034] of the originally filed application.
The appellant (patent proprietor) further referred to
paragraphs [0001], [017] 1[018] [19] and [30] of the
original application which in its opinion, when
applying the "gold standard", would support the

omissions objected by the respondents.

The Board is not convinced by the arguments submitted
by the appellant (patent proprietor) for the following

reasons:

It must be assumed that independent claim 1 as filed,
to which original claim 28 refers regarding the
structural feature of the parting blade, contains, as
any independent claim, the combination of technical
features which should be in ©principle considered
essential for the definition of the invention. While,
as put forward by the appellant (patent proprietor),
the person skilled in the art might consider implicit
that a parting blade with the cooling functionality
expressed by the 1last feature of claim 1 of the
auxiliary request 3A inherently comprises an inlet
aperture and an outlet aperture, the same assumption
does not apply in the Board's view to the the overall
geometry/structure of the parting Dblade, to the
positioning of the inlet and outlet apertures and to
the Dblade passageway associated thereto which were
defined in claim 1 as filed and which have been now
completely omitted in claim 1 of te auxiliary request
3A. Furthermore, the Board concurs with the respondents

that these omitted features are functionally
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interrelated with the features of the parting blade
defined in the claim and as such cannot be arbitrary
disregarded. Moreover, contrary to the view of the
appellant (patent proprietor), no support can be
directly and unambiguously derived from the general
statements in paragraphs [0001], [0018] and [0019] of
the originally filed description for the broader claim
1 of the auxiliary request 3A for the same reasons
presented regarding claim 9 of the main request.
Finally, the passage in paragraph [0017] cited by the
appellant (patent proprietor) cannot support the
broadening of the claim at stake because it presents in
combination most of the structural features of the

parting blade which have been omitted in claim 1.

The auxiliary request 3A does not thus meet the

requirements of Article 123(2) EPC.

For the reasons given above and regardless of the
disputed admittance of the further issues raised by the

respondents, the auxiliary request 3A is not allowable.

AUXILIARY REQUEST 3

The same conclusion applies with the same arguments to
the broader auxiliary request 3 which contains the same
issue under Article 123 (2) EPC as auxiliary request 3A.
This was also acknowledged during the oral proceedings

by the appellant (patent proprietor) (see minutes).

AUXILIARY REQUEST 10

The auxiliary request 10 corresponds to the auxiliary
request 2D filed at the first instance proceedings and
rejected by the opposition division under Article

123(2). The decision of the opposition division to
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admit this request was contested by the respondents.

Article 123(2) EPC

The appellant (patent proprietor) contested the
assessment of the opposition division that the feature
introduced in claim 1 of the auxiliary request 10 from
the description that "..each of the longitudinal jaws
(62A, 628) comprises a slanted biasing surface (764,
76B) for biasing a parting blade (14), peripherally,
against the holder connection surface.." results in an
unallowable intermediate generalisation of the
preferred embodiment presented in the application as
filed because of the omission of the provision of a
relief recess on each one of the longitudinal Jjaws
which 1is presented 1in combination therewith in
paragraph [0053] of the originally filed application.
It was argued that the use of the term "can" in both
sentences of paragraph [0053] directly and
unambiguously presents the person skilled in the art
with the information that the relief recesses are mere
optional features which as such can be omitted without
infringing Article 123(2) EPC. The respondents argued
that due to the overuse of the term "can"” throughout
the application the person skilled in the art would not
directly and unambiguously derive from paragraph [0053]
that the relief recesses are mere optional features not

functionally interrelated with the slated jaw.

Regardless of the fact underlined by the respondents
that the term "can'" is indeed overused throughout the
application, thereby raising doubts whether for the
person skilled in the art it would really be understood
to intend as indicating an option, the Board observes
that the first sentence of paragraph [0053] teaches

that each of the first and second longitudinal jaws can
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comprise a slanted Dbiased surface, while the second
sentence teaches that each of the the first and second
longitudinal jaws can comprise a relief recess. There
is thus no explicit disclosure of longitudinal jaws
comprising slanted biasing surfaces as now claimed in

claim 1 which can be optionally provided with optional

relief recesses. In addition, as stressed by the
respondents, figure 1A shows that each longitudinal Jjaw
is provided with both, a respective slanted biasing
surface and a relief recess. Finally, contrary to the
view of the appellant (patent proprietor), the Board
agrees with the observation of the opposition division
and the respondents that the provision of slanting
biasing surfaces <results 1in an increase of the
applicable Dbiasing force and thus of the sealing
between the blade and the blade holder thereby allowing
for the wuse of higher coolant 1liquid pressures.
Although the function of the relief recesses (78A, 78B)
is not described in the contested patent, the Board
agrees with the opposition division that the person
skilled in the art would realize that they are intended
for relieving local stress concentration resulting from
the increased clamping forces applied to the parting
blade, thereby also contributing to the possibility of
applying higher clamping forces which improve sealing.
In view of the above the person skilled in the art
would conclude that all the features defined 1in
paragraph [0053] are functionally linked and that the
application as filed does not provide any basis for a
blade holder with longitudinal Jjaws having slanted

biasing surfaces without relief recesses.

For the reasons above and regardless of the
admissibility and of the other formal and substantial
issues raised by the respondents the auxiliary request

10 is not allowable.
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AUXILIARY REQUEST 10A

The same conclusion applies with the same arguments to
the auxiliary request 10A which contains the same
issue under Article 123(2) EPC.

AUXILIARY REQUEST 11

Article 84 EPC

The appellant (patent proprietor) contested the
assessment of the opposition division that the term
"relief recess" in claim 1 introduced a lack of clarity
under Article 84 EPC due to an inconsistency with the
representation of the corresponding feature in figure
1C. It was essentially argued that the person skilled
in the art would promptly understand this technical

term as meaning "relief groove'". Furthermore when
looking at an enlarged view of the upper jaw in figure
1C of the patent it could be unambiguously derived that
the recess relief indicated by the reference 78B was
not Jjust a radiused corner (so not at recess) as
objected by the opposition division and the
respondents, but rather also a recess delimited by 2
convergent lines, thus in conformity with the

terminology adopted in paragraph [0053].

The Board is not convinced by the arguments provided by
the appellant (patent proprietor) and confirms the
conclusion of the opposition division that the subject-
matter of claim 1 of the auxiliary request 11 lacks
clarity 1in the meaning of Article 84 EPC for the

following reasons:

The Board concurs with the respondents that term
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"relief recess"”, which has been taken from the
description, has no well recognized meaning 1in the
relevant state of the art and can only be interpretated
by a person skilled in the art in the technical context
of the contested patent as a recess provided for
relieving the concentration of local tensional stresses
which occur at the inner (sharp) corner of the jaws
when increasing the clamping force. However  the
description is silent regarding the actual geometry/
shape of this feature. When turning to the drawings and
in particular to figure 1C in the actual scale the
person skilled in the art is confronted with two
different embodiments of this feature, namely a

circular-like recess at the attachment of the slanted

surface of the lower Jjaw to the holder body and a

radiused portion at the attachment of the upper slanted

surface to the holder Dbody, the latter Thaving
definitely not the character of a recess. The person
skilled in the art would thus be confronted with an
inconsistency regarding the intended geometry of the
feature '"relief recess" which lead to doubt regarding
the effective limitation introduced in claim 1 which

thus lacks clarity in the meaning of Article 84 EPC.

For the reasons given above and regardless of the
further admissibility, formal and substantial issues
raised by the respondents, the auxiliary request 11 is

not allowable.

AUXILIARY REQUEST 11A

The same conclusion applies with the same arguments to
the auxiliary request 11A which contains the same

clarity issue raised against the auxiliary request 11.
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ADMISSIBILITY OF THE FURTHER AUXILIARY REQUESTS

Auxiliary requests 13 and 14

These auxiliary requests correspond to the auxiliary
requests 10C and 11C filed at the first instance
proceedings which were held inadmissible and were thus
disregarded by the opposition division. This decision
is contested by the appellant (patent proprietor) for
the reason that these requests were submitted in due
time, i.e. within the time limit set according to Rule
116(1) EPC, whereby the opposition division did not
have any discretion not to admit these requests in the
opposition procedure. Regardless of the question
whether the opposition division had a discretion when
deciding on the admissibility of auxiliary requests
filed in due time, the Board concurs with the
respondent 2 (opponent 2) that the subject-matter at
stake is diverging from the subject-matter of the

higher-ranking auxiliary request 2 directed to the same

subject-matter, namely a blade holder. In fact, the

limitation introduced in claim 1 of the higher-ranking

auxiliary request 2 relating to the change of the

direction of the coolant path has now been removed and

replaced by different limitations relating to the
mounting of the sealing element in the sealing element
recess (auxiliary request 13) or to the dimensioning
thereof (auxiliary request 14). This results in new
lines of defence diverging at least from that proposed
by the previous higher-ranking auxiliary request 2.
Furthermore, the Board considers that the opposition
division was correct in concluding that the high number
of auxiliary requests proposed during the opposition
proceedings was not meeting the generally applied
criteria that the number of auxiliary requests shall be

appropriate to the circumstances and at the same time
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not detrimental to the economy and fairness of the
proceedings. The decision not to admit the auxiliary
requests 13 and 14 by the opposition division is thus

correct.

Under these circumstances the Board, exercising its
discretion conferred to it by Article 12(4) RPBA in the
version 2007, which still applies to this appeal in
view of the transitional provisions of Article 25(2)
RPBA in the version 2020, not to admit requests which
have been held inadmissible by the first instance
department, decides to disregard the auxiliary requests
13 and 14.

Auxiliary requests 4 to 9, 12, 1A, 2A, 4A to 9A and 12A
to 14A

These requests have been filed for the first with the
statement of the grounds of appeal and their admittance
was contested by the respondents. The appellant (patent
proprietor) asserted that the submission of these
requests, which in the most of the cases would only
slightly differ from those filed during the first
instance ©proceedings, was a direct and Justified
reaction to the surprising interpretation of the term
"barrier surface"” given by the opposition division and
of which the appellant became allegedly aware only

after receiving the written decision.

The arguments of the appellant (patent proprietor) are
not convincing because the minutes of the first
instance oral proceedings (see points 5. to 5.2)
confirm that a discussion focused on the meaning of the
feature '"barrier surface'" took place at the oral
proceedings and subsequently led to the decision of the

opposition division to consider 1I4 ©prejudicial to
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novelty of claim 1 of the auxiliary request 1C, thereby
giving the appellant (patent proprietor) already at the
oral proceedings the clear hint that its interpretation
of this term could not be followed by the opposition
division. Thereafter the appellant (patent proprietor)
was given a further possibility to react to this
decision and to restore novelty over I4 by allowing a
further auxiliary request 2E which was however rejected
under Article 84 EPC. Therefore the allegation of the
appellant (patent proprietor) that the appeal was the
first possibility to react to the novelty objection
resulting from a surprising interpretation of the term
"barrier surface'" adopted by the opposition division is

not convincing.

Under these circumstances the Board makes use of its
discretion conferred to it by Article 12(4) RPBA in the
version 2007 not to admit requests which could have
been submitted at the first instance proceedings and
decides to disregard the auxiliary requests 4 to 9, 12,
1A, 2A, 4A to 9A and 12A to 14A.

REQUEST FOR REIMBURSEMENT OF THE APPEAL FEE

The patent proprietor alleged that the decision of the
opposition division not to admit the auxiliary request
2C (present auxiliary request 2) as late filed
represented a violation of the appellant's right to be
heard as well as to a fair procedure resulting in a
procedural violation Jjustifying reimbursement of the
appeal fee under Rule 103 (1) EPC.

However, since for the reasons given above the appeal
is not allowable, according to Rule 103(1l) (a) EPC no
reimbursement of the appeal fee can be granted. The

request for reimbursement of the appeal fee 1is
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therefore rejected.

Order

For these reasons it is decided that:

The appeal is dismissed.
The Chairman:

The Registrar:

A. Voyé G. Pricolo

Decision electronically authenticated



