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Summary of Facts and Submissions

I. The appeal lies against the decision of the opposition
division to reject the opposition against European
patent No. EP 2 944 840 Bl.

IT. The appellant requested that the decision under appeal

be set aside and the patent be revoked.

ITT. The respondent requested that the appeal be dismissed,
i.e. that the patent be maintained as granted (main
request) or that the case be remitted to the opposition
division for examination of auxiliary requests I and II

as filed on 21 October 2020 in opposition proceedings.

IV. Oral proceedings took place before the Board on
27 June 2024.

V. The following documents have been discussed in appeal

proceedings:

El: US 2013/0025982 Al
E2: FR 2 347 572 A2
E3: JP 3 815 695 B2

VI. Claim 1 reads as follows:

"l.1 A brake system (2) comprising:
1.2 a) a caliper (4) having:
i. one or more piston bores (7); and
ii. a piston (8) located within each of the one
or more piston bores (7);

b) two or more brake pads (10) located within the
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caliper (4);

1.3 ¢) a shim (30) in communication with at least one
of the two more brake pads(10), wherein the shim
includes:

i. one or more tie bars (34), and

ii. an open space (32) on each side of the tie
bar (34), and wherein each open space is a
window (32) that is a through hole through
the shim (30);

1.4 wherein during a brake apply, the one or more tie
bars allow at least one of the two or more brake
pads (10) to rotate relative to the piston while
the tie bar remains an only point of contact
between the shim and the piston so that the piston
moves at least one of the two or more brake pads
along a piston bore axis;

1.5 wherein the open spaces (32) allow at least one of
the two brake pads to pivot about the piston bore
axis (16); and

1.6 wherein during the brake apply, the piston can
extend into the open spaces and be free of contact

with the brake pad."
(Feature numbering added in bold)
VII. The appellant argued essentially the following:
i) Article 100 (b) EPC
The patent did not disclose the invention in a manner
sufficiently clear and complete for it to be carried
out by a person skilled in the art.
a) The claim encompassed a brake which had exactly two

pads and a shim that communicated with the two pads.

The two pads must be arranged on opposite sides of the
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brake disc. A sketch illustrating was included on
page 2 of the statement setting out the grounds of
appeal and is reproduced below, this hypothetical
embodiment had a shim which extended across the brake
disc. It was not explained how this conceivable

embodiment could be put into practice.
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Figure 6 T~ -30

b) Secondly, feature 1.4 of the claim included an
embodiment where one piston moved two or more brake
pads that were potentially arranged on opposite sides
of the brake disc. It was not described how a single
piston could move both brake pads and ensure their
pivoting motion.

c) Thirdly, feature 1.5 of claim 1 required that the
"brake pads pivot about the piston bore axis (16)". The
claim was clear and did not require any interpretation.
There was no disclosure in the patent of how this

feature should be carried out.

The above feature was interpreted by the opposition
division as meaning "that the movement of the piston
relative to the shim and to the brake pad corresponds
to a rotation around/about the line of contact with
the ... tie bar" (impugned decision section 22). There

was no justification for such an interpretation.

Consequently the invention was not described in a

manner sufficiently clear and complete for it to be
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carried out by the skilled person.

ii) Article 100(a) EPC - Novelty

The appellant further argued that the subject-matter of
claim 1 lacked novelty with respect to D1, D2 or D3.

VIITI. The respondent argued essentially the following:

i) Article 100 (b) EPC

The patent gave an example of how to carry out the
invention. With a mind willing to understand, the
skilled person would be able to put the invention into

practice.

ii) Article 100 (a) EPC

None of the documents cited disclosed all features of

claim 1.

Reasons for the Decision

1. Sufficiency of disclosure - Article 100 (b) EPC

The appellant argued that the ground of opposition of
Article 100 (b) EPC prejudiced the maintenance of the
patent as granted. They advanced three principal

arguments which are summarised above in section VII).

Regarding the first and second arguments the Board
considers that the patent shows at least one way of
realising these features. The Board considers that the
claim only requires a shim between piston and one of

the brake pads because "the tie bar remains an only
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point of contact between the shim and the piston" (from
feature 1.4). Thus, it is not necessary that the shim
extends across to the other side of the brake disc as
shown in the above sketch. If there is no piston on one
side then, according to the language of the claim,
there is also no need for a shim on that side.
Consequently, the claim does also not require any

rotation or pivoting of the brake pad on that side.

Regarding the third objection, the appellant argues
that the claim is clear and needs no interpretation.
Furthermore, the claim unambiguously required the brake
pads to "pivot about" the axis 16, i.e. that the brake

pad should swivel around the axis of the piston.

As argued by the appellant, feature 1.4 requires that
the tie bars allow at least one of the brake pads to
rotate relative to the piston. In addition, feature 1.5
requires that the open spaces allow at least one of the
brake pads to pivot about the piston bore axis. The
appellant argued that the patent did not disclose how
to achieve these two different movements of the brake

pad.

The Board considers that Fig. 7 of the patent,
reproduced below, shows clearly how the brake pads can

pivot.
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Figure 7

Also, because the tie bars are the only point of
contact between brake pad and piston they clearly allow
the rotation of the brake pads relative to the piston,
as required by feature 1.4, in the sense that they are

not suitable to prevent this motion.

Moreover, it is the open spaces that allow the brake
pads to pivot (feature 1.5) because the pad can enter

them when it moves about the tie bar.

The Board considers that the patent does not disclose
an embodiment in which the brake pads pivot about the
piston bore axis, in the sense that they rotate around
the piston bore axis. The patent discloses in Figure 10
that the brake pads rotate with respect to the tie bars
and that the piston can extend into the open spaces
formed in part by the tie bars (feature 1.6). This
latter feature supports the Board's view that the
pivoting motion must be about the tie bar, as shown in

Fig. 7 reproduced above.

Hence, the patent described the invention in a manner

sufficiently clear and complete so that the skilled
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person could put the teaching of claim 1 into practice.

Novelty

With respect to E1

Feature 1.4 of claim 1 reads:

"wherein during a brake apply, the one or more tie bars
allow at least one of the two or more brake pads (10)
to rotate relative to the piston while the tie bar
remains an only point of contact between the shim and
the piston so that the piston moves at least one of the

two or more brake pads along a piston bore axis;"

The Board considers that El1 does not disclose at least
that the tie bar is the only point of contact between
the shim and piston because, as well as the "tie bar"
16, there is also the rest of the shim which comes into
contact with the piston, see Fig. 3. Furthermore, even
if this point of contact could be regarded as being a
"tie bar" it does not have an open space on either side
into which the piston can extend as required by feature
1.6 of the claim.

Hence, E1 is not novelty destroying with regard to the

subject-matter of claim 1.

With respect to E2

The appellant argued that as the piston only made
contact at the footprint A shown in Figures 2, 7 or 8
these points of contact between the holes could be

considered to be a "tie bar".

The Board considers that the line formed by the piston

on a shim cannot be regarded as being a "tie bar". The
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shim is essentially a solid plate with four holes in

it; there is thus no element that can be regarded as a
"tie bar". Furthermore, even if these points of contact
could be regarded as being "tie bars" they do not have
an open space on either side as required by feature 1.3

of the claim.

Moreover, it is not apparent how the brake pad could
pivot about the "tie bar" because there is not an open

space on either side.

The subject-matter of claim 1 is new with respect to
E2.

With respect to E3
E3 discloses a similar arrangement to E2, therefore for
the same reasons, the subject-matter of claim 1 is new

with respect to E3.

Thus, none of documents E1 - E3 disclose the features

of claim 1 of the patent.

For these reasons it is decided that:

The appeal is dismissed.
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