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Summary of Facts and Submissions

IT.

ITTI.

Iv.

The opponent appealed against the decision of the
opposition division rejecting the opposition against

European patent No. 2622397.

Opposition had been filed against the patent as a whole
and based on the grounds for opposition under Article
100(a) EPC, together with Articles 54 and 56 EPC, and
under Articles 100(b) and 100(c) EPC.

The opposition division had found that the grounds for
opposition set out in Articles 100(a), 100(b) and 100 (c)
EPC did not prejudice the maintenance of the patent as

granted.

Oral proceedings before the board were held on

9 April 2025.

The opponent (appellant) requested that the decision under
appeal be set aside and that the patent be revoked.

The patentee (respondent) requested that the appeal be
dismissed or that the decision under appeal be set aside
and the patent be maintained in amended form according to
the claims of

- auxiliary request 1 filed with a letter dated
3 April 2023 or

- auxiliary requests 3 to 7 filed with a letter dated
19 September 2024.

The following document, which was relied on in the first-
instance opposition proceedings, 1is referred to in the

present decision:
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D5: EP 1 785 714 A2.

The opponent's written submissions are designated 01 to 03
as follows:

Ol: statement setting out the grounds of appeal,

02: letter dated 26 January 2024,

03, letter dated 7 March 2025.

The patentee's written submissions are designated Pl and
P2 as follows:

Pl: letter dated 3 April 2023,

P2: letter dated 19 September 2024.

Claim 1 according to the main request reads as follows

(the features of claim 1 are referred to as 1A to 1G2):

"A system comprising:

1A a calibration device (100, 1402) comprising

1B at least one calibration target (106, 1406), wherein
each calibration target comprises a sub-region (120, 811)
comprising a number of features (110) with dimensions less
than about 200 nm and less than the diffraction limit of a
microscope used to image the sub-region (120, 811) of the

at least one calibration target, and

1C a microscope comprising:

1D an objective (702, 804) configured to collect 1light
output from the sub-region (120, 811) of the at least one
calibration target and split the 1light output from each
feature (110) into a plurality of color component Dbeams

(816-818) ;

1E one or more detectors (824-826) configured to generate

separate color images (831-833) for certain color
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component beams, each color image representing a focused
and undistorted image of a different color component beam

of the light output; and

1F a processor,

characterised in that

1G1 the ©processor is configured to combine the
separate color images to form a pre-image (844,

901-908, 1002) of the sub-region and

1G2 generate a calibrated image (1010) based on the
pre-image, the calibrated image to show a focused and

undistorted image of features of the sub-region".

Reasons for the Decision

1. Admissibility of the appeal

The appeal is admissible.

1.1 The patentee submitted in writing that the opponent did
not provide any arguments against the opposition
division's decision that claim 1 as granted did not extend
beyond the content of the application as filed. Moreover,
with respect to Article 100(b) EPC, the opponent did not
at all consider document Pl (US 2011/0149097), which the
patentee had cited as evidence that the calibration as
defined 1in claim 1 of the patent was sufficiently
disclosed. The patentee concluded that the appeal was not
sufficiently reasoned and, therefore, not admissible.
During oral proceedings before the board, the patentee
maintained its objection but, although it was aware of the

preliminary opinion of the Dboard in the communication
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under Article 15 RPBA that the appeal was admissible, it

referred only to its written submissions.

The board cannot follow the patentee's submissions. The
absence of the opponent's arguments under Article 100 (c)
EPC simply means that the opponent did not maintain this
objection. With respect to Article 100(b) EPC, the board
considers that the arguments put forward by the opponent
in point II of the statement of grounds of appeal are
sufficient to understand why the opponent was of the view
that the appealed decision was wrong. Irrespective of
these aspects, since the opponent substantiated in the
statement of grounds of appeal why the subject-matter of
claim 1 lacked novelty (which 1is not disputed by the
patentee), and since it is settled case law of the boards
of appeal that appeals by opponents "are sufficiently
reasoned where they make a substantiated case for the
decision under appeal being wrong on one of the objections
or grounds for opposition" (cf. Case Law of the Boards of
Appeal, 10th edition, 2022, V.A.2.6.3.d), there 1is no
doubt that the opponent's appeal is admissible.

Main request - Novelty

The subject-matter of <claim 1 1is anticipated by D5
(Articles 100 (a) and 54 (1) EPC).

Claim interpretation

It is to be noted that certain expressions of features 1G1
and 1G2 of claim 1, such as "combine", "pre-image",
"generate", "calibrated" and "based on" have only a vague
and broad meaning in the absence of further technical

features to concretise these expressions.
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With regard to feature 1Gl, the Dboard concurs with the
opponent that the wording "to combine the separate color
images to form a pre-image" in claim 1 defines, in 1its
broadest meaning, merely an "intermediate organisational
step" (called "organisatorisches Zusammenstellen" 1in the
opponent's written submissions) in which the intensity
information of the three separate RGB images for each
pixel position (x,v), i.e. (rxy,0,0), (O,gxy,O) and
(0,0,bxy) are combined in a single vector (rxy,gxy,bxy).
See, for instance, 01, page 5, second paragraph; 01, page
6, first paragraph; 01, page 8, third paragraph; 02, page
18, first to third paragraph. Indeed, claim 1 does not
comprise technical features which require a more narrow

interpretation of the claim wording.

Reasons for lack of novelty

It is undisputed that D5 discloses features 1A to 1F of

claim 1.

Feature 1G1l

As explained by the opponent in writing and during oral
proceedings Dbefore the Dboard, D5, (01207, discloses
"sensing a three-color image of red, green and Dblue
(RGB)". This three-colour image is implicitly obtained in
D5 Dby separately detecting a red, a green and a blue
colour image and then having the processor combine the
three separate image signals to form a single three-colour
image signal. This single three-colour image signal of D5
is considered to be a "pre-image", since no specific
technical features of a "pre-image" are defined in claim 1
which would disqualify the three-colour image of D5 to be

a "pre-image". Therefore, feature 1Gl is disclosed in D5.
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Feature 1G2

As further explained by the opponent in writing and during

oral proceedings before the board, D5, [0120], discloses
that "when sensing a three-color image [...], aberration
evaluation values can be measured [...][and] color

deviation, distortion and the 1like can be eliminated by
correcting each color 1image by the evaluation value and
then re-combining them". That 1is, each of the three
separate colour images of the three-colour image (i.e. the
"pre-image") 1is first corrected for chromatic aberrations.
Then the three corrected separate colour 1images are
recombined, 1i.e. combined again, to generate a "calibrated
image" within the meaning of claim 1 (see opponent's
submissions, for instance, 01, page 9, first paragraph and
02, page 9, last paragraph). Generating a calibrated image
based on the pre-image is also disclosed in D5 in the sense
that the corrected separate colour images result from the
sensed three-colour image, 1.e. the pre-image. It follows

that feature 1G2 is anticipated by D5.
Appealed decision

According to the opposition division, [iln D5, the
original microscopic 1image 1s separated in color images,
corrected and then re-combined. [...] There is no
indication in D5 that the calibration of the separated
colors is based on a combined pre-image [...]. Each color
is in D5 corrected independently of the other <colors.
Therefore the opposition division concludes that D5 does
not disclose that the calibrated image is generated based
on the pre-image" (appealed decision, paragraph Dbridging

pages 9 and 10).
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The board cannot follow the opposition division's

reasoning.

As explained in point 2.2.2 above, the sensed "three-
colour image" mentioned in D5, [0120], page 16, 1line 8,
falls within the meaning of the term "pre-image" used in
feature 1Gl. Indeed, the sensed "three-colour image" of D5
is formed by a processor combining the three separate red,
blue and green colour 1images separately detected by a
detector and corresponding colour filters. Since the term
combine does not have any precise meaning in the context of
claim 1, assembling the three separate colour images to
form a "three-colour image", i.e. a pre-image, falls under

the wording of feature 1Gl.

On the basis of this "three-colour image", i.e. the pre-
image, the three separate colour 1mages are corrected.
Then, by recombining the corrected colour images, a
corrected image, i.e. a calibrated image, 1s generated as

claimed in feature 1G2.

Patentee's arguments in favour of novelty

The patentee submitted in writing and during oral
proceedings before the board that there was no mention in
D5 o0f summing up or otherwise merging or combining
separate colour images, which could correspond to the
claimed generation of a pre-image (P11, page 23, last
paragraph) . Instead, the separate colour 1images were
stored individually. Moreover, the individually captured
colour images 1in D5 were corrected individually before
they were then combined in the form of corrected images to

create an overall image (Pl, page 24, last paragraph).

The patentee concluded that an essential difference

between the subject-matter of claim 1 and the disclosure
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of D5 was precisely that in D5 separate colour images were
not first combined to form a pre-image. As a consequence,
in D5 the calibrated image was not generated based on the
pre-image. Rather, in D5, the separate colour images were
first corrected separately and it was only then that they

were combined to form a calibrated image.

The board is not convinced by the patentee's arguments.

As explained in point 2.2.2 above, it is implicit that the
sensed three-colour image mentioned in D5, [0120], page
16, line 8, 1s an 1image composed of pixels defined by
image data composed of a combination of image data from
the separate colour images. In other words, the sensed
three-colour 1image of D5 1s a combined image of the
separate colour images. Moreover, the term "pre-image" as
such does not imply any concrete technical features other
than that it 1is an image. Therefore, the sensed three-
colour image of D5 is a combination of the separate colour
images, forming a pre-image in the sense of claim 1,

thereby anticipating feature 1G1.

Moreover, given the broad meaning of the terms "generate",
"calibrated", "based on" and "pre-image", recombining the
three corrected colour images (resulting from the three-
colour image, 1i.e. the pre-image) in D5 corresponds to
generating a calibrated image based on the pre-image, as
defined in feature 1G2. In particular, contrary to the
patentee's submission, <claim 1 does not preclude the
calibrated image of feature 1G2 from being generated from

separate, already corrected colour images.

Accordingly, the ground for opposition under Article 100 (a)
EPC in combination with Article 54 EPC prejudices the

maintenance of the patent as granted.
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The patentee's main request is, therefore, not allowable.

Auxiliary requests - Remittal of the case

The Dboard decides to make use of its discretion under
Article 111(1) EPC and Article 11 RPBA by remitting the

case to the opposition division for further prosecution.

For the reasons provided in point 2. above, the board came
to the conclusion that the subject-matter of claim 1 of
the main request lacked novelty and that, therefore, the
appealed decision rejecting the opposition had to be set

aside.

The board notes that the patentee had filed a number of
auxiliary requests during the first and second instance
opposition proceedings. As the opposition division decided
to reject the opposition, neither the admittance of the
auxiliary requests to the opposition proceedings nor the
patentability of the claimed subject-matter was discussed
between the parties and the opposition division. Moreover,
the Dboard notes that the opponent raised a number of
objections of lack of novelty and lack of inventive step
on the basis of a number of prior art documents. If the
board were to decide on the admittance and the
patentability of the claimed subject-matter of the
auxiliary requests, it would not be in a position to
review an earlier first-instance decision, but might have
to carry out a first examination of new sets of claims.
This would run counter to the primary object of the appeal
proceedings to review the decision under appeal in a

judicial manner (Article 12(2) RPBA).
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Furthermore, the board, following the opponent's
submissions, interprets features 1Gl1 and 1G2 and the
disclosure of D5 in a fundamentally different and broader
sense than the opposition division and the patentee (see
point 2. above). The facts of the case are fundamentally
changed by this new interpretation of the claim wording.
The consequence thereof 1s that the board comes to the
conclusion that the subject-matter of claim 1 of the main
request lacks novelty with respect to D5, whereas the
appealed decision concluded that neither D5, nor any other
available prior art document anticipated the subject-
matter of claim 1. The patentability of the subject-matter
of claim 1 of the auxiliary requests has to be assessed on
the basis of this new interpretation of the claim wording.
This amounts to a fresh case which alone Jjustifies the
case to be remitted to the department of first instance

for further prosecution.

The patentee agreed that the case should be remitted to

the opposition division as it was a fresh case.

The opponent's view was that the case was not that
complicated and that it could be the subject of discussion

and decision during the oral proceedings before the board.

After weighing up the above aspects, the board came to the
conclusion that 1in the present case there were special
reasons within the meaning of Article 11 RPBA which
justified remitting the case to the opposition division

for further prosecution.

For these reasons it is decided that:
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The decision under appeal is set aside.

The case 1s remitted to the department of first instance

for further prosecution.
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