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Summary of Facts and Submissions

IT.

IIT.

Iv.

The appeal of the patent proprietor (appellant) is
against the opposition division's decision to revoke
European patent No. EP 3 250 315 BI1.

The following document was among those discussed at the

opposition stage.

D1 Us 8,939,388 Bl

The opposition division concluded that the subject-
matter of independent method claim 1 of the patent as

granted lacked novelty over Dl.

Independent method claim 1 of the patent as granted

(the main request) reads as follows:

"l. A method for preparing an encapsulated product
having a core component encapsulated within a wall

material comprising the steps of:

forming an emulsion by emulsifying at least one core
material with a solution or a suspension comprising
water and at least one wall material, wherein the
resulting emulsion has a solids content of 15% to 50%
by weight of the emulsion and a viscosity of 150 cps to
250 cps;

atomizing the emulsion into droplets in an
electrostatic spray dryer and applying an electrostatic
charge to the droplets in the range of about 5 kV to
about 60 kV;



VI.

VII.

VIIT.

IX.
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drying the droplets in the electrostatic spray dryer at
an inlet temperature of about 25°C to about 110°C and
an outlet temperature of about 25°C to about 80°C to

obtain the encapsulated product.”

The board issued a preliminary opinion under
Article 15(1) RPBA, indicating that it was likely that
the decision would be set aside and that the case would

be remitted.

The opponent (respondent) replied by presenting further
arguments and withdrew its request for oral proceedings
in the event the board maintained its preliminary

opinion.

The appellant also replied by withdrawing its own
request for oral proceedings in the event the board

maintained its preliminary opinion.

The board cancelled the oral proceedings.

The arguments put forward by the appellant during the
appeal proceedings that are relevant to the present

decision can be summarised as follows.

The subject-matter of claim 1 of the main request was

novel over DI1.

The case had to be remitted to the opposition division.
The arguments put forward by the respondent during the
appeal proceedings that are relevant to the present

decision can be summarised as follows.

The subject-matter of claim 1 of the main request was

not novel over DI1.
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XI. The appellant requested that the decision under appeal
be set aside and the patent be maintained as granted.
In the alternative, they requested that, after
acknowledging novelty of the subject-matter of claim 1,
the case be remitted to the opposition division for
further prosecution. As an auxiliary measure they
requested that the patent be maintained in amended form
on the basis of one of auxiliary requests I to III

submitted with the grounds of appeal.

The respondent requested that the appeal be dismissed.

Reasons for the Decision

Main request

1. Novelty of the subject-matter of independent method

claim 1 in view of D1

The board is of the opinion that the respondent's
interpretation of D1 is speculative and the subject-
matter of claim 1 is novel (Article 54 (1) and (2) EPC)

for the reasons set out below.

1.1 The passage from column 5, line 56, to column 6,
line 28, of D1 states that the use of:
- a "non-conventional slurry", and/or
- specific electrostatic charging
allows the use of a non-heated drying fluid (as opposed

to prior-art processes using heated drying fluids).

In this regard, D1 defines a "conventional" slurry as

containing 50-70 wt% of water (column 6, lines 22-24,
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of D1) and a "non-conventional" slurry as one having a
relatively low water content of 20% to 50%
(corresponding to a solids content of between 50% and
80%), or, "[a]ldditionally or alternatively", a
viscosity of more than 300 cP as viscosity also
"relat[es] to the water content of the

slurry" (column 6, lines 1 to 4 and 11, of DI1).

Further, column 7, lines 23 to 27, of D1 discloses
three options indicating that the use of:

- a slurry with a relatively low water content
(labelled "option 1" in point II.3.3 of the
decision under appeal),

- an electrostatic charge ("option 2"), or

- a slurry with a relatively low water content and
an electrostatic charge ("option 3")

allows a different temperature upon drying compared

with conventional processes.

The opposition division deduced from this passage in
column 7 that since option 3 makes use of a "non-
conventional slurry", option 2 necessarily uses a
conventional slurry. Option 2 hence anticipated the
subject-matter of claim 1 since the viscosity and
solids content ranges of conventional slurries
overlapped with those of claim 1 (see points II.3.3.2,
IT.3.3.3 and IT.3.3.4 of the decision under appeal).

However, the deduction that option 2 necessarily uses a
conventional slurry within the meaning of D1 is

incorrect.

The passage in column 7 of D1 indicates that option 2
uses an electrostatic charge and that the slurry has a
water content outside the "relative low water content"

range (otherwise the slurry would fall under option 3).
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If it was acknowledged, arguendo, that the expression
"relative low water content" refers to the water
content of the non-conventional slurries of between 20%
and 50% in column 6, line 15, the water content outside
this range would correspond to contents below 20% or
above 50% (i.e. a solids content below 50% or above
80%) .

However, the conventional and non-conventional slurries
of D1 do not encompass all slurries. To facilitate
understanding, the slurries not encompassed by
conventional and non-conventional slurries are referred
to in this decision as "undefined slurries". For
example, slurries with a water content of less than 20%
or of more than 70% (corresponding to a solids content
of more than 80% or of less than 30%) are possible, but
are neither conventional nor non-conventional. Thus,

these would be included in these undefined slurries.

Since the passage in column 7 of D1 does not indicate
that the slurries of option 2 are strictly limited to
conventional slurries, it follows that the slurries of

option 2 may be "conventional" or "undefined" slurries.

The respondent argued that the teaching of D1 was
limited to conventional and non-conventional slurries.
Undefined slurries were not disclosed. Hence, the
combination of option 2 with undefined slurries

extended beyond the teaching of DI.

This is not convincing. Although D1 does not explicitly
refer to slurries belonging to the class of "undefined
slurries", these are still conceptually encompassed by

option 2 of D1. There is thus no unallowable
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combination of option 2 with the undefined slurries

that goes beyond the teaching of DI.

1.4 A sub-set of these undefined slurries are slurries with
solids contents of less than 15% or of more than 80%
(i.e. water contents of less than 20% or more than
85%) . Yet these slurries do not fall within the range

of claim 1 of the patent in suit.

1.5 In the same vein, since the passage in column 7 does
not indicate that the slurries of option 2 are strictly
limited to "conventional slurries" and since this
passage is silent on viscosity, the slurries of
option 2 may have viscosities of below 150 cps or of
between 250 cps and 300 cps, and these viscosities do

not fall under the ambit of claim 1 either.

1.6 Consequently, D1 does not disclose the subject-matter
of independent method claim 1 in a direct and

unambiguous manner (Article 54(1) and (2) EPC).

Remittal

2. In the event the subject-matter of claim 1 was
considered novel, the appellant requested remittal for

further prosecution.

The respondent has not objected to such a remittal.

The decision under appeal only addressed the novelty of
the subject-matter of the method claims of the

claim requests. By contrast, the novelty of the
subject-matter of the product claims, which are defined
by product-by-process features, has not yet been

discussed. The question of whether these product-by-
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process features confer novelty was not dealt with in

the decision under appeal.

Moreover, the question of inventive step was not dealt

with in the decision under appeal either.

In the context of the case at hand, this amounts to
exceptional circumstances within the meaning of

Article 11 RPBA, and justifies a remittal.

Order

For these reasons it is decided that:

1. The decision under appeal is set aside.

The case 1is remitted to the opposition division for

further prosecution.
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