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Summary of Facts and Submissions

IT.

The opponent (appellant) filed an appeal against the
opposition division's interlocutory decision finding
that, account being taken of the amendments made by the
patent proprietor during the opposition proceedings,
European patent No. 1 939 259 (the patent) as amended
in the form of auxiliary request 11 and the invention

to which it related met the requirements of the EPC.

With the statement of grounds of appeal, the appellant
filed copies of decisions T 288/06 and T 555/18.

The patent proprietors (respondents) filed a reply to

the statement of grounds of appeal.

The board summoned the parties to oral proceedings in
accordance with their requests. In a communication
under Article 15(1) RPBA issued on 2 October 2025, the
board drew attention to matters that seemed to be of

particular significance for the decision to be taken.

By letter dated 15 May 2026, the respondents filed
substantive submissions and a set of claims of

auxiliary request 12.

By letter dated 9 June 2026, the appellant filed

further substantive submissions.

Oral proceedings took place on 8 July 2026. During the
oral proceedings before the board, the respondents
submitted the set of claims of a new auxiliary

request 12 and maintained auxiliary request 12, the
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claims of which had been filed by letter dated
15 May 2026, as auxiliary request 13.

The appellant requested that the decision under appeal

be set aside and the patent be revoked.

The respondents requested that:

- the appeal be dismissed, i.e. that the patent be
maintained as amended in the form of auxiliary
request 11 underlying the decision under appeal
(main request), or, in the alternative

- that the decision under appeal be set aside and
the patent be maintained as amended on the basis
of:

- the set of claims of auxiliary request 12
as filed at the oral proceedings before
the board, or, further alternatively

- the set of claims of auxiliary
request 13, filed as auxiliary request 12
by letter dated 15 May 2026

Claim 1 of auxiliary request 11 underlying the decision

under appeal (i.e. the main request in the appeal
proceedings) reads as follows (the feature numbering

used by the board is included in square brackets).

"[1*] Use of a friction body of a writing instrument on
paper to produce frictional heat [1.1*] allowing
development, disappearance or change of color of
handwriting formed on the paper with the writing
instrument for producing thermochromic handwriting,

[2*] the friction body comprising one selected from
fluorine-based resin, chloroprene resin, nitrile resin,
and polyester-based resin,

[3] wherein the friction body has a friction

coefficient of 0.2 to 1.0, [3.1] when rubbed at a speed
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of 100 mm/min and with a load of 500 g against a paper
having thermochromic handwriting formed thereon,

[3.2] wherein the paper is a writing paper A according
to JIS P3201."

Claim 1 of auxiliary request 12 filed at the oral

proceedings before the board differs from claim 1 of
auxiliary request 11 in that the comma (",") at the end
of feature 2* is replaced by a semicolon (";") and in
that features 3.1 and 3.2 are replaced by the following

feature.

"[3.1*] when rubbed at a speed of 100 mm/min and with a
load of 500 g against a writing paper A according to
JIS P3201 having thermochromic handwriting formed

thereon."

Claim 1 of auxiliary request 13 (i.e. auxiliary

request 12 filed with the respondents' letter dated
15 May 2026) differs from claim 1 of the main request
in that feature 3 is replaced by the following feature.

"[3'] wherein the friction body has a friction
coefficient of 0.4 to 0.8,"

The parties submitted the following.
(a) Main request: objection under Article 84 EPC

(1) Appellant
Claim 1 of the main request did not meet the
requirements of Article 84 EPC. The reference to "the
paper" in feature 3.2 was ambiguous as it was not

evident whether it referred to the paper defined in

feature 1* or 3.1 or both. The claim was thus not
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clear. This ambiguity could not be resolved, even if
the description was considered. Paragraph [0016] of the
patent contained a definition of the coefficient of
friction without any limitation as to the kind of paper
being used or feature 3.2. The respondents' wview that
feature 3.2 could only refer to the paper of

feature 3.1 was therefore not supported by the
description. In paragraphs [0073] and [0074] of the
patent, the same writing paper A according to JIS P3201
was mentioned for the use of the friction body in the
friction test, which was further explained in
paragraphs [0075] and [0076], and in the rewrite test
and for defining the coefficient of friction. This
suggested that feature 3.2 related to both papers

defined in features 1* and 3.1.

(11) Respondents

Claim 1 of the main request met the requirements of
Article 84 EPC. The reference to "the paper" in

feature 3.2 clearly referred exclusively to the
definition of the coefficient of friction in features 3
and 3.1. The paper defined in feature 1*, on the other
hand, was not limited in this respect and could be any
arbitrary paper. This was how the skilled person with a
mind willing to understand the invention would have
construed the claim. Claim 1 had two parts. The first
part defined the use, while the second part defined the
coefficient of friction. Since feature 3.2 was in the
second part, it could only refer to the definition of
the coefficient of friction in features 3 and 3.1. The
claim itself was therefore clear. There was thus no
need to consult the description. However, also from the
reference to "the paper surface" in paragraph [0074] of
the patent, it was evident that the writing paper A
according to JIS P3201 mentioned in paragraph [0073] of
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the patent was used for the definition of the
coefficient of friction. Paragraph [0016] of the patent
was not relevant since it did not contain an applicable
definition of the coefficient of friction. The relevant
definition was instead given in claim 1 in features 3,
3.1 and 3.2. The last sentence on page 28 of the reply
to the statement of grounds of appeal did not
contradict this view. The cited passage related to the
role of the paper grammage for sufficiency of
disclosure and did not state that a paper could be used
other than writing paper A according to JIS P3201 for

defining the coefficient of friction.

(b) Auxiliary requests: admittance

(1) Appellant

Auxiliary requests 12 and 13 should not be admitted
under Article 13(2) and (1) RPBA.

There were no exceptional circumstances justifying the
admittance of auxiliary request 12. The claim request
could and should have been filed earlier, at the latest
in response to the communication under

Article 15(1) RPBA. The clarity objection was raised in
the opposition proceedings and in the appeal
proceedings from the start, and the number of
objections raised was not unreasonably high. The board
had not expressed any favourable opinion in its

Article 15(1) RPBA communication on clarity but had
confirmed that the issue required discussion. There was

no surprising development at the oral proceedings.

Auxiliary request 13 was filed late, there were no
exceptional circumstances, and it did not overcome the

objection under Article 84 EPC. Filing this claim
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request more than seven months after the communication
under Article 15(1) RPBA was issued could not be
considered an immediate response. It should therefore

not be admitted either.

(11) Respondents

Auxiliary requests 12 and 13 should be admitted into

the proceedings.

Auxiliary request 12 directly addressed the clarity
issue and was prima facie relevant as the clarity issue
was straightforwardly overcome. Its admittance would
not be detrimental to procedural economy as it did not
change the case as regards the remaining issues to be
considered. It should be seen as a fair attempt to
resolve the issues. Thus, the criteria of

Article 13 (1) RPBA should be considered met. There were
exceptional circumstances. The circumstances were
exceptional because multiple objections had been raised
by the appellant on appeal and there had been a shift
of the case since the board, in its communication under
Article 15(1) RPBA, had only indicated that clarity was
a matter for discussion, and the respondents had had no
reason to assume that the opposition division's finding
in the respondents' favour would not be shared by the
board. It was only at the oral proceedings before the
board that the respondents learnt that there existed an

issue of lack of clarity.

Auxiliary request 13 overcame the objections of lack of
novelty and inventive step raised against auxiliary
request 11. It was filed as a direct response to the

communication under Article 15(1) RPBA.
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Reasons for the Decision

1. Main request: objection under Article 84 EPC

The appellant submitted that the reference to "the
paper" in feature 3.2 was ambiguous since it could
refer to the paper mentioned in:

(a) feature 1*, meaning that the claim was restricted
to the use of a friction body of a writing
instrument on paper being writing paper A according
to JIS P3201

(b) feature 3.1, meaning that the friction body
involved in the use had a frictional coefficient in
the range specified in feature 3 when rubbed at a
speed of 100 mm/min and with a load of 500 g
against a paper having thermochromic handwriting
formed thereon, wherein the paper is a writing
paper A according to JIS P3201

(c) both features 1* and 3.1

It is uncontested that claim 1 of the patent as granted
only allows interpretation (b). If the ambiguity
asserted by the appellant exists, it arises from the
amendments in features 1* and 1.1* referring to paper.
The asserted ambiguity may thus be considered in
accordance with decision G 3/14. This has not been

contested by the parties.

In point 17.3 of the Reasons of the decision under
appeal, the opposition division concluded that the
skilled person would have chosen interpretation (b) as
the only possible interpretation. The respondents share

this view.
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It is uncontested that this is one way in which the
skilled person could have interpreted the claim.
However, for the following reasons, this is not the

only possible claim interpretation.

Feature 1* defines a use of a friction body of a
writing instrument on paper to produce frictional heat.
Feature 1.1* refers to the same paper ("the paper")
defined in feature 1*. The skilled person would have
expected that the paper defined in feature 1* could
also be referenced in subsequent features in the same
or a subsequent paragraph using the wording "the
paper". This view is not altered by feature 3.1
referring to "a paper". There is no compelling reason
why the skilled person would have assumed that any
references to "the paper" following feature 3.1 must
necessarily refer to this paper and not the paper

defined in feature 1%*.

From a technical viewpoint, feature 1* defines a use of
a friction body of a writing instrument on paper to
produce frictional heat. The skilled person reading the
claim as a whole would have understood that the
frictional heat depends on the paper used, i.e. the
paper defined in feature 1*. Hence, understanding
feature 3.2 as further defining the paper on which the
friction body is used to produce the frictional heat is
a technically reasonable interpretation that the
skilled person would not have discarded. Moreover, it
would have been technically reasonable to define the
friction coefficient of the friction body with respect
to the same type of paper on which the friction body is

used.

Reading claim 1, the skilled person would thus not have

discarded any of the above claim interpretations (a),
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(b) and (c). The claim is therefore ambiguous and

unclear.

The board also notes that in the last sentence on
page 28 of the reply to the statement of grounds of
appeal, the respondents stated the following:

"As already indicated by the Examining Division at
item 2.4.3 of D12, with regards to the paper
weight, the claim is clear: the thermochromic
effect must be visible, within a certain range of
frictional coefficients, when the friction body is
moved at the given speed and load across a
thermochromic marking on any paper that falls
within the definition of a writing paper A
according to JIS P3201."

While this passage refers to sufficiency of disclosure,
the skilled person's claim construction for the
purposes of Articles 83 and 84 EPC should be the same.
It derives from the cited passage that, in the reply to
the statement of grounds of appeal, the respondents
considered that feature 3.2 further defined the paper
on which the friction body is used, i.e. the paper
defined in feature 1*. The respondents' later
submission, for example at the oral proceedings before
the board, that feature 3.2 did not impose any
limitations on the paper on which the friction body is
used according to feature 1* therefore contradicts the
claim construction set out in the cited passage of the

reply to the statement of grounds of appeal.

The claim's ambiguity is furthermore not resolved even
if - in the respondents' favour - the description of
the patent were to be considered. The only passage

addressing feature 3.2 is paragraph [0073] referring to
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the table included in paragraph [0074]. According to
the cited passage, writing paper A according to JIS
P3201 is used for a friction test whose results are
ratings indicated by letters A, B, C, D and F (see
paragraphs [0075] and [0076] of the patent). The
skilled person would thus have understood from the
cited passages that the described examples involve
friction bodies of different materials being used on
writing paper A according to JIS P3201 for the friction
test. For each material, the friction was then rated,
for example, as leading to wrinkling or breaking the
paper. The friction test itself is thus not (or at
least not only) a measurement of the coefficient of

friction.

The skilled person would instead have derived from the
cited passages that the friction test involves that a
friction body is used on writing paper A according to
JIS P3201 to produce frictional heat. This supports the
interpretation that feature 3.2 refers to the paper
defined in feature 1*. On the contrary, the cited
passages do not support the view that writing paper A
according to JIS P3201 is merely employed for defining
the friction coefficient but not the use. Even assuming
that paragraph [0074] of the patent refers to the same
paper ("the paper surface"), this does not alter the
fact that the same paper is also used for the friction
test in which the friction body is used on paper to
produce frictional heat (see also features 1* and
1.1%).

Moreover, paragraph [0016] of the patent includes a
definition of the coefficient of friction ("In the
invention, the friction coefficient of a friction body
is defined as"). However, this definition does not

include any reference to writing paper A according to
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JIS P3201 or feature 3.2. Paragraph [0016] of the
patent therefore fails to support the respondents' view
that feature 3.2 must necessarily and exclusively refer
to the definition of the coefficient of friction in

features 3 and 3.1.

Claim 1 of auxiliary request 11 is thus ambiguous and
unclear and does not meet the requirements of
Article 84 EPC.

Auxiliary request 12: admittance

The respondents submitted the set of claims of
auxiliary request 12 at the oral proceedings before the
board after the chairman had announced the board's
conclusion that claim 1 of auxiliary request 11 did not
meet the requirements of Article 84 EPC. The appellant
requested that auxiliary request 12 not be admitted
under Article 13(2) RPBA.

Pursuant to Article 13(2) RPBA, any amendment to a
party's appeal case made after notification of a
communication under Article 15(1) RPBA is, in
principle, not taken into account unless there are
exceptional circumstances justified with cogent reasons

by the party concerned.

It was undisputed that the objection under

Article 84 EPC (see point 1. above), raised against
claim 1 of auxiliary request 11 in the opposition
proceedings, was decided upon in the decision under
appeal in the respondents' favour and that the
objection was maintained by the appellant in the
statement of grounds of appeal. The respondents have

not pointed to any new aspect in the board's
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communication under Article 15(1) RPBA, or in the
discussion at the oral proceedings before the board, to
which auxiliary request 12 could be considered a direct
response. The fact that the board, at the oral
proceedings, came to a different conclusion on this
objection than the opposition division is in itself
nothing exceptional. In the communication under

Article 15(1) RPBA, attention was drawn to matters that
seemed to be of particular significance for the
decision to be taken. The fact that the board did not
express any preliminary opinion on the objection under
Article 84 EPC but indicated that it may be discussed
at the oral proceedings does not justify filing an
amended set of claims so late in the proceedings. It
was the respondents' choice to respond to the objection
under Article 84 EPC in the reply to the statement of
grounds of appeal by merely submitting counter-
arguments but not also filing an amended set of claims
addressing this issue. Not filing an amended set of
claims to counter the objection prior to the oral
proceedings before the board may have been an efficient
way of dealing with the objection from the respondents'
viewpoint. However, as a consequence of the
respondents' way of handling the case, the appellant
and the board were confronted with a new set of claims
containing amendments not previously discussed at the
latest stage of the appeal proceedings. Even assuming
that the claim amendments prima facie overcome the
objection under Article 84 EPC and that the criteria
set out in Article 13(1) RPBA weigh in favour of
admittance, this alone does not give rise to
exceptional circumstances. Nor would this convincingly
explain why this auxiliary request had not been filed
at an earlier stage. The fact that the board, at the
oral proceedings, endorsed the view on the objection

under Article 84 EPC expressed by the appellant from
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the beginning of the appeal proceedings cannot be
considered surprising or an unforeseeable shift in the
appeal proceedings since a party always has to take
into consideration that the board might endorse the

other party's point of view.

The board does thus not consider the circumstances
cited by the respondents to be exceptional. Exercising
its discretion under Article 13(2) RPBA, the board
therefore did not admit auxiliary request 12 filed at

the oral proceedings before the board.

Auxiliary request 13: admittance

The set of claims of auxiliary request 13 were filed
with the respondents' letter dated 15 May 2026 (as
auxiliary request 12), i.e. after the communication
under Article 15(1) RPBA had been issued. The appellant
requested that auxiliary request 13 not be admitted
under Article 13(2) RPBA.

It was undisputed that auxiliary request 13 did not
resolve the issues underlying the board's conclusion
regarding claim 1 of auxiliary request 11, i.e. the
objection under Article 84 EPC (see point 1. above).
The criteria of Article 13(1) RPBA therefore weighed
against the admittance of auxiliary request 13.
Moreover, filing this claim request more than seven
months after the communication under Article 15(1) RPBA
was issued cannot be considered an immediate response.
Exercising its discretion under Article 13(2) RPBA and
considering the criteria set out in Article 13(1) RPBA,

the board therefore did not admit auxiliary request 13.
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Conclusions

Since auxiliary request 11 does not meet the

requirements of Article 84 EPC, and the board did not

admit auxiliary requests 12 and 13, the decision under

appeal has to be set aside, and the patent is to be

revoked.

For these reasons it is decided that:

The Registrar:

D. Hampe

1. The decision under appeal is set aside.

2. The patent is revoked.

The Chairman:

P. Lanz

Decision electronically authenticated



