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Summary of Facts and Submissions

IT.

IIT.

The appeal was filed by the appellant (opponent)
against the decision of the Opposition Division
rejecting the opposition and maintaining the European

patent No. EP 3 706 951 as granted.

In its decision, the Opposition Division found that the
grounds for opposition raised by the opponent under
Article 100(a) in conjunction with Articles 54 and 56
EPC and Article 100(c) 1in conjunction with Article
123 (2) EPC were not prejudicial to the maintenance of
the patent as granted. Novelty and inventive step of
the subject-matter of independents claims 1 and 12 were
positively assessed in view of the following prior-art

documents:

Dl1: DE 10 2014 205 142 Al
D2: "Welding joint detection by calibrated mosaicking

with laser scanner systems'" by Braunreuther et al.
D3: US 2010/0017012 Al

With a communication in accordance with Article 15(1)
RPBA dated 20 October 2025, the Board informed the

parties of its preliminary assessment of the case.

Oral proceedings took place before the Board on 3 March

2026 by videoconference.

The appellant (opponent) requested that the decision

under appeal be set aside and the patent be revoked.

The respondent (patent proprietor) requested that the
appeal be dismissed (main  request) or, in the

alternative, that the patent be maintained in amended
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form according to the auxiliary request 0 filed with
the reply to the statement of grounds of appeal of the
appellant (opponent), or according to one of the
auxiliary requests 1 to 9 filed with the letter dated
27 February 2023, or according to one of the auxiliary
requests 0.1, 0.2, 6.1, 8.1 or 9.1 filed with the
letter of 16 July 2024.

Independent claim 1 of the patent as granted reads as
follows (labelling according to the contested

decision) :

1. "A laser marking system (100, 100') comprising:

1.1 a laser (140);

1.2 an image capture device (162);

1.3 marking head (120) including electromagnetic energy
deflectors (124A, 124B, 170) and at least one lens
(136), a beam path of the laser (140) and a beam path
of the image capture device (162) both passing through
the at least one lens (136) and the electromagnetic
enerqgy deflectors (124A, 124B, 170),; and

1.4 a computer system (150),

1.5 characterized 1in that the computer system 1is

operable to perform a method comprising:

adjusting the electromagnetic energy deflectors (124A,
124B, 170) to direct the beam path of the image capture
device (162) to multiple different locations within a
marking field (310) of the laser marking system (100,
1007) ;
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1.6 capturing image tiles (320) at each of the multiple
different locations with the 1image capture device
(162) ;

1.7 stitching the 1image tiles (320) to produce a
composite image (325) of the marking field (310);

1.8 identifying a location and orientation of an image
of a workpiece (315) within the composite image (325)
of the marking field (310);

1.9 determining a location and orientation of a mark to
be applied to the workpiece (X, 315) based on the
location and orientation of the image of the workpiece
within the composite image (325) of the marking field
(310) ; and

1.10 applying the mark to the workpiece (X, 315) with

the laser."

Independent claim 10 as granted relates to a method of
laser marking a workpiece with a laser marking system
and comprises the steps 1.5 to 1.10 carried out by the
computer system of the laser marking system of claim
1.
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Reasons for the Decision

MAIN REQUEST - PATENT AS GRANTED

Ground for opposition under Article 100 (c) in
conjunction with Article 123(2) EPC

The ground for opposition wunder Article 100(c) 1in
conjunction with Article 123 (2) EPC does not prejudice
the maintenance of the patent as granted, as correctly

found by the Opposition Division.

With their statement of grounds of appeal the appellant

contested this finding of the Opposition Division.

The parties at the oral proceedings referred in respect
to the question of compliance with the regquirements of
Article 123(2) EPC to the arguments provided in
writing and did not make any further submission. The
Board has thus no reason to deviate from its
preliminary assessment of this issue as set out in the
communication according to Article 15(1) RPBA which is

herewith confirmed and reads as follow:

With their statement of grounds of appeal, the
appellant maintained that dependent claims 4 to 9 as
granted claim a multiple dependency which was not
originally disclosed. In their opinion, the passages of
the description cited Dby the Opposition Division and
the respondent in support of the allowability of the
amendments disclosed several distinct and non-related
embodiments and not their combination now resulting

from the amended dependencies.

The Board does not agree and follows the arguments of

the Opposition Division and the respondent that the use
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in the cited passages on page 2, lines 2-19 of the
originally filed description of the wording "The
computer system may . . ." and "In some
embodiments . . .. " provides the person skilled in the
art with a direct and wunambiguous hint that the
described preferred embodiments can be combined with
each other. Furthermore, as argued by the respondent, a
technical incompatibly of these embodiments or
hierarchy speaking against the introduced amended

multiple dependencies is not apparent.

Ground for opposition under Article 100 (a) in

conjunction with Article 54 EPC

The ground for opposition under Article 100(a) in
conjunction with Article 54 EPC does not prejudice the
maintenance of the patent as granted, as correctly

found by the Opposition Division.

With their statement of grounds of appeal, the
appellant contested this finding.

Novelty over documents D1 and D2

In its decision, the Opposition Division held that a
weld line joining an edge of a workpiece to another
workpiece would not be understood by the person skilled
in the art as a "marking" within the meaning of claim 1
and in the technical context of the contexted patent.
Consequently, it took the view that D1, that related to
a laser welding system, did not to disclose a laser
marking system according to feature 1 of independent
claim 1. The Opposition Division further held that D1
did not directly and unambiguously disclose features
1.9 and 1.10 of independent claim 1. Regarding D2, the

Opposition Division held that this prior art document
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related to a marking system which however did not

disclose features 1.8 to 1.10 of claim 1 as granted.

With their statement of grounds of appeal, the
appellant contested the narrow interpretation of the
Opposition Division of the term "mark"” which in their
opinion led to the wrong conclusion that D1 did not
disclose a laser marking system according to feature 1.
of claim 1 as granted. Furthermore, they held that D1
and D2 also disclosed features 1.9 and 1.10 and
features 1.8 to 1.10 of claim 1 as granted

respectively.

With their reply to the statement of grounds of appeal
of the opponent, the respondent conversely held that,
besides features 1., 1.9 and 1.10 and contrary to the
assessment of the Opposition Division, document D1
also did not directly and unambiguously disclose
feature 1.8 of claim 1 as granted requiring the step of
identifying a location and orientation of an image of a
workpiece within the composite image of the marking

field of the claimed marking device.

The Board considers decisive for the assessment of
patentability of the subject-matter of claim 1 whether

documents D1 and D2 disclose its feature 1.8 or not.

In this respect, the appellant submitted that D1
implicitly disclosed feature 1.8 because an image of a
workpiece captured by a camera inherently contained
both position and orientation information. They argued
that the imaging setup shown in Figure 2 of D1
including the acquisition area (6), the object carrier
(4) and the workpieces provided a complete spatial
context in which both position and orientation were

directly available and acquired by the image capture
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device of this known laser marking system. The
appellant further relied on paragraph [0010] and claim
12 of D1, arguing that the image analysis mentioned
therein necessarily involved determining not only the
position, but also the orientation of the workpiece.
Moreover, they referred to claim 8 and paragraph [0042]
indicating that the same imaging system was used for
both imaging and controlling the laser during welding,
which was said to imply that orientation information
must also be derived. Since in view of paragraph [0019]
of the contested patent welding 1lines had to be
considered marks within of the meaning of the contested
patent, features 1., 1.9 and 1.10 were also disclosed
in document DI1. The same reasoning was applied to
document D2. In particular, the appellant referred to
Figure 19 and to the paragraph labelled "Practical
example" on page 21 of this prior art document and
argued that the generation of a welding path from
captured image data wvia a list of points extracted from
a composite image necessarily implied the determination
of both position and orientation of the weld 1line
according to feature 1.8 of claim 1. On this basis, the
appellant concluded that - contrary to the findings of
the Opposition Division - both D1 and D2 directly and
unambiguously disclose feature 1.8 in combination with
the remaining feature of claim 1 of the patent as

granted, thereby being prejudicial to novelty.

The respondent put forward that D1 related to a welding
system carrying out a welding process in which the
position of workpieces was certainly determined, but
not their orientation within a composite image. They
pointed out that the passages of Dl cited by the
appellant, in particular paragraph [0010] and claim 12,
merely disclosed the determination of the position and

possibly the geometric shape of the workpieces ('"...
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Position und oder geometrische Formgebung ..."),
without any indication that also their orientation was
detected. The respondent also argued that a skilled
reader could promptly realise that determining the
orientation of the workpieces was not technically
necessary for the welding process disclosed in DI,
since the weld line could be identified, for example,
by edge detection techniques based solely on positional
information. The direction/orientation of the welding
line was in their opinion irrelevant for the process of
D1. The respondent emphasised that the wundisclosed
feature 1.8 should not be considered in isolation, but
in conjunction with feature 1.9 requiring the step of
determining the location and orientation of a mark to

be applied based on the location and orientation of the

image of the workpiece within the composite image of

the marking field as obtained by the previous step of
feature 1.8. They thus submitted that also feature 1.9

was not disclosed 1in Dl. The same reasoning and
conclusions were applied to counter the novelty attack
based on document D2 which, 1like D1, concerned the

correct positioning of welding lines.

The arguments of the appellant are not convincing for

the following reasons:

In the Board's view, the appellant’s central submission
that orientation 1s inherently disclosed whenever a
workpiece 1is imaged is not sufficient to establish a
direct and unambiguous disclosure of feature 1.8 in
document Dl1. Even if an 1image per se may contain
information from which orientation could, in principle,
be derived, this does not mean that such orientation is
actually determined in the way required by claim 1. As
regard to Figure 2 of D1, the mere fact that an image

comprises a workpiece within an acquisition area and an
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object carrier does not imply that the orientation of
the workpiece 1is explicitly or implicitly determined.
In fact, this Figure and the corresponding description
describe an imaging setup, but do not imply or mention
any processing step relating to orientation extraction.
Paragraph [0010] and claim 12 of D1, relied upon by the
appellant, generally refers - as pointed out by the
respondent - to 1image analysis ('"Bildanalyse'") for
determining the position and possibly the geometric
configuration of the objects. However, for the same
reasons given above, it is not possible to directly and
unambiguously derive a determination of orientation as
a separate parameter within the meaning of feature 1.8.
The same applies to claim 8 and paragraph [0042] of DI.
These passages describe the wuse of image data for
controlling the laser scanner during welding, but do
not specify which features of the image are extracted
and evaluated for this purpose. In particular, they do
not disclose that the orientation of the workpieces, or
of their images within a composite image, is
determined. The fact that a welding path is executed
using a laser Dbeam does not necessarily imply that
orientation information has Dbeen extracted from the
image. Last but not least, the Board concurs with the
respondent that a determination of the orientation of
the workpieces 1is not technically necessary for the
welding process disclosed in D1 because the weld line
could Dbe 1indeed identified, for example, by edge
detection techniques based solely on positional
information. This fact speaks against the assumption of
the appellant that a determination of the orientation
of the workpiece should be considered inherent in the
welding process of Dl. Therefore, contrary to the
findings of the Opposition Division feature 1.8 1is not

directly and unambiguously disclosed in document DI1.
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The same conclusions apply for the same reasons to
document D2. The generation of a welding path from a
list of points extracted from image data described
therein may define a processing result in terms of a
trajectory, but does not directly and unambiguously
disclose the determination of the orientation of the
workpieces within a composite image, as required by
feature 1.8 of claim 1 as granted. On the contrary,
according to D2, the position and orientation of the

seam to be welded between the steel plate and the logo

are determined. Analogously to the welding process of
D1 and as put forward by the Opposition Division and
the respondent, the orientation of the workpiece within
the global image is irrelevant for the welding task of
D2 and therefore cannot be considered inherently

disclosed as alleged by the appellant.

Finally, as correctly noted by the respondent, also
feature 1.9 which requires the determination of a
location and orientation of a mark to be applied to the

workpiece based on the location and orientation of the

image of the workpiece as determined according to

feature 1.8, is not directly and unambiguously

disclosed in neither of D1 and D2 the content of which
is thus not prejudicial to the novelty of claim 1 of
the patent as granted as correctly found by the

Opposition Division.

In view of the above, the question of whether a welding
line Jjoining an edge of a workpiece to another
workpiece according to D1 would be understood by the
person skilled in the art as a "marking"” within the

meaning of claim 1 can remain unanswered.

Ground for opposition under Article 100 (a) in
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conjunction with Article 56 EPC

The ground for opposition wunder Article 100(a) in
conjunction with Article 56 EPC does not prejudice the

maintenance of the patent as granted.

In its decision, the Opposition Division held that
document D3 did not disclose features 1.5 to 1.8 of
claim 1 as granted and that these distinguishing
features rendered the claimed subject-matter non-

obvious in view of D3 in combination with D1 or D2.

With their statement of grounds of appeal, the
appellant contested these findings. They submitted that
feature 1.5 was disclosed in D3 by the use in the laser
marking system described therein of a scanner head/
mirror directing the laser beam onto the workpiece. The
appellant further argued that the distinguishing
features 1.6 to 1.8 solved the technical problem of
improving the flexibility of the system of D3 having
regard 1in particular to the possibility to process
workpieces larger than the viewing area covered by the
camera. The appellant drew the attention to paragraphs
[0021] and [0022] of D3 allegedly mentioning the need
to implement the known laser marking system to permit
detection of larger workpieces. They argued that with
this purpose in mind, the person skilled in the art
would turn to document D2 or D1 relating to the same
technical field of D3 which suggested to apply features
1.6 and to 1.8 1in order to allow processing of
workpieces larger than the detection filed of the image
capturing means (reference was made to D2, right
column, 4th sentence). In view of the above, the
appellant concluded that the person skilled in the art
would be motivated to introduce the teaching of D2 or

D1 in the system of D3 thereby arriving without
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inventive step to the subject-matter of claim 1 as

granted.

The Board does not find these arguments convincing:

The reasoning of the appellant relies on the assumption
that feature 1.8 and 1.9 are also directly and
unambiguously disclosed in documents D1 and D2. Since
as explained under previous point 2.6 to 2.6.3 this
assumption cannot be shared by the Board, the reasoning

of the appellant is void.

The same arguments and conclusions regarding novelty
and 1inventive step apply mutatis mutandis to the
subject-matter of method claim 10 as granted which
contains the same method steps performed by the
computer system of of the laser marking system of claim
1.

For these reasons it is decided that:

The appeal is dismissed.
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