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Articles 54(l)(2), 113(1) 

"Novelty, anticipation of a chance nature" 

"Basis of decision, opportunity to present comments" 

Leitsatz / Headnote / Sommaire 

I. Article 113(1) EPC does not requ±re that the applicant be given 

a repeated opportunity to comment on the argumentation of the 

Examining Division so long as the decisive objections against 

Tqe 

II. In cases where an. anticipation is of a chance nature, in that what 

is disclosed in a prior document could accidentally fall within the 

wording of a claim to be examined for novelty without there being a 

common technical problem, a particularly careful comparison has to 

be made between what can fairly be considered to faLL within the wording 

of the claim and what is effectively shown in the document. 
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Summary of facts and submissions 

I. European Patent Application No. 80 301 975.1 filed on 

12.06.80 (Publication No. 0 021 730) claiming a priority 

of 29.06.79 (FR), was refused by a decision of the 

Examining Division 053 of the EPO of 27.08.82. That 

decision was based on the single claim filed on 

17.05.82. 

II. The reason given for the refusal was that the subject-

matter of the claim lacked novelty having regard to 

DE-A--1 465 461. 

III. The applicant lodged an appeal against this decjsion on 

21.09.82. In the Notice of Appeal the grounds for the 

appeal were set out. The appeal fee was paid on 

14.09.82. 

IV. The applicant argues essentially that the contact known 

from the DE specification is not suitable for receiving 

a male contact in either of two mutually perpendicular 

orientations. In particular (as was pointed out for the 

first time in the Notice of Appeal) the contact in ques-

tion would not provide an acceptable electric connection 

as it is clearly shown in this document that the second 

slot is parallel sided. Furthermore there is no sugges-

tion in any of the cited documents which would suggest a 

modification to make this slot suitable for receiving a 

male contact. 

V. With the Notice and Grounds of Appeal the applicant 

submitted an amended claim, " in view of the argument 

relied on in the decision to refuse". He requested that 
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a European patent be granted on the basis of this claim 

which reads as follows: 

"An electrical contact having a contact portion (2) com-

prising two pairs of opposed cantilever contact arms 

(22) all extending in the same direction, each arm (22) 

of each pair presenting a contact projection (23) to a 

similar projecton (23) on the opposed arm (22), the two 

pairs of opposed arms (22) defining a common male-con-

tact-receiving slot, characterised in that each arm (22) 

of each pair presents a second contact projection (24) 

of a similar projection (24) on an adjacent ann (22) of 

the other pair, the two pairs of second contact projec-

tions (24) defining a second male-contact-receiving slot 

which is perpendicular to the first such slot". 

VI. The applicant alleges that certain "technical facts" 

relied on by the Examining Division are not facts and 

that he was not previously given an opportunity to 

comment thereon. He submit ted that the requirements of 

Article 113(1) EPC had not been met and requested a 

refund of the appeal fee. 

Reasons for the Decision 

1. The appeal complies with Articles 106 to 108 and Rule 64 

EPC and is therefore admissible. 

2. The Examining Division has based its decision on the 

disclosure in DE-A-1 465 461. In Fig. 1 to 3 of this 

document an electrical contact is shown which bears a 

resemblance to the electrical contact described in the 

single claim of the present application filed on 

17.05.82 and which comprises a second slot perpendicular 
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to a first one. It is clear that the first slot is in-

tended to receive a male contact but the essential ques-

tion to be examined is whether the second slot also con-

stitutes a "male contact receiving slot" i.e. whether it 

would be evident to a person skilled in the art that the 

slot could serve this purpose. 

3. 	In considering this question it has to be borne in mind 

that the DE document is concerned w ith the solution of a 

problem totally different from that stated in the 

present application, viz to provide a female contact in 

which either a round or a flat male contact can be 

inserted. 

4. In particular, in cases where the anticipation is of a 

chance nature in that what is disclosed in a prior docu-

ment could accidentally fall within the wording of a 

claim to be examined for novelty without there being a 

common technical problem, a particularly careful compa-

rison has to be made between what can fairly, be conside-

éo-faiiI)€hin--the wording of the claim and what is 

effectively shown in the document. 

5. When carrying out the comparison in the present case it 

is found that in the contact shown in DE-A-1 465 461 no 

flared or otherwise formed lead-in portion for the sec-

ond slot is present and that the "contact surfaces" are 

strictly parallel sided over their entire longitudinal 

dimension. This practically excludes the possibility of 

regarding the second slot as "male contact receiving". 

Accordingly, the Board is of the opinion that the con-

tact according to the claim before the Examining Divi-

sion has to be regarded as novel over the cited DE 

specification. 
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6. This is true a fortiori for the contact acording to the 

amended claim submitted with the Notice and Grounds of 

Appeal, in which it is now specified that contact 

projections are provided, which are definitely not 

present in the contact shown in the DE-specification. 

7. Although the contact according to this amended claim is 

novel, it still has to be examined whether the claim 

satisfies the other requirements of the EPC, in particu-

lar whether inventive step is involved. In the procedure 

before the Examining Division this aspect has not been 

considered at all as far as the subject-matter of the 

then valid claim was concerned. In order not to deprive 

the applicant of his right to an examination in two in-

stances the Board deems it appropriate to remit the ap-

plication to the Examining Division for further prosecu-

tion. 

8. The applicants contended in paragraph 4 on page 3 of the 

Notice of Appeal, that the requirements of Article 

113(1) EPC have not been met, so that there had been a 

substantial procedural violation by the Examining Divi-

sion (Rule 67 EPC). The Board considers that a distinc-

tion has to be made between the grounds on which a deci-

sion is based (i.e. the requirernets of the EPC which 

are not satisfied by the application or the invention to 

which it relates) and the reasoned statement explaining 

in greater detail why the Examining Division is of the 

opinion that such grounds exist (cf. Rule 51(3) EPC). 

9. The ground for rejection in the present case being lack 

of novelty in the subject-matter of the claim it is to 

be noted that this objection was raised and amply argued 

in the first corruriunication by the primary examiner of 
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19.02.82. The applicant commented thereon in a letter of 

17.05.82 and submitted an amended single claim differing 

from the previous claim 1 by the addition of two further 

features in order, as the applicant stated, to distin- 

guish the invention more clearly from the prior art. In 

his comments the applicant merely observed that the Ex-

aminer's suggested use of the contact according to DE-

A-1 465 461 was based on hindsight and that this use 

would not have been considered since the contact of Fig. 

4 and 5 clearly cannot be used as suggested. 

10. The Examining Division considered that the two added 

features were already implicitly disclosed to the person 

skilled in the art by the DE specification. The Division 

not being convinced by applicant's arguments and having 

found that the same objection as before still existed 

against the amended claim thereupon issued the decision 

under appeal. This decision contained as a matter of 

course some supplementary arguments concerning the fea-

tures added to the claim. 

11. The Board of Appeal takes 

does not require that the 

opportunity to comment on 

ining Division so long as 

against the grant of the 

same. 

the view that Article 113(1) 

applicant be given a repeated 

the argumentation of the Exam-

the decisive objections 

uropean patent remain the 

12. In the circumstances of the present case, therefore, the 

Board considers that there was no contravention of 

Article 113(1) EPC. 
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Order 

It is decided that: 

1. The decision under appeal is set aside. 

2. The case is remitted to the Examining Division for fur-

ther prosecution on the basis of the description and 

claim as amended in accordance with the applicants' 

Notice and Grounds of the Appeal filed on 21.09.82. 

3. The applicants request for refund of the appeal fee is 

dismissed 
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