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I. European patent application No. 81 200 792.0, filed on 

8 July 1981 and published on 17 February 1982 (publica-

tion number 0 045 988) was refused by Decision of the 

Examining Division 070 dated 22 May 1984. 

II. The decision was based on claims 1 to 4 submitted on 17 

August 1982, Claims 1 and 4 reading: 

1. 	Mechanism for extending a high-lift device such as 

an auxiliary airfoil relative to a main airfoil, com-

prising a carrier track connected to said high-lift de-

vice, extending substantially chordwise of said main 

airfoil and comprising toothed section, guide means 

secured to said main airfoil and being in guiding con-

tact with said track for support thereof, and a pinion 

gear adapted to gear in meshing engagement with said 

toothed section for extendng and retractingg the high-

lift device, characterized in that the carrier track 

has an inverted U-shaped cross-section forming a chann-

el along the length thereof, and in that the toothed 

section is formed by a separate gear rack, mounted 

within said track channel with its gear teeth facing 

downwardly. 

4. 	Mechanism according to one of the preceding 

claims, characterized in that the gear rack is formed 

by a series of rollers mounted between the interior 

side walls of said track channel and having their axes 

transverse thereto. 

III. The reason given for the refusal was that the subject 

matter of the claims did not involve an inventive step 

having regard to the following documents: 

. . . / . . . 
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US-A-i 912 428 (1) 

DE-A-643 682 (2) and 

US-A-2 346 424 (3). 

IV. On 26 May 1984, observations were filed under Article 

115 EPC, in which reference is made to US-A-3 089 666 

(not cited previously) and to citations (1) and (3). 

V. The appellant lodged an appeal against the decision on 

23 July 1984. The appeal fee was duly paid and the 

statement of grounds was received in good time. 

VI. The appellant requested that the Decision under appeal 

be set aside, that the case be remitted to the first 

instance for further prosecution on the basis of amend-

ments to be filed in view of the observations under 

Article 115 EPC and that the appeal fee be reimbursed. 

VII. The appellant argues that the skilled man, confronted 

with the problem of overcoming the disadvantages of the 

device disclosed for instance in (3), would not have 

come across (1). But even if he had studied (1), he 

would not be led to the invention because of an inher-

ent incompatibility of the teachings of (1) and (3). 

The Examining Division applied a wrong criterion in 

assessing inventive step and acted in defiance of the 

Guidelines. 

Reasons for the Decision 

1. 	The appeal complies with Articles 106-108 and Rule 64 

EPC and is, therefore, admissible. 

. . . I . . . 
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2. The appellant's submission that " first it has to be 

established whether the skilled man would have looked 

into (1)" fails to recognise a basic principle of the 

Convention: According to Article 54(2) EPC, the disclo-

sure of any document, published before the priority 

date of an European Application is included in the 

state of the art and has from that reason to be taken 

into account in evaluating inventive step under the 

provisions of Article 56 EPC. It is therefore imposs-

ible to exclude the teachings of any published document 

from that state of the art in view of an allegedly 

remote date of publication or an allegedly remote 

technical field. 

3. The document (1) teaches a very special way to stiffen 

a roller chain - by incorporating it into a slotted 

tube - so that it may be employed as a sort of rack in 

combination with a pinion. In its decision the Examin-

ing Division held inter alia that claim 4, which is 

directed to a gear rack, formed by a series of rollers, 

"is considered by the applicant to be an embodiment 

within the scope of claim 1" and that also for that 

reason (1), which is concerned with a series of 

rollers, can be relied upon against Claim 1. 

4. To the last mentioned argument, the Board has the 

following coiments: 

The characteristics "the toothed section is formed by a 

separate gear rack, mounted within" the "track channel" 

(claim 1)- and "the gear rack is formed by a series of 

rollers mounted between the interior side walls of" the 

"track channel" (Claim 4) are incompatible. Only if, in 

the latter case, the rollers were mounted between the 

. . . / . . . 
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side walls of an U-shaped member and this member, in 

turn, were mounted within the track channel, could the 

device be considered as a particular embodiment of the 

subject-matter of claim 1, although also then it would 

be hard to see how a "roller" could be regarded as a 

"gear tooth". It is, however, plainly clear that the 

last mentioned arrangement is not intended. Thus, Claim 

1 has to be construed in conformity with its actual 

wording and with the particular embodiments shown in 

Figures 1-7, 9 and 10. It follows then that, in spite 

of the reference to Claim 1 in Claim 4, the latter is 

not a dependent claim within the meaning of Rule 29(3) 

EPC and should therefore be reworded accordingly. Since 

these two claims are in essence two independent claims, 

the inventiveness of the subject-matter of Claim 1 has 

to be assessed without having regard to Claim 4. 

5. 	The gist of the invention as defined in Claim 1, inter - 

preted as set out in para. 4, may be said to reside in 

a splitting-up of a known element (carrier track with 

toothed section) into two parts (carrier track proper 

and separate gear rack): see also original description, 

page 1, lines 19-31. Now, it can,not be seen how the 

content of (1) could make this splitting-up obvious for 

the skilled man. Indeed, a chain composed of a large 

number of parts and necessarily slack, cannot be read- 

ily compared with a single-piece toothed gear rack, 

necessarily rigid; hence, the function of the slotted 

tube - to provide the necessary stiffness to the chain 

- is entirely absent in the invention. Thus, the two 

devices to be compared differ as to the problem and to 

the solution. 

. . . / . . . 
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6. By suitable generalisation, features could be attribu-

ted to the device shown in (1), which indeed would be 

"in accordance with the features of the characteristic 

part of Claim 1" as stated in the decision. But it is 

not realistic to assume that these generalisations 

could be found without knowledge of the invention, in 

other words, without having taken the step toward the 

invention before. Thus, the apparent anticipation of 

the characteristics in question can not influence nega-

tively the evaluation of inventiveness. In this connec-

tion, reference is also made to the Decision of the 

Technical Board of Appeal 3.5.1, in Case T 161/82, 

(Official Journal of the EPO, 1984, 551). 

7. For the foregoing reasons, the Board takes the view 

that, insofar as only document (1) is involved, the 

obviousness of the subject-matter of Claim 1 is not 

established. Since on the other hand, the reasoning of 

the decision relies solely on that document, the deci-

sion of the Examining Division has to be set aside. 

8. Regarding the allegation of. a substantial procedural 

violation, it must be remembered first that an Appell-

ant cannot raise an alleged neglect of the Guidelines 

as such - the Guidelines are illustrative, not manda-

tory in character -, but only insofar as the underlying 

regulations of the Convention are violated. Second, the 

Examining Division expressed in its decision the 

reasons why it was of the opinion that it was obvious 

to combine the features of the precharacterising por-

tion of Claim 1, derivable from (2) or (3), with the 

features of the characterising portion, derivable, in 

its opinion, from (1). Thus, the decision is reasoned 

(Rule 68(2) EPC) and the Examining Division acted in 

. . . / . . . 
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conformity with the provisions of Article 97(1) EPC. 

That the Board does not share the Examining Division's 

view regarding document (1), does not imply that the 

decision is marred by a procedural violation. Hence the 

reimbursement of the appeal fee (Rule 67 EPC) can,not 

be ordered. 

9. 	With respect to the observations made under Article 115 

EPC, the Board chooses to remit the case to the Examin-

ing division for further prosecution (Article 111(1) 

EPC) in order to preserve the rights of the applicant 

to a normal two-tier procedure. 

Order 

For these reasons 

it is decided that 

1. The decision under appeal is set aside. 

2. The case is remitted to the Examining Division for 

further prosecution. 

3. The request to reimburse the appeal fee is rejected. 


