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Summary of Facts and Submissions

I. European patent No. 0 039 189 was granted on the
basis of European patent application
No. 81 301 718.3.

II. Opposition to the granted patent was filed by the
Appellant (Opponent), requesting its revocation on
the grounds that its subject-matter was not novel or
did not involve an inventive step having regard in
particular to the disclosure in DE-B-2 843 479 (D1),
equivalent to GB-A-2 005 723 (Dla).

III. The Opposition Division maintained the patent in
amended form in accordance with Article 102(3) EPC,
the only independent claim reading as follows:

A process for producing an alkali metal hydroxide by

(a) electrolyzing an aqueous solution of an alkali metal
chloride fed into an anode compartment of a cell having
an anode compartment and a cathode compartment
separated by a cation exchange membrane comprising

(b) a fluorinated polymer having carboxylic acid ion
exchange groups at a content of from 0.9 to

2.0 meq/g dry resin,

(c) the pH of the aqueous solution in the anode
compartment being from 1 to 5, characterised in
that

(d) a metal or a metal ion, selected from titanium,

zirconium, hafnium, iron, cobalt, nickel,
aluminium, copper, ruthenium, cerium, niobium,
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beryllium, palladium, scandium and yttrium, is
incorporated in the aqueous solution of the
alkali metal chloride to form

(e) a thin layer made of a metal hydroxide or oxide
on the surface of the membrane which faces the
anode, the content of the metal component in the
thin layer being from 0.005 to 50 mg per cm? of
membrane surface.

The sub-division into features (a) to (e) corresponds
to that used by the Opposition Division in its
decision.

Claims 2 to 6 are dependent on Claim 1 and relate to
particular embodiments of the process claimed in
Claim 1.

The gist of the Opposition Division’s argumentation

was that the onus would lay with the Opponent to
substantiate his contention that the claimed subject-matter
would inevitably be arrived at in following the teaching of
Dla, and this had not been done.

The Appellant lodged an appeal against this decision and
referred also in his Statement of Grounds to

GB-A-1 518 387 (D7) which had already been mentioned in the
European Search Report. In response to a communication from
the Board accompanying a summons to oral proceedings, in
which the Board provisionally agreed with the opinion of
the Opposition Division as set out in paragraph IV above,
the Appellant submitted the results of experimental tests
which sought to overcome this apparent gap in his
argumentation.
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At the oral proceedings the Appellant argued in effect that
Claim 1 is not novel because D7 discloses explicitly
features (a), (b) and (c), and features (d) and (e) are the
inevitable result of carrying out the disclosed process.
His experimental tests show that even if the anolyte
comprises sodium chloride of a kind intended for use in
regenerating water-softening ion-exchange resins, and
therefore very pure, it nevertheless contains sufficient
iron to provide a thin layer containing 0.027 mg/cm2 iron,
therefore within the range required by Claim 1. Using rock
salt from a typical source the thin layer contained

0.150 mg/cm? iron. In both cases a low cell voltage (2.96V
and 2.93V respectively) was obtained, this being an object

of the patent in suit.

The Respondent did not dispute the correctness of the
results of the Appellant’s experimental tests. However, he
argued that the Appellant used salt samples available at
the present day and has not demonstrated that the salt
which would have been used in D7 was the same or similar.
He contended that D7 is disclosing laboratory experiments
in which, in order to ensureAreproducability, analytical
grade salt would have been used which was completely free
from impurities. D7 does not mention the addition of iron
or other ions to the anolyte or the build up of a metal
oxide or hydroxide layer on the ion-exchange membrane. D7
therefore contains no novelty-destroying disclosure in
respect of the subject-matter of Claim 1. As regards Dla,
this teaches the purification of the starting material,
e.g. sodium chloride, to remove iron and like ions,
therefore points in the opposite direction to the subject-

matter of Claim 1.
At the end of oral proceedings the Appellant requested that

the decision under appeal be set aside and that the patent
be revoked; the Respondent (Patentee) requested that the
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appeal be dismissed and that the patent be maintained as
amended in accordance with the communication pursuant to
Rule 58(4) of 13 July 1987, that is on the basis of the
claims as set out in paragraph III above.

Reasons for the Decision

1.

02837

The appeal is admissible.

Claim 1 differs from that of the granted patent in that it
specifies a pH of 1 to 5 in the anode compartment and in
stating the content of metal in the formed thin layer. It
further differs from that originally filed in that it
identifies the added metal or metal ion. These features
were clearly disclosed in the original description and
formed the subject-matter of original Claims 5, 4 and 2
respectively. Therefore, the requirements of Article 123(2)
and (3) are satisfied.

As regards novelty the Board can agree with both parties in
that D7 explicitly discloses feature (a) of Claim 1 (see
its introduction) feature (b) (see page 2, lines 5 to 15)
and feature (c) (see the examples).

The Respondent’s argument in effect that the disclosure in
D7 relates to laboratory experiments using sodium chloride
even purer than the regenerating salt used in the
Appellant’s experimental tests cannot be followed. D7 might
well be disclosing laboratory experiments; nevertheless the
goal was an industrial process and the purity of the salt
used would not be substantially different from that which
would be economically suitable for an industrial process.
Therefore, the Board is satisfied that at least it would
not have been purer than that used in one of the
Appellant’s experiments which was already very pure.
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Accordingly, the Board can agree that in carrying out the
teaching of D7, the features (d) and'(e) of Claim 1 are
arrived at inevitably and that the subject-matter of this
claim is therefore not novel.

To the Respondent’s argument that D7 does not disclose the
addition of iron or other metal ion it is observed that the
application in suit requires incorporation of the metal or
ion but not necessarily its addition. Page 4, lines 43 to
45 of the printed patent specification indicates that
incorporation includes permitting an already present metal
or metal ion to remain at a required concentration.

Claims 2 to 6 fall to the extent that they are dependent on
an unallowable independent claim. Therefore, the ground for
opposition mentioned in Article 100(a) prejudices the
maintenance of this patent as amended.

For these reasons, it is decided that:

1. The decision under appeal is set aside.
2. The patent is revoked.
The Registrar: ‘The Chairman:
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