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Summary of Facts and Submissions 

European patent No. 3 890 was granted on 26 January 1983. 

A notice of opposition to this European patent was filed 

on 19 August 1983. The Opponent requested that the patent 

be revoked since its subject-matter failed to meet the 

requirements of patentability according to Articles 52 to 

57 EPC. 

At the end of the oral proceedings held on 26 June 1985 

the Chairman informed the parties that the Opposition 

Division intended to maintain the patent in amended form 

on the basis of the auxiliary claims submitted on 14 June 

1985 and modified during oral proceedings. The Patentee 

should submit an amended description brought into 

agreement with the new claims. The Patentee complied with 

this decision and submitted amended pages of the 

description. 

On 10 January 1986 a Communication pursuant to Rule 58(4) 

EPC was dispatched. The Opponent informed the Opposition 

Division that the new claim does not meet the requirements 

of Article 100(b) EPC, whereas the Patentee agreed with 

the amended form of the patent. Because of the objections 

of the Opponent, the Opposition Division in a 

communication pursuant to Article 101(2) and Rule 58(1) to 

(3) EPC resumed the opposition proceedings. The Patentee 

was invited to file observations in response to the 

objections raised by the Opponent, which the Patentee 

filed with his letter 9 December 1986. 

With letter dated 5 November 1986 the Opponent withdrew 

his opposition. On 26 January 1988 the Opposition Division 

gave a decision which terminated the opposition 

proceedings because the Opponent had withdrawn the 
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opposition and the European Patent Office had no cause to 

continue the proceedings of its own motion as the file now 

stands. Against this decision the Patentee filed on 

15 March 1988 a combined Notice of Appeal and Statement of 

Grounds and simultaneously paid the appeal fee. The 

Patentee stressed that he was highly interested in 

maintaining the patent in the amended form because he 

wished to be sure that the claims are valid and avoid both 

ambiguity and conflict with his European patent 

application EP-A-1 473. 

Reasons for the Decision 

The appeal is admissible. 

According to Rule 60(2), second sentence EPC, "opposition 

proceedings may be continued" by the European Patent 

Office of its own motion when an opposition is withdrawn. 

The wording of the provision in all three official 

languages shows that the European Patent Office has a 

certain discretion to continue an opposition proceedings 

after withdrawal of the opposition. This discretion should 

be exercised in a fair way, taking into account the 

interests of the public, the Patentee and the European 

Patent Office. 

3.1 In the decision under appeal, the Opposition Division took 

the view that as the case stood, there was no reason for 

the Office to continue the proceedings of its own motion. 

Detailed grounds for this statement were not given. In 

contrast to the Opposition Division, the Board considers 

that there are in this case sufficient reasons for 

continuation of the proceedings. 
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3.2 After withdrawal of an opposition, the opposition 

proceedings should be continued if they had reached such a 

stage that they are likely to result ma limitation or 

revocation of the European patent without further 

assistance from the Opponent and without the Opposition 

Division itself having to undertake extensive 

investigations (see Guidelines for examination in the 

European Patent Office part D, chapter VII, 6.2 and 6.3). 

The continuation of the opposition proceedings under these 

circumstances corresponds to the general duty of the 

European Patent Office vis-a-vis the public, not to 

maintain patents which it is convinced are not legally 

valid at all or with necessary limitations only (see 

T 156/84, Pressure swing adsorption/AIR PRODUCTS, 

paragraph 3.5, to be reported; headnote in OJ EPO 1988, 

187). 

3.3 In the light of this obligation the European Patent Office 

should, in principle, continue an opposition proceedings 

when a communication pursuant to Rule 58(4) EPC was 

already sent to the parties before the opposition was 

withdrawn. The dispatch of the communication shows clearly 

that the Opposition Division was of the definite opinion 

that the European patent could not be maintained in the 

granted form. Under these circumstances it is in the 

public interest to continue the opposition proceedings 

after the withdrawal of the opposition even if the 

Patentee would have disagreed the amended text proposed by 

the European Patent Office, the more in this case where 

the Patentee explicitly declared his agreement. 

3.4 Therefore the decision under appeal terminating the 

opposition proceedings has to be set aside and the case 

has to be remitted to the first instance. 
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In accordance with Rule 67 EPC, reimbursement of an appeal 

fee shall be ordered when a Board deems an appeal to be 

allowable "if such reimbursement is equitable by reason of 

a substantial procedural violation". The Opposition 

Division did not give the Patentee the possibility to file 

his observations before announcing the decision 

terminating the opposition proceedings. This failure 

amounted to a breach of the requirements of Article 113(1) 

EPC because the contested decision was based on grounds on 

which the Patentee had not an opportunity to present his 

comments. To take a party by surprise means a substantial 

procedural violation in the meaning of Rule 67 EPC. The 

Board considers therefore, that it is equitable to order 

the reimbursement of the appeal fee. 

Order 

For these reasons, it is decided that: 

The decision under appeal is set aside. 

The case is remitted to the first instance with the order 

to continue the opposition proceedings. 

The reimbursement of the appeal fee is ordered. 

The Registrar: 	 The Chairman: 

F. Klein 	 P. Lançon 
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