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Summary of facts and submissions 

Appellant's European patent application No. 85 200 135.3 

was refused by a decision of the Examining Division dated 

5 January 1988. That decision was based on Claims 1 to 8 

filed with a letter dated 26 October 1987. The reason 

given for the refusal was that Claim 8, which was worded 

"Record carrier for use in one of the Claims 1 to 6. 11 , was 
of such a vague and speculative nature that it could not 

be regarded as novel. 

On 3 February .  1988 the Appellant filed a notice of appeal 

against that decision, accompanied by a statement of 

grounds and a new set of Claims 1 to 8. The appeal fee was 

paid on the same 4ay. 

In response to a communication of the Board pursuant to 

Article 11(2) of the Rules of Procedure of the Boards of 

Appeal, in which it was noted that Claim 8 might cover 

blank carriers indistinguishable from those disclosed in 

GB-A-i 563 680 and GB-A-i 429 882 which appeared to be 

suitable for having a programme recorded on them in the 

manner specified in Claim 1, the Appellant filed on 
31 October 1989 a new set of Claims 1 to 8 (Main claim 

set) and three further sets of claims (Alternative claim 

setA, Band C). 

Oral proceedings were held on 22 March 1990. The Appellant 

explained that Claim 8 of the main set of claims was not 

intended to cover blank carriers on which no recording had 

been made. If the claimed record carrier were played back 

at n turns per second, the playback signal produced would 

not have a signal format in conformity with a standard 

television signal format. The Appellant submitted new 

Claims 7 and 8 and requested that the decision under 

appeal be set aside and that a patent be granted on the 
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basis of Claims 1 to 6 of the main claim set filed on 

31 October 1989 and Claims 7 and 8 as submitted at the 

oral proceedings. An earlier request for reimbursement of 

the appeal fee was withdrawn. 

V. 	Thus, the application now consists of the following 

documents: 

Claims 1 to 6 filed on 31 October 1989 and Claims 7 and 8 

submitted at the oral proceedings; 

Description: pages 1, la, 3, 3a, 4 and 5 filed on 

28 October 1987 and pages 2 and 6 to 10 as originally 

filed; 

Drawings: sheets 1/2 and 2/2 as originally filed. 

Claims 1 and 8 are worded as follows: 

11 1. A system for playback a program, which system 

comprises a disc-shaped record carrier (1) with a 

substantially spiral-shaped or concentric ring-shaped 
information track, in which the program has been recorded 

as a sequence of scenes, each scene being represented by a 

video picture, each comprising only one odd and only one 

even field, the number of fields per turn being equal to 

two, the beginnings of the odd and even fields being in 

alignment in a first and second radial direction 

respectively, the program has been recorded such that in 

the event that the program is read out with an angular 

scanning velocity of m turns per second, a playback signal 

is produced with a signal format which is in conformity 

with a standard television signal format; the system 

further comprises a read apparatus for reading the record 

carrier by scanning the record carrier (1) with an angular 

scanning velocity of m turns per second, which read 
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apparatus is provided with means (3,7,13,14) for moving 

the scanning point over one or more turns of the track in 

order to perform backwards and forwards jumps over an even 

number of fields, charabterized in that each video picture 

recorded corresponds with a time slice of the program with 

a length of 11n seconds, with n < in, in that the read 

apparatus is provided with means (8,15) for initiating the 

said forward and backwards jumps in conformity with a 

predetermined pattern, such that per second the fields of 

n different video pictures are produced as sets of two or 

more fields, each set comprising fields of only one video 

picture. 

8. Record carrier comprising all the technical record 

carrier features as defined in any one of the Claims 1 to 
6." 

Reasons for the decision 

The appeal complies with Articles 106 to 108 and Rule 64 

EPC and is, therefore, admissible. 

The only point which the Board has to decide is whether 

the subject-matter of Claim 8 as submitted at the oral 

proceedings is novel. 

2.1 	The Board agrees with the Examining Division that Claim 8 

filed with the letter dated 26 October 1987 was not 

acceptable as it stood. In the opinion of the Board, that 

claim covered any record carrier suitable for use in the 

system according to any one of the Claims 1 to 6 filed 

with the letter dated 26 October 1987, including a blank 

carrier suitable for having a programme recorded on it in 

the manner specified in that Claim 1. As was stated in the 

Board's communication, such a blank would not have any 

0 
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feature(s) by which it could be distinguished from known 

disc-shaped record carrier blanks such as those described 

in GB-A-i 563 680 (see e.g. page 1, lines 8, 9 and 34 to 

37) and GB-A-i 429 882 (see e.g. page 1, lines 10 to 17 

and page 2, lines 48 to 54), which likewise have 

substantially spiral-shaped or concentric ring-shaped 

information tracks in which a programme of consecutive 

film frames can be recorded. It appears that such known 

blanks could be regarded as being "for use in a system 

according to Claim 1" because they could be recorded on in 

the specified manner. 

	

2.2 	However, in the opinion of the Board, the present Claim 8, 

even in its broadest scope, i.e. when referring to Claim 1 

solely and in spite of certain grammatical imperfections 

in the present Claim 1, does not cover blank carriers, but 

should be construed as being directed to a disc-shaped 

record carrier with a substantially spiral-shaped or 

concentric ring-shaped information track in which a 

programme has been recorded as a sequence of scenes, each 

scene being represented by a video picture, each 

comprising only one odd and only one even field, the 

number of fields per turn being equal to two, the 

beginnings of the odd and even fields being in alignment 

in a first and second radial direction respectively, and 

in which the programme has been recorded such that in the 

event that the programme is read out with an angular 

scanning velocity of m turns per second, a playback signal 

is produced with a signal format which is in conformity 

with a standard television signal format, characterized in 

that each video picture recorded corresponds with a time 

slice of the programme with a length of 1/n seconds, with 

n < m. 

	

2.3 	In a conventional record carrier with a nominal play back 

speed of in video pictures per second, m video pictures' 
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worth of video fields are recorded for each second of play 

back time. None of the documents mentioned in the European 

search report, nor either of the documents cited by the 

Board (see paragraph III above), shows that it was known 

to record fewer (n) video pictures' worth of video fields 

than are needed for each second of play back time. This is 

not a feature of the programme itself, but rather a 

technical feature of the way in which the progranune has 

been recorded, with technical consequences for the way in 

which it has to be played back: in order to reproduce the 

programme at its correct speed, while reading the record 

carrier at the speed required to produce a playback signal 

with a signal format which is in conformity with a 

standard television format, it is necessary to insert 

additional video fields.during play back. 

	

2.4 	Furthermore, in the absence of any evidence on the files 

to the contrary, the Board accepts the Appellant's 

assurance, given at the oral proceedings, that the claimed 

record carrier is distinguishable from a conventional 

carrier intended to be played back at n turns per second, 

because, if the claimed record carrier were played back at 

n turns per second, the playback signal produced would not 

have a signal format in conformity with a standard 

television signal format. 

	

2.5 	In the opinion of the Board, the subject-matter of the 

present Claim 8 is new compared with the prior art 

mentioned in the European search report and in paragraph 

2.1 above. As the reason for which the Examining Division 

refused the application no longer applies, the Board must 

set aside the decision under appeal. 

	

3. 	However, the Board cannot order grant of a patent on the 

basis of the documents specified in paragraph V above 

because the Examining Division has not yet considered 
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whether the present application meets all the other 

requirements of the EPC. In order to avoid loss of an 

instance, the Board considers it appropriate, in 

accordance with Article 111(1) EPC, to remit the case to 

the Examining Division for further prosecution. 

	

4. 	For avoidance of doubt, it is emphasised that the only 

point which the Board has decided is that the subject-

matter of the present Claim 8 is new compared with the 

prior art considered by the Board. That prior art is 

summed up under foregoing item 2.5. According to 

Article 111(2) EPC the Examining Division shall be bound 

by the ratio decidendi of the Board of Appeal only in so 

far as the facts are the same. This means that if the 

wording of Claim 8 and the prior art considered by the 

Examining Division are both the same as considered by the 

Board, the Examining Division shall be bound by the 

Board's decision, that the subject-matter of Claim 8 is 

novel. If, however, the facts before the Examining 

Division would be different from those considered by the 

Board, and the Examining Division should come to the 

conclusion that the claimed subject-matter does not meet 

some requirement of the EPC, the present decision of the 

Board does not debar the Examining Division from raising 

appropriate objections. 

Order 

For these reasons, it is decided that: 

	

1. 	The decision under appeal is set aside. 
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2. 	The case is remitted to the Examining Division for further 

prosecution on the basis of the documents specified in 

paragraph V above, taking account of the remarks in 

paragraph 4 above. 

The Registrar 	 The Chairman 

P.K.J. van den Berg 

I 
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