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Headnote

1. Whereas the apportioning of costs between parties may be appropriate in
cases of neglect or ignorance, when a late submission is caused by deliberate
manipulation the justification for exercising the discretion under

Article 114(2) EPC against a party who willfully acted contrary to good faith
should be considered (point 2.3 of the Reasons).

2. When abuse of procedure is manifest in view of the fact that a party
deliberately abstained from raising an issue even when the evidence in its
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support was available, it would be contrary to the principle of good faith to
admit such evidence by applying Article 114(2) EPC in favour of that party.
Consequently, in exercising its discretion under Article 114 EPC, the Board
finds it justified to dismiss the objection of prior use irrespective of its
potential relevance (point 2.7 of the Reasons).
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Summary of Facts and Submissions

ET053489. D

The appeal |ies against the decision of 29 June 1989 by
t he Qpposition Division to maintain European patent No.
0 119 021 in amended form

The Appel lant (Opponent) filed a Notice of Appeal on
10 August 1989 and paid the appeal fee on the sane day.
A Statenment of G ounds was filed on 27 October 1989.

An objection of prior use was invoked for the first
time in the Statenent of G ounds for the appeal

related to sales on the open market by the Appellant
hinself. Apart fromthis prior use, the Statenment of
Grounds only refers in general terns to subm ssions
made by the Appellant in the opposition proceedings. A
conmuni cation explaining the prelimnary views of the
Board was issued with the sunmmons to oral proceedings
appoi nted for 2 February 1993.

The representative for the Appellant stated in the oral
proceedi ngs that he had only come to know about the
prior use (the Appellant had branches in various
countries) about a nonth before expiry of the period
for opposition. It was therefore decided not to raise
this issue in the opposition proceedings. After the
deci si on under appeal - due to difficulties in defining
the invention - it was however thought that the prior
use mght help in defining the relevant prior art and
hence the invention, in accordance with the whole
contents approach.

The Respondent (Proprietor of the patent) contended
that the issue of prior use should not be admtted as
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t here had been no good reason why it had not been

rai sed before in the proceedings. Furthernore, the
remai nder of the Statenment of G ounds was insufficient
under Article 108 EPC, since it neither stated in what
way the decision under appeal was faulty, nor discussed
what the argunents were upon which the Appell ant was
going to rely in the appeal proceedings.

The Appel l ant requests that the decision under appeal
be set aside and the patent revoked.

The Respondent requests that the appeal be rejected as
i nadm ssi bl e.

Reasons for the Decision

ET053489. D

The basic issue to be decided is whether or not the
appeal neets the requirenment under Article 108, third
sentence, EPC of being adequately defined. There are
two different kinds of admssibility involved, the
first related to the adm ssibility of the late filed
obj ection of prior use. Depending on the outcone of
this, a question of admi ssibility of the appeal as such
m ght arise, in view of the possibly inadequate
contents of the Notice of Appeal

Admissibility « of the objection of prior use

From the established jurisprudence of the Boards of
Appeal with regard to admttance of late filing of
grounds, argunents and evidence (Article 114 EPC) the
foll owi ng principles energe.
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The purpose of Rule 55(c) EPCis to allow the patentee
and the Opposition Division (or the Board on appeal) at
once to understand the opponent's case properly on an
obj ective basis w thout having to consult the
docunentation on file (T 222/85, Q) EPO 1988, 128). In
the exercise of discretion under Article 114(2) EPC,
however, an extrenely pertinent docunment may still be
admtted later on in the proceedings (T 142/84, QJ
1987, 112, subsequently confirmed by e.g. T 271/84, QJ
EPO 1987, 405 and T 416/87, QJ EPO 1990, 415, see al so
General Principles for OQpposition Procedure in the EPQ
Q) EPO 1989, 417). A party invoking a late itemhas to
set out the reasons that prevented himfrom submtting
it earlier (T 156/84, QJ EPO 1988, 372, which al so

decl ared that paragraph 1 of Article 114 EPC had
precedence over paragraph 2 as a result of the EPO s
duty not to grant or maintain patents which it is

convi nced are not valid).

The apparent abuse of procedure through a non-excusabl e
failure in presenting cases fully at the earliest
possi bl e stage was addressed in case T 416/87, but the
Board settled for an apportionnment of costs, because
the late filed docunent was considered the cl osest
prior art and therefore adm ssible. The sane bal anci ng
"remedy"” by way of apportioning costs was used in

T 611/90, cf. headnote in QJ EPO 1992, No. 3.

To conclude fromthis jurisprudence, a late filed item
rel evant to the question of novelty or inventive step
will normally be accepted under Article 114(2) EPC
provi ded that this may becone critically relevant to
the outcone of the case. Thus, a claimto prior use
woul d only be admtted under this "principle of

rel evance", if it represents prior art within or closer
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to the clainmed subject-matter conpared to docunentation
al ready available in the case, thereby potentially
changi ng the outcone of the procedure.

However, no prior decision has addressed the possible
applicability of Article 114(2) EPC i ndependently of
Article 114(1) EPC. The reluctance of the Boards of
Appeal to disregard late-filed itens under

Article 114(2) EPC without first provisionally having
considered their relevancy, may stemfromthe G 1/ 84
opi nion (Q EPO 1985, 299, point 3) that the

overwhel mng interest of the public lies in each
opposition being examned on its nmerits, except in
mani f est cases of abuse.

2.3 The Board takes the view that whereas the apportioning
of costs between parties nmay be appropriate in cases of
negl ect or ignorance, when a |late subm ssion is caused
by deli berate mani pulation the justification for
exercising the discretion under Article 114(2) EPC
against a party who willfully acted contrary to good
faith shoul d be consi dered.

2.4 The particul ar circunstances of the present case first
require consideration of whether or not the Appell ant
has given valid reasons for the delay. If not, it has
to be deci ded whether or not the absence of a valid
excuse constitutes abuse of procedure. |If abuse is
confirmed, it has finally to be deci ded whether the
graveness of the circunstances justifies disregarding
the late filed material.

2.5 The Appellant has frankly admtted that the information

about the prior use was avail able before expiry of the
period for opposition and that it was a deliberate
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choice not to raise this issue in the opposition
proceedi ngs, partly because the tinme for obtaining the
necessary evi dence was deened too short.

However, as established by the jurisprudence of the
Boards of Appeal, in order for an objection to be
validly raised in a notice of opposition it is not
necessary to present the evidence itself in the sane
subm ssion (see inter alia J 22/86, OQJ EPO 1987, 280).
It is normally sufficient to submt this evidence as
soon as it is in fact available. In this context there
is a distinction to be made between raising the issue
at all, which is required under Article 99 in
conjunction with Rule 55(c) EPC, and submtting such
evidence in its support as to make the argunent
convincing, the latter not being required under
Articles 99 or 108 EPC (cf. T 222/85, point 5). Thus in
the present case nothing woul d have prevented the
Appellant fromreferring to prior use as one of the
argunents to be considered with regard to novelty,
stating that evidence in its support would be submtted
i n due course.

The fact that there may have been uncertainty as to the
exact nature of the invention is no excuse, since any
claimto prior use necessarily has to be exam ned on
its merits (cf. e.g. T 328/87, QJ EPO 1992, 701)
regardl ess of when raised. The argunment that the prior
use was only "needed" later on to define prior art or
the invention, in particular with reference to the
whol e contents approach, if making any sense at all,
woul d equally apply to the proceedi ngs before the first
i nstance. Any deliberate w thholding of information
relevant to the validity of the patent - so-called
"salam tactics" - is not only against the direct



2.6

2.7

2.8

ET053489. D

- 6 - T 0534/ 89

interest of the public at |arge but may al so be

recogni sed as possibly leading to a deception through a
conspiratorial conprom se between the parties on the
poi nt in question.

The Respondent, as well as the EPO and the public at

| arge, was left ignorant as to the full extent of the
Appel l ant' s objections until the appeal proceedings. As
al ready nmentioned in the Board's conmmunication, a delay
of this length puts an unreasonabl e demand on the
Respondent, who woul d be called upon to find evidence
after several years after the fact in order to refute

t he al |l egati on.

An obj ection based on the Cpponent's own prior use
which is raised only after expiry of the opposition
period under Article 99(1) EPC, although the factual
circunstances were known to the Opponent and not hi ng
prevented this objection frombeing raised during that
peri od, constitutes abuse of procedure.

It is therefore the view of the Board that, when abuse
of procedure is manifest in view of the fact that a
party know ngly abstained fromraising an i ssue even
when the evidence in its support had becone fully
available, it would be contrary to the principle of
good faith to admt such evidence by applying

Article 114(2) EPC in favour of that party.
Consequently, in exercising its discretion under
Article 114 EPC, the Board finds it justified to

di scard the objection of prior use irrespective of its
potential relevance.

It has been decl ared and enphasi sed many tines that
expedi ti ous proceedings are ained at by the European
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Patent OFfice in the interest of |egal certainty. The
Board finds that the parties should be aware of the

ri sks of not conplying with the principles laid dowm to
ensure such expedi ency, and that they nust face nore
serious consequences than apportionnment of costs, which
at least to sone powerful participants does not seemto
be an effective deterrent.

The objection of prior use having been found
i nadm ssi ble, those parts of the Statenent of G ounds
devoted thereto are consequently to be ignored.

Adequacy of Grounds

The requirement of Article 108 EPC for a statenent of
grounds serves a nunber of purposes. Firstly, the
appeal procedure is basically a review of the decision
under appeal, not a re-exam nation of the application
or patent. Therefore, the statenent should set out the
| egal and factual reasons why the decision under appeal
shoul d be set aside and the appeal allowed. Secondly,

t he grounds nust put the respondent in a position to
enable himto react adequately to the appeal, and the
EPO t o conduct the proceedings properly. Thirdly, the
public interest requires that the possibility to
chal l enge a decision by the first instance expire at a
specific date given by |aw. As an appeal under the EPC
is subject to submissions in two stages, with a given
separate time period for each action to be taken, the
public interest necessitates a conplete Statenent of
Grounds within that period (cf. T 220/83, Q) EPO 1986
249, T 213/85, QJ EPO 1987, 482, J 22/86, QJ EPO 1987
280 and T 145/88, QJ EPO 1991, 251).
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The Appellant has only nmade a general reference to
subm ssi ons nmade before the Qpposition Division,

wi t hout any anal ysis of the reasons why these
observations should overturn the decision under appeal.
As was pointed out in decision T 432/88 of 15 June 1989
(unpubl i shed), such a vague reference leaves it to the
Board and Respondent to conjecture in what respect the
Appel I ant consi ders the decision under appeal to be
defective. This is just what the requirenment of grounds
for appeal is designed to prevent. O herw se the
Respondent is at a |l oss to know how to prepare his case
and the Board cannot direct the appeal proceedings in
an efficient way.

In the present case, the earlier subm ssions referred
to consist of rather |engthy and conplicated technical
observations made in the Appellant's Notice of
Qpposition, filed on 5 January 1988. It would therefore
nei ther be possible, as required under the EPO
jurisprudence, to understand the appeal by just reading
the Statenment of Gounds for the appeal and the
deci si on under appeal, nor to ascertain w thout further
investigation into the technical details as presented
before the Qpposition Division and on record in that
file in what respect the decision under appeal m ght be
attacked.

This Board therefore concurs in the observation of

T 432/ 88 that the nere reference to what has been set
out in the opposition proceedi ngs does not conply with
the requirement of Article 108, third sentence EPC, at
| east not where as in the present case extensive
investigation would be required in order to define the
appeal .
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Conclusion

I n consequence of the inadm ssibility of the prior use
objection as well as of the inadequacy of the remaining
references in the Statenent of G ounds, nothing
remains, either in the Notice of Appeal or in the
Statenment of G ounds, to indicate what the appeal is
about. The appeal as a whole nmust therefore be rejected
as inadm ssible in accordance with Rule 65(1) EPC

ese reasons, 1t i1s ordered that:

eal is rejected as inadm ssible.

i strar: The Chai r nan:

ani G Szabo



