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Summary of Facts and Submissions

2385.D

Eur opean patent application No. 85 902 649. 4,
publication No. 0 182 919, was filed on 28 May 1985,
having a priority date of 28 May 1984 derived from
Japanese application No. 108131/ 84.

In its first conmmunication of 8 March 1988, the
Exam ning Division drew particular attention to the
fol |l ow ng docunents:

(1) DE-A-3 030 111
(2) FRA-2 201 313 and
(3) FRA-2 355 047,

contending that there was a | ack of novelty over the

di scl osure of docunent (1), and that docunents (2) and
(3) constituted closer prior art than that acknow edged
in the specification. The Applicant (Appellant) filed
an anmended description and clains, as well as further
argunments which were taken into account.

By its decision given on 11 October 1990, the Exam ning
Di vision refused the application, holding that the

all eged invention as clained in amended Claim1 filed
with a letter of 9 April 1990 | acked novel ty having
regard to the disclosure of docunent (1). The deci sion
did not deal fully with the issue of inventiveness on
t he assunption of novelty, but at paragraph 7, page 8,
it drew attention to the fact that a communi cation of
22 June 1989 had been msinterpreted by the Appellant,
to the extent that it was asserted that the Exam ning
Di vision had recogni sed the existence of an inventive
step. The Exam ning Division therefore indicated that
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inits viewit was highly dubi ous whether an inventive
step coul d have been acknow edged even if there had
been novelty.

The single independent Caim1l as considered by the
Exam ning Division (after correcting the spelling of
the word "polyglycidyl"” in the last line but tw) was
in the followi ng form

"A thernpbsetting resin conposition conprising a pre-
reacted product (a) of a pol yam no conmpound, an

unsat urated bi snmal ei m de conmpound, and a curing agent,
characterised in that

(i) the resin consists essentially of the pre-reacted
product (a) dissolved in a vinyl conpound (b)
contai ni ng an epoxy group selected from gl yci dyl
acrylate, glycidyl nethacrylate and allyl glycidyl
ether, or a conbination of the vinyl conpound (b)
and an aliphatic epoxy conpound (b') having no
vinyl group selected from ethyl ene diglycidyl
et her and pentaerythritol polyglycidyl ether, and

(ii) as catalyst a conbination of an epoxy curing agent
(c) and a radical polynerisation initiator (d)."

An appeal against that decision was | odged on

7 Decenber 1990, the appeal fee was paid on the sane
day, and the G ounds of Appeal were filed on

18 February 1991. Wth its Statenent of G ounds of
Appeal , the Appellant filed a revised set of Cains
nunbered 1 to 5, and contrasted the disclosure of
docunent (1) with the subject-matter of the new
Claima1l.
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The Board indicated informally that the anended
Claim 1, defining a conposition as "conprising"
ingredients (A), (B) and (C), with the curing system
defined as "conprising"” other conponents, was

i nherently vague and unacceptabl e, whereas it would be
prepared to accept the sane claimif such words as
"consisting of" or "consisting essentially of", were
used both inline 1 of daim1, and equally in the
definition of the curing systemCin the latter part of
the claim By letters dated 21 Septenber, and

17 Novenber 1993, the Appellant expressed wllingness
to make both of those amendnents. Claim 1 as considered
by the Board read as foll ows:

The Appel l ant requested that the decision under appeal
be set aside, and that a patent should be granted on
the basis Caim1l as set out in paragraph |V above,

t hat request being subject inplicitly to the further
revi sion nentioned in paragraph V above, together with
dependent Clainms 2 to 5, the description still to be
anmended, and al so requested that as the issue of

i nventiveness had not been dealt with by the Exam ning
Division, that issue should either be referred back to
the Exam ning Division or dealt with by the Board.

Reasons for the Decision

1

2.

2385.D

The appeal is adm ssible.

Admissibility of Amendments
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As conpared with Claim1l in the application as filed,
the claimnow before the Board relates to a conposition
consi sting essentially of conponents (A), (B), and (C
each of which is nore closely defined than before. (A
is now defined as being a reaction product of certain
groups of conmpounds, which is in solution in conmponent
(B). (B) is defined as being (i) a vinyl epoxy nononer
selected froma group of three identified conpounds, or
(ii) a conbination of those three with an aliphatic
epoxy nmononer selected from another three naned
conmpounds, or (iii) a conmbination of (i) or (ii) with a
styrene type nononer. (C) is defined as being a curing
system consi sting of a radical polynerisation initiator
and an epoxy curing agent selected from six groups of
conmpounds.

Having regard to the contents of the application as
filed, the Board is satisfied that these Iimtations to
Claim1 are all adm ssible. The feature of conponent
(A) being in solution in conmponent (B) is disclosed in
t he passages at page 6, line 33 to page 7, line 4 and
page 9, lines 9 to 10, together with page 10 lines 14
and 15 (in relation to the aliphatic epoxy conpounds
possi bly included in the |iquid conponent) and page 7,
lines 23 to 25 (in relation to the styrene type nononer
which may al so optionally be included in the liquid
conponent). O the three possibilities concerning the
[iquid conponent (B), (i) corresponds to the disclosure
of Claim2 of the application as filed, (ii) is

di sclosed in the passage frompage 9, line 25 to

page 10, line 10, while (iii), the optional inclusion
of a styrene type nononer is disclosed on page 7,

lines 16 to 26. The groups of conpounds whi ch now
define conmponent (C) are disclosed at page 7, lines 28
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to 33 of the application as filed. Accordingly, the
Board is satisfied that these anendnents are admni ssi bl e
for the purposes of Article 123(2) EPC.

Clarity of Claim 1

In objecting to Caim1 when defined as "conprising”
(A, (B) and (C), the Board was adhering to the usua
practice of the EPO in appropriate circunstances of
objecting to such clains as unclear. (See T 472/ 88

(10 Cctober 1990) not reported in QJ EPO but reported
in 1991 EPOR 486). A clai mwhen so worded woul d be
infringed by a composition consisting of 99% of a
further conponent (D), and only 1% of the essentia
conponents of the present alleged invention. In
contrast, the term"consisting essentially of" allows
for the possible presence of such further conponents as
impurities, conventional additives, or even
conventional fillers, depending on the art in question.
There are sonme circunstances where the term
"conprising” may be used, such as when defining an
invention relating, not to the totality of the
conposition, but instead to one essential conponent,
e.g. in such wording as "conprising X as a stabiliser".

Novelty

The Board is essentially in agreement with the views
expressed in paragraphs 13 to 17 of the Statenent of
Grounds of Appeal, and notes that the genera

di scl osure of docunment (1), as is reflected in
particular by its independent Clains 1 and 7, and
Exanples 1 to 5, requires the presence of cyanate
esters. Although the Exam ning Division rightly
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observed that cyanato conpounds coul d be enbraced by
the catal yst systemas defined in CCaiml as it then
stood, now that conponent (C) is limted to certain
defined cl asses of conpounds, that possibility has been
excl uded. Consequently, the Board is satisfied that the
obj ection of lack of novelty has been overcone, and
that therefore the subject-matter of daim1l is novel
within the meaning of Article 54 EPC

The closest prior art

The Board regards docunent (1) as being the cl osest
prior art, although reference was al so made by the
Exam ning Division to docunents (2) and (3), which are
now acknow edged in the description. Docunent (1)
relates to a class of thernosetting resins which can be
used in nmaki ng coatings, adhesives, noul ded conmponents,
| am nates, etc. (sentence bridging pages 16 and 17),
curing being effected by heating in a tenperature range
of 100 to 250°C dependi ng on the actual conposition
chosen (page 16, paragraph 2). Prior to setting, the
product may take the formof a powder, as is
exenplified in Exanples 1 and 2, or it may take the
formof a fluid conposition attained by the inclusion
of a solvent (Exanples 3, 4, and 5). The sol vents used
in those exanples are nmethyl ethyl ketone in Exanples 3
and 5, and a m xture thereof with

N, N-di met hyl -f ormam de in Exanpl e 4.

Problem and i1ts solution
Seen agai nst the background of the above-nentioned

prior art, the problemw th which the alleged invention
is concerned is to provide a |low viscosity, easily
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handl ed sol vent free product, which is readily capable
of being used for inpregnating bodies such as bundl es
of glass fibre, and can cure to a strong hard solid
with a mninum of shrinkage. Al though conponent (A) is
di ssol ved in conponent (B), conponent (B) is a
co-reacting nononer, as contrasted with an organic
solvent. Such a solvent is normally evolved fromthe
conposition upon curing, wWth consequent problens with
respect to dinensional stability. The results set out
in Tables 1 and 2 indicate that follow ng the teaching
of the alleged invention, products are capable of being
obt ai ned whi ch have good storage stability, mninm
shri nkage upon curing, and have consi derabl e strength
and el asticity. Accordingly, the Board is satisfied
that the alleged invention affords a credible solution
to the above-stated problem

Inventiveness

The issue of inventiveness turns on whether a skilled
person, having as his starting point the disclosure of
docunent (1), and confronted with the above-defined
probl em would have found in that document, or in any
other of the cited prior art, a sufficient pointer in
the direction of the alleged invention. The Board
considers that, insofar as docunment (1) teaches either
t he use of solid uncured noul dabl e conpositions, as
illustrated in Exanples 1 and 2, or |iquid conpositions
whi ch are attai nable only by the enpl oynent of a
conventional solvent having later to be renoved, as in
Exanples 3, 4, and 5, it is unlike the alleged

i nvention, which involves a copol ynerisation step in
whi ch conponent (A), after being initially dissolved in
conponent (B), is required to copolynerise with (B)
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(I'n addition, the cyanate esters which are essential to
docunent (1) are absent fromthe conpositions according
to the invention as defined in the main claimas now
anended.) The Board is therefore satisfied that the
teachi ng of document (1) is so unlike the proposal in
accordance with the alleged invention that the skilled
wor ker woul d not have found in docunment (1) any
teaching in the direction of the alleged invention.

Equal Iy, the Board finds that the teachings of
docunents (2) and (3) have little resenblance to the

i nvention. Docunent (2) relates to a conposition
conprising (a) a prepolynmer of a bisimde having a
certain formula, which may include mal eic anhydri de
groups in its nmolecule, which reacts with (b) an epoxy
resin, and (c) an allyl nonomer (page 1, lines 20 to
32). There is no suggestion of the formation of the

bi smal ei m de- pol yam ne prereaction product dissolved in
a nononer containing both an epoxy group and a vinyl
group, which are essential features of the invention,
and the Board is therefore satisfied that it does not
provide any pointer in its direction.

Docunent (3) is also directed to a thernpsetting
conposition. It involves four conponents, (a) a
pol yi m de, (b) an al kenyl phenol and/or an al kenyl phenol
ether, (c) an allyl group-containing epoxy conpound,
and optionally (d) an epoxy curing agent (page 17,
Claim1). Again, the Board regards this conbination as
being very unlike that of the invention, and hence sees
in this disclosure no pointer towards the conbi nation
which is essential to the invention as now defi ned.
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7.4 Accordingly, the Board is satisfied that the invention
is not obvious in the light of this prior art.

8. Conclusion
The subject-matter of Claim1 of the patent in issue is
novel for the purposes of Article 54 EPC, and involves
an inventive step as required by Article 56 EPC and is
t herefore patentable. The sane applies to the

subj ect-matter of the dependent Clains 2 to 5, since
they fall wholly within the scope of Caiml.

Order

For these reasons, i1t i1s decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Examning Division with the
order that a patent be granted on the basis of Claiml
referred to in paragraphs 1V and V above.

The Regi strar: The Chai r man:

E. Gorgnmaier F. Antony
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