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Summary of Facts and Submissions
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Eur opean patent application No. 88 311 596.6 was
refused by a decision of the Exam ning Division. The
deci si on was based upon the amended set of clains filed
on 21 May 1991.

The grounds for the refusal were that the process of
Claim1 | acked novelty over either of the docunents

US- A-3 819 535 (hereinafter Dl1) and EP-A-0 145 584
(hereinafter D2). The Exam ning Division took the view
that the ternms "consisting essentially of" and
"intimate m xture" were unclear and did not permt the
scope of Caim1l to be distinguished fromthe prior
art. The meaning of "consisting essentially of" was
obscure in view of the description including the
possibility of having the catalyst carried on a support
wi th an amount of support of up to 90%in the finished
catal yst. According to the decision the application did
not exclude the formation of copper alumnate and it
coul d be expected that a certain anount of "intimate

m xture” would be formed in D1 when cal cining the

| ayered catal yst at tenperatures of 800 to 900°C,
therefore, both the catalyst of Claim1l and the

catal yst of D1 contai ned copper alum nate and an

undet erm ned anount of "intimate m xture" of copper

oxi de and ceri a.

The Exam ning Division further held that Caim1l was
al so not novel in respect of D2, in particular
Exanples 1 and 6 thereof, since additional elenents
such as the platinumgroup netals were not excluded
fromthe scope of protection defined by Caim1.
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The Appel |l ant | odged an appeal against this decision.

Oral proceedi ngs took place on 14 February 1995. In the
course of these proceedi ngs the Appellant submtted
four sets of anmended clains as main request, first
auxiliary request Cl, second auxiliary request C2 and
third auxiliary request C3 respectively, in replacenent
of the sets of clains previously on file. CQaim1l of
the main request reads as foll ows:

"1l. A nethod of treating gaseous effluents with a
catalyst in order to conbat air pollution characterised
by treating the effluents with a catalyst, optionally
supported, consisting essentially of an intimate

m xture of copper oxide and ceria, the weight of the
copper oxide being less than the weight of the ceria.”

Claim1l1l of the auxiliary request Cl differs fromthat
of the main request by the insertion of the additional
feature "and hence not containing an effective anount
of platinumgroup netal" between the words "ceria" and
"the wei ght of the copper oxide..."

Caim1l1l of the auxiliary request C2 has the follow ng
wor di ng:

"1l. A nethod of treating gaseous effluents with a
catalyst in order to conbat air pollution characterised
by treating the effluents with a catalyst, optionally
supported, consisting, apart fromany inpurities and
rare earth netal oxide pronpters, of an intinmate

m xture of copper oxide and ceria, the weight of the
copper oxide being less than the weight of the ceria."
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In Caiml1l of the auxiliary request C3 the feature
"apart fromany inpurities and rare earth netal oxide
pronot ers" has been del et ed.

The Appellant's argunents insofar as they concern the
sets of anmended clains submtted during the oral
proceedi ngs can be summari sed as foll ows:

The Appellant argued that it would be clear to a person
in the art reading the present application that the
term"catalyst” was used in CCaiml to refer to the
catalytically active phase. The terns "consisting
essentially of" and "intinmate m xture" were comon and
wel | recogni sed expressions in the catalyst art. In
this context reference was nmade to several US and

Eur opean patents and to the definition of "consisting
essentially of" given in the decision T 472/88 (1991
EPOR, 490). According to the Appellant this expression
meant that the catal yst responsible essentially for the
catal ytic treatnment of gaseous effluents to conbat air
pollution was the intinmate m xture of copper oxide and
ceria. O her conmponents mght also be present in the
conposition, providing that the essenti al
characteristics of the conposition were not materially
affected by their presence. Therefore, the wording of
Claim1 of the main request already excluded the use of
a catal yst consisting essentially of platinum group
nmetal s such as the catalyst of D2. As regards the terns
"intimate m xture", the Appellant stressed that they
clearly excluded the separate |ayers of copper oxide
and ceria as taught by D1 and neant that the two oxides
were finely m xed.
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The Appel |l ant subm tted conparative exanples, which, he
argued, confirned that the catal yst of Exanples 16 and
22 of D1 contained significant anounts of copper

al um ni um oxi de and no copper oxide while the catal yst
of the present invention showed |little indication of
copper al um ni um oxi de but copper oxide was present.
Therefore the speculation that a certain anmount of
"intimate mxture" was fornmed in D1 was wong. At the
oral proceedings the Appellant's attention was again
drawn to the fact that the starting alum na used in D1
was a stabilised alumna, contrary to the al um na of

t he conparative exanples submtted with the letter of
10 Decenber 1991, and that a reaction of the alum na
wi th the barium and/or the chrom um conpounds m ght
have occurred during the stabilization treatnent. In
reply, the Appellant's representative stressed that
according to the Appellant's expert no reaction would
have occurred, and alum na woul d have still been
present in Dl's stabilized spherical alum na and hence
woul d have still reacted with the copper noiety at the
cal cining tenperature of 900°C to produce copper

al um nate. The Appellant also pointed out that D1 was
referring to a physical stabilization since it

descri bed a stabilization against shrinkage.

As regards the terns "effective anpunt” of platinum
group netal used in Caim1l of the auxiliary request
Cl, the Appellant contended that these terns were clear
and were directly and unanbi guosly derivable fromthe
description which did refer to avoiding such difficult
to produce ingredients as platinumand rhodium The
anount of platinumought to be an effective anount, in
association wth any other catalytically active
conponent, to treat gaseous effluents froman interna
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conmbusti on engi ne, and hence woul d be excl uded from
Claim1.

The Appel |l ant requested the rei nbursement of the appeal
fee on the ground that the Exam ning D vision nmade a
substantial error in not giving the Applicant an
opportunity of comrenting on the reasoning relied upon
in the decision in connection with D1, in particular on
t he specul ation that a certain amount of intimte

m xture was formed in D1. The Appellant further argued
t hat the Exam ning Division nmade reference to a new
docunent whi ch had not been cited in the previous
conmuni cati on

The Appel |l ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of Claims 1 to 10 filed during oral proceedings (main
request) or on the basis of any of the auxiliary
requests Cl, C2 and C3 all submitted in the course of
oral proceedings. He al so requested the reinbursenent
of the appeal fee.

Reasons for the Decision

1
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The appeal is adm ssible.

Main request

The clains of the main request are considered to neet
the requirenents of Article 123(2) EPC. In particular,
it is directly and unanbi guously derivable fromthe
application as originally filed that the catal yst of
the original daim1l and the correspondi ng supported
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catal yst can be used in a nethod of treating gaseous
effluents to conbat air pollution (cf. original
Claim1; page 9, lines 24 to 25; page 12, lines 21 to
22).

The clains also fulfil the requirenment of clarity set
out in Article 84 EPC. It is clear fromthe wording of
the amended Claim 1l that the catal yst may be carried on
a support or not, and therefore that the term catal yst
is not used in the sense of a catalytic formulation
including the support. In these circunstances the terns
a catalyst "consisting essentially of" are consistent
with the exanpl es of the description in which the
"catal yst" contains a great anount of alum na

(cf. Exanple 5). Furthernore, as pointed out by the
Appel lant, an "intimate m xture" of copper oxide and
ceria can be distinguished fromtwo | ayers of copper

oxi de and ceria respectively. The said two | ayers

obvi ously cannot be considered as an intimte m xture
of the two oxi des.

Turning to the issue of novelty, it should be noted
that D2 discloses a nethod of treating exhaust gases
froman internal conbustion engi ne wherein the exhaust
gases are treated with a catal yst containing a support
and an active phase, the latter consisting of at |east
a netal of the platinumgroup and at |east an
additional nmetal (cf. Caim1l). The catalysts (A and
(F) described in Exanples 1 and 6 contain 0.100% of
plati num 0.010% of rhodi um 0.050% of palladium 3.5%
of cerium 1.0%of iron and 0.5% of copper, by weight
relative to the support. As the preparation of catalyst
(A) involves the inpregnation of an al um na support

wi th an aqueous sol ution containing cerous nitrate,
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cupric nitrate and ferric nitrate, followed by a drying
step and a calcination at a tenperature of 550°C, i.e.
a tenperature which is conparable to that used in the
exanpl es of the present application, it nust be assuned
that catalyst (A) of D2 contains an intimate m xture of
ceria and copper oxide. It was not contested by the
Appel l ant that either of the catalysts (A and (F) of
D2 conprises an intimate m xture of ceria and copper.

Al t hough catalyst (F) is nore active than catal yst (A,
the latter is however catalytically active for the
treatment of the exhaust gases frominternal conbustion
engi ne (see page 22, line 14 to page 23, line 17). As

t he wei ght of the copper oxide is also |l ess than the
wei ght of ceria in the catalysts (A) or (F) of D2, the
novelty issue turns on the question whether the
expression the catal yst "consisting essentially of"
used in Claim1l excludes the presence of other

i ngredients such as the iron oxide and the platinum
group netals which are contained in catalyst (A of D2.

First of all it should be noted that the meaning of the
expression "consisting essentially of" depends on the
particul ar circunstances of the case, in particular on
the specific technical field and on the content of the
description. In other words, no general quantitative
definition can be given for this expression and its
nmeani ng shoul d be construed on the basis of the
description. According to the description the catalyst
(or the supported catalyst) contains the intimte

m xture of copper oxide and ceria as catalytically
active ingredients but it may also contain rare earth
nmet al oxi des. The anmount of the latter may be of up to
10 % (as netal) of the ceriumcontent, i.e. it may be
hi gher than the copper oxide content. These additi onal
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rare earth nmetal oxides are said to act as pronoters
(cf. page 9, 2nd paragraph) and hence they iIncrease the
activity of the catalyst according to the usual
definition of a pronoter. Therefore, the supported or
unsupported catal yst as defined in the description may
contain in addition to said intimate m xture further
conponents which affect the essential characteristics
of the catalyst, nanely its activity. In these
circunstances the ternms the "catal yst, optionally
supported, consisting essentially of" used in Caim1l
cannot in view of the description be construed as

al l eged by the Appellant, nanely in the sense that

"ot her conmponents nmay be also present in the
conposition, providing that the essenti al
characteristics of the conposition are not materially
affected by their presence". It follows that the
wording of Claiml interpreted on the basis of the
description does not exclude the presence in the

catal yst of additional conponents which have an
influence on its activity. In these circunstances, the
Board can only conme to the conclusion that the subject-
matter of Claim1l | acks novelty over the disclosure of
D2. Therefore, the main request must be refused on the
grounds that Caim1 does not neet the requirenents of
Article 52(1) and 54 EPC.

Auxiliary request C1

Claim1 of this request differs fromthat of the main
request by the additional feature that the catalyst
does not contain an effective anmount of plati num group
netal. This additional feature is not considered to
fulfil the requirement of clarity set out in Article 84
EPC because the terns "not containing an effective
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amount of platinumgroup netal” do not clearly define
the upper limt of the anpbunt of platinum group netal
whi ch may be present in the catal yst conposition.

Al though this "effective"” or "ineffective" anmount
depends upon the kind of catalytic reaction in which
the catalyst is involved and al so upon the amounts of
the other catalytically active ingredients of the
catal yst, neither the copper oxide and ceria contents
of the catalyst nor the kind of catalytic reaction are
stated in Caiml. It should be noted in this respect
that Claim1l1l is not directed to the treatnent of
exhaust em ssions froman internal conbustion engine
but concerns the treatnent of any kind of gaseous

ef fl uents which causes air pollution.

It follows fromthe above that Caim1 of the auxiliary
request Cl is not allowable for non-conformty with the
requi renents of Article 84 EPC

Auxiliary request C2

There are no objections on the basis of Article 123(2)
EPC to the anended clains of this request. It is
directly and unanbi guously derivable fromthe
application as filed that the catal yst, supported or
not, consists of an intimate m xture of copper oxide
and ceria and that the catalyst formulation may include
rare earth netal oxides as pronoters as well as the
usual inpurities (cf. original Cainms 1 and 4; page 9,
lines 16 to 17 and 24 to 25; page 15, lines 16 to 17,
Exanpl es). The use of this catalyst fornulation in a
met hod of treating gaseous effluents to conbat air
pollution finds a support at page 12, lines 21 to 22,
of the original application. The features of the
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dependent Clainms 3 to 9 are disclosed in the original
Clains 2 to 7 and the treatnent of exhaust em ssions
froman internal conbustion engine according to Claim?2
is nentioned at page 12, lines 23, of the original
description. The subject-matter of the product Caim 10
is supported by the paragraph bridging pages 4 and 5 of
t he description.

Claim1 is al so adjudged to neet the requirenments of
Article 84 EPC. As already indicated in point 2.2 above
the expression "intimte m xture" of copper oxide and
ceria excludes that the copper oxide and the ceria are
in formof two separate |ayers. As pointed out by the
Appellant it means that the two oxides are finely

m xed.

The subject-matter of aim1l is new over the

di scl osure of D2 since the wording of Claim1l clearly
excl udes the presence of iron oxide and pl ati num group
metals in the catalyst. The apparatus defined in
Claim 10 is also novel with respect to D2 for the sane
reasons.

D1 discloses the treatnent of exhaust gases from

i nternal conmbustion engines with a copper oxide cerium
oxi de supported catal yst, the alum na support of which
has been stabilized by a treatnment with barium and
chrom um conpounds. It derives fromthe conparative
exanpl es submtted by the Appellant with the letters of
6 and 10 Decenber 1991 that when a non-stabilized

al um na support is inpregnated and cal cined foll ow ng

t he met hods described in Exanple 16 of in Exanple 22 of
D1, copper alumnate is formed and the resulting

catal ysts contain no copper oxide. Furthernore, the
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Appel l ant's representative has stressed that accordi ng
to the Appellant's experts the sanme results would be
achieved with the Ba, Cr-stabilized support used in the
Exanpl es 16, 22, 23 or with the Ba-stabilized support
of Exanple 25. During the oral proceedings the Board
expressed sone doubts in this respect, however in the
absence of any evidence to the contrary it has deci ded
to give the Appellant the benefit of the doubt, and
therefore to accept this argunent. It follows that the
nmet hod and the product as defined in Clainms 1 and 10
are considered to be new over the disclosure of DI.

Only novelty was at issue in this appeal. The question
whet her or not a process and a product as defined in
the clains of this request involve an inventive step
has not been exam ned by the Exam ning Division. In

t hese circunstances, the Board finds it appropriate, in
accordance with Article 111(1) EPC, to remt the case
to the Exam ning Division for further prosecution on
the basis of the request C2, in order to avoid | oss of
one instance.

The Appell ant has al so requested rei nbursenent of the
appeal fee. According to Rule 67 EPC, reinbursenent of
t he appeal fees shall be ordered only in prescribed

ci rcunst ances, nanely, in the event of interlocutory
revi sion or where the Board of Appeal deens an appeal
to be allowable, if such reinbursenment is equitable by
reason of a substantial procedural violation. In the
present case, the appeal is not allowable since the
mai n request nust be refused on the sanme ground as that
indicated in the decision under appeal (lack of novelty
over the disclosure of D2). Furthernore, there has been
no substantial procedural violation on the part of the
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Exam ning Division as regards the refusal of the
application on the ground that Claim1 of 21 May 1991
did not neet the requirenment of novelty over the

di scl osure of D2. The Board, therefore, is not in a
position to order reinbursenent of the appeal fee.

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution on the basis of auxiliary
request C2 submitted during oral proceedings.

3. The request for reinbursement of the appeal fee is
refused.

The Registrar: The Chai r man:

P. Martorana P. A M Lancon

0923.D



