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Summary of Facts and Submissions

2398.D

Eur opean patent No. 0 223 376, relating to a nethod and
apparatus for automatically stacking el enents, was
opposed on the ground that the subject-matter of the
patent did not fulfil the requirements of novelty and
inventive step (Article 100(a) EPC) in view of, inter
alia, docunents

D1: GB-A-906 706
D2: DE-A-2 130 001

and the common general know edge.

The Opposition Division rejected the opposition.

Claim1l1l of the patent in suit has the follow ng
wor di ng:

"A nmethod for automatically stacking bodies in
end-to-end relation to forma stack of predeterm ned

| ength, said nethod including the steps of nmechanically
segregating said bodies according to length into a
plurality of groups, initially drawing on said groups
to build-up the stack part-way towards its overal

| ength, nmeasuring the length of the partly-fornmed stack
and, depending on the extent, or deviation if any, to
whi ch the nmeasured | ength deviates froma predeterm ned
val ue, conpensating for any such deviation by selecting
bet ween said groups in continuing to build up the
stack."

The independent Claim 10 relating to an apparatus for
automatical ly stacking bodi es reads as foll ows:
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"Apparatus for automatically stacking bodies in
end-to-end relation to forma stack of predeterm ned

| ength, said apparatus conprising neans for feeding
said bodies froma supply to a stacking zone, neans
upstream of the stacking zone for neasuring the |engths
of said bodies and segregating them according to | ength
into a plurality of |anes, neans for neasuring the
stack length in said stacking zone and sel ector neans
responsive to said stack neasuring neans for

sel ectively supplying bodies fromsaid |anes to the
stacki ng zone."

According to the above decision, the clainmed subject-
matter is novel and involves an inventive step since,
in particular, none of the cited prior art docunents
di scl oses that the bodies are automatically segregated
according to their length into several groups, that the
| ength of a partly fornmed stack is neasured, and that
any deviation of the nmeasured length froma
predeterm ned val ue is conpensated by sel ecting a body
fromthe groups. Any assertion that the clained
subject-matter is obvious, therefore, according to the
decision, relies on an ex post facto anal ysis.

The Appel |l ant (Opponent) | odged an appeal against the
above deci sion and requests the cancellation of the
decision and the remttal of the case to the Opposition
Division with an order to exam ne Caim1 having regard
to the everyday common general know edge. As an
auxiliary request, revocation of the patent is
requested on the ground that Claim1l is not novel or
does not involve an inventive step.



2398.D

- 3 - T 0308/ 92

The Appel lant's subm ssions in support of its requests
are essentially as foll ows:

(a) Remttal of the case to the Qpposition D vision

In the opposition proceedings it was submtted by the
Opponent that the basic principles and the stacking
steps of the method according to Claim1 belonged to

t he everyday common general know edge of a brick |ayer
or a housew fe packing biscuits in a box. Inits
deci si on, however, the opposition division did not give
its opinion on this common general know edge, but only
referred in paragraph 14 of the decision to the

subm ssions nade by the Proprietor in respect of the
common general know edge. It is therefore not clear
whet her or not the stated conmon general know edge was
taken into consideration in the exam nation of the
claimed subject-matter or for what technical or |egal
reasons it was not considered to be relevant. The
decision is therefore not reasoned, so that the case
shoul d be remtted to the opposition division for
further prosecution having regard to the every day
common general know edge.

(b) Inventive step

A brick layer stacking bricks up to a certain length or
a housew fe packing biscuits into a box enpl oys the
sanme basic principles as the ones involved in the

met hod of stacking bodies as defined in Claim1l of the
patent in suit. Thus, it belongs to the every day
common general know edge of a skilled person to build a
stack up to a certain height mainly with relatively

| arge objects, estimate the size of the gap and then
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fill the gap by selecting an object of appropriate size
fromthe objects separated fromthe |arge objects. In
the case of an industrial stacking process, it would be
obvi ous to nmake the process automati c and measure the
length of a partly fornmed stack instead of nerely
estimate it.

Docunent D2 discl oses that bodies (nuclear fuel

pellets) are automatically stacked in an end-to-end

rel ati onship. From page 7, second paragraph and page 9,
third paragraph it is clear that the length of the
stack is neasured and that additional bodies are added
to the stack in order to conpensate for any deviation
froma predeterm ned |length. The fact that in the

met hod of docunent D2 the additional bodies may be of a
different kind than the nuclear fuel pellets which form
the main part of the stack is irrelevant, since in the
cl ai med subject-matter the type of bodies is not
specified. Furthernore, the requirement of "segregating
bodi es according to their length" in Caim1 of the
patent in suit should be interpreted to nean only that
t he bodies of different |ength have different transport
routes, because according to an enbodi nent in the
patent in suit (see colum 5, lines 12 to 15), pellets
are not grouped according to their size after any
nmeasurenent but their classification by size is already
determ ned by their manufacturing process. According to
docunent D2 also the main pellets are fed fromthe

di stributor 12 (Figure 1), while the additional bodies
are fed fromfour parallel |anes (page 9, third

par agr aph). Moreover, docunment D1, which al so concerns
automati c stacking of nuclear fuel pellets, discloses
that the length of a stack is detected and that a
pell et of shorter |length may be substituted for one of
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the pellets in the stack in order to arrive at the
predeterm ned | ength (page 2, lines 104 to 107).
Therefore, the clained subject-matter does not appear
to be novel in view of docunent D2 al one, or at |east
not inventive in view of the cited prior art docunents.

The Respondent (Patent Proprietor) requests that the
appeal be rejected.

The Respondent's argunents in support of its request
are essentially as foll ows:

(a) Remttal of the case to the Qpposition D vision

The Opponent's all eged evi dence known from everyday
life (housew ves, bricklayers, etc.) is not supported
by any docunentary evidence. In decision T 21/83, the
Board held that common general know edge unsupported by
any docunentary material or evidence of disclosure
cannot of itself destroy the novelty of a claim For

t hese reasons, the case should not be remtted to the
Qpposition Division for further prosecution.

(b) Inventive step

The procedural steps used in stacking bodies (e.g.
bricks, biscuits etc.) which are acknowl edged by the
Respondent as form ng part of the comon general

knowl edge are simlar to those enployed in the nethod
according to docunent D1 or D2. However, the procedural
steps of the prior art nethods do not formthe
subject-matter of Claiml1 or Claim10 of the patent in
suit. An essential difference between the prior art
known from for exanple, docunent D2 and Claim1l of the
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patent in suit is that in the latter the length of a
partly formed stack is neasured and then a selection is
made from groups of bodies to arrive at a predeterm ned
length of a partly fornmed stack. The invention
according to Caiml or Aaim110 is thus novel and
inventive over the state of the art.

In a comuni cati on dated 14 Decenber 1994 pursuant to
Article 110(2) EPC, the Board expressed its provisional
view that the remttal of the case to the Opposition

D vision as requested by the Appellant was not
justified but that the subject-matter clained in the
patent did not appear to neet the requirenent of
inventive step with regard to the prior art disclosed
in docunents D1 and D2. Qbservations in reply were
invited wwthin a period of two nonths.

Nei t her party made any subm ssions in response to the
conmmuni cation of the Board within the time limt set
for reply or at all.

Reasons for the Decision

2398.D

(a) Remttal of the case to the Qpposition D vision

I n paragraph 13 of the contested decision the
Qpposition Division has summari sed the Opponent's
argunents concerning the all eged common gener al

know edge or every day practice followed in stacking
bodi es. I n paragraph 10 of the decision discussing the
di scl osure of docunent D1, it is stated "If (in the
nmet hod of docunent D1), on the other hand, the length
of the colum exceeds an upper tolerance limt .... a
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body of shorter length has to be substituted for one of
the colum”". Also, in paragraph 11 of the decision, it
is acknow edged that it is known from docunent D2 to
adjust the length of a colum by addition of shimns.
Thus, in the Board's view the basic facts underlying
the all eged common practice of stacking bodies is in
fact acknow edged by the Qpposition D vision as

bel onging to the state of the art according to

Article 54(2) EPC, as disclosed in the cited docunents.
The subject-matter of aiml was held to be not

obvi ous by the Opposition Division having regard to
docunents D1 and D2 (see paragraph 18), so that in the
Board's view it is inplicit in the decision that the
common practice of stacking bodies taken on its own or
in conbination with the prior art docunents was
considered as not rendering the clained subject-matter
obvi ous.

In the Board's judgenent, therefore, the Qpposition
Division did take into consideration the argunent of
t he opponent based on the every day practice of
stacking bodies, and a remttal of the case is,
therefore, not justified.

Inventive step

Interpretation of aiml

The nethod according Caim1l includes a step "of
mechani cal |y segregating the bodies according to |ength
into a plurality of groups”. The Appellant has
submitted that this process step has to be interpreted
in the light of the enbodi ment of Figure 6 described in
colum 5, lines 12 to 15 of the patent in suit (see
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itemlIV (b) above). The Board however cannot share this
view and notes that in the above nentioned enbodi nent,
in addition to the short and |ong pellets supplied by

t he of f-1oadi ng mechanisns 70, 72, there is a main

of f-1 oadi ng nechani sm 12 supplying pellets of different
sizes to a common guide |ane 14, a neasurenent station
16 in which the lengths of the pellets are nmeasured and
a control unit 18 distributing the pellets according to
size between the lanes 24, 26 and 28 as in the

enbodi mrent of Figures 1 to 3 (see columm 2, lines 14 to
23 and 34 to 39 in conbination with colum 5, lines 15
to 24). Thus it is evident that in all the enbodi nents
of the invention, the bodies are separated apart froma
single group into groups according to size, as
specified in the wording of Caim1 under

consi derati on.

The nethod step of "initially drawing on said groups to
buil d-up the stack” is to be interpreted having regard
to the description of the nethod in colum 2, lines 41
to 45, so that according to the claimed nethod,
primarily bodies fromone group (e.g. the internediate
size pellets) may be used to formthe stack towards
part of the way, and the bodies fromthe other groups
may be used for adjusting the |ength only.

In the claimit is stated that the length is neasured
when the stack is built-up part-way towards its overal
I ength, and that any deviation is conpensated for 1in
continuing to build up the stack. Al so fromthe

enbodi nents disclosed in the description it is clear
that the length is nmeasured when a substantial portion
of the stack is still to be formed (the first length
nmeasurenment stop is positioned, for exanple, halfway of

2398.D Y A
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t he conpl eted stack; see colum 3, line 33). The Board
therefore agrees with the Respondent's subm ssion that
in the clainmed method the Iength is neasured when a
substantial portion of the conpleted stack has yet to
be formed, so that after compensating for any deviation
in length (froma predeterm ned value of a partly
formed |l ength) a partly formed stack i s obtai ned.

In the Board's view docunent D2 represents the cl osest
prior art. This docunent discloses an apparatus and a
nmet hod for automatically stacking nuclear pellets in
end-to-end relation to forma stack of predeterm ned

| ength (see page 3). The nuclear pellets are fed froma
di stributor 12 (Figure 1) and when a stack having
weight within a certain tolerance Iimt is formed in a
channel (1), the length of the stack may be neasur ed.

| f the nmeasured | ength deviates fromthe pre-

determ ned | ength of the stack, but still lies within a
tolerance |imt, the deviation is conpensated by addi ng
a sel ected nunber of additional bodies

(" Beil agschei ben") of two different sizes (see pages 7
to 9). Adistributor 46 (Figure 9) is provided with
four parallel channels to supply the additional bodies
of different |lengths. The additional bodies are thus
hel d separated fromthe main nuclear pellets and held
in groups according to their length (see page 9, third
par agr aph) .

According to docunent D2, the conparison of the |ength
of a stack is made with the final or overall |ength of
the stack to be achieved, so that after conpensating
for any deviation in length, the stack is conpl eted.
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The nmethod of Claim1l of the patent in suit is thus
di stingui shed over the prior art in that:

(a) the bodies are actually segregated froma common
group according to length; and, as discussed in
item 2.1 above,

(b) the length of a partly forned stack is neasured
and conpared with a predeterm ned val ue of the
partly formed stack, so that a conpensation for
any deviation results in the formation of a partly
formed stack

In the nmethod disclosed in docunent D2, since any
deviation in length of the stack is conpensated only
when the stack is close to its conpletion, it is likely
that such a conpensation may not be possible so that
the entire stack may have to be rejected (see page 7,
lines 3 to 6 fromthe bottom page 9, first two
paragraphs). In contrast to this,the process step as
set out in 2.3 (b) above provides a better control of
the overall length by controlling the length of a
partly formed stack and thereby avoids the risk of
rejection of the stack.

Mor eover, in the method according to docunent D2, the
addi ti onal conpensati ng bodi es which are used only when
the stack is al nost conpleted are of a materi al
different fromthat of the nuclear fuel pellets. The
addi tional bodies are therefore necessarily

pre- segregat ed when supplied by the manufacturers. In
contrast to this, since in the stacking nmethod of the
present invention any deviation in length is
conpensat ed when the stack is only partly fornmed, so
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that nucl ear fuel pellets may be used for this purpose,
a segregation step according to 2.3(a) is required.

In the Board's view, to a skilled person confronted
with the problemof rejection of stacks of nuclear
pellets in the method according to docunent D2, it
woul d be evident that a better control of the overal

| ength of the stack would be achieved if the | ength of
the stack is neasured, and any deviation in |length
conpensated for, as it is being built up rather than
measuring the length only near the conpletion of the
stack. The process step as set out in 2.3 (b) above
woul d therefore be regarded by himas an obvi ous
nodi fi cation of the nmethod of Document D2. Having

deci ded to conpensate for any deviation in the |length
of a partly formed stack, it would be obvious to the
skilled person that nuclear pellets (and not bodies of
non- nucl ear materials as in docunent D2) having
different |l engths may al so be used to conpensate for
any deviation in the length, since he knows from
docunent D1 that nuclear fuel pellets of a different

| ength can be used to conpensate for any deviation in
the length of a stack of nuclear fuel pellets (see
page 2, lines 104 to 107). In a fully autonmated
stacki ng process, segregation of nuclear pellets as set
out in 2.3 (a) above would therefore be regarded by him
as an obvious alternative to the pre-separation of
nucl ear pellets and the additional bodies

("Bei |l agschei ben") as in the nethod of docunent D2.

For the foregoing reasons, in the Board' s judgenent,
the subject-matter of Claim1l does not fulfil the

requi rement of inventive step within the neani ng of
Article 56 EPC, and the European patent is therefore to
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be revoked. It is accordingly not necessary to consider
whet her independent C aim 10 neets the requirenent of
i nventive step.

Order

For these reasons it is decided that:

1. The decision of the Opposition Division is set aside.
2. The patent is revoked.

The Registrar: The Chai r man:

M Beer G D. Paterson

2398.D



