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Summary of Facts and Submissions
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Eur opean patent application No. 89 300 24.1
(publication No.O 328 288) was refused on the grounds
that sonme of the clains were not clear and that the
subj ect-matter of apparatus clains was not novel having
regard to US-A-4 136 552 or did not involve an
inventive step having regard additionally to DE-A-3
407 498.

The Appel lant (Applicant) filed an appeal against this
decision. It requested that the decision under appeal
be rectified and that a patent be granted on the basis
of a revised set of clains concerning only a method of
testing pi pe connections. Mreover, it requested oral

proceedi ngs auxiliary.

In the communi cation dated 23 February 1993 the Board
of Appeal expressed the opinion that, starting from

US-A-4 136 552, the subject-matter of the current
Claim1l in one of the alternative forns thereof,
appeared to | ack novelty and, in the other alternative
formthereof, appeared to |lack an inventive step.
However, the Board proposed a new text of the
application which could be all owable. The proposed
Claim 1l reads as foll ows:

"1l. A nmethod for hydrostatically testing connections
bet ween segnments (10, 12) of pipe, which conprises
appl yi ng pressurised hydrostatic test fluid to the
connection characterised by: selectively applying the
pressurised hydrostatic test fluid such that the
pressures are principally applied to a selected

| ocalised small area in the immediate vicinity and on
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either side of the radial orifice (56) leading into the
sealing elenments (18, 20) of the connection under

test and such that there is no substantial test
pressure applied radially to the inner or outer
annul ar surfaces of the connection in the vicinity of
at | east one of the sealing elenments of the connection
under test which pressure would tend to substantially
affect the bearing pressure of that sealing el enent or
el ements. "

Clainms 2 to 8 are dependent cl ai s.

| V. In the letter dated 13 July 1993, the Appell ant
approved the text proposed by the Board.

V. The Appellant submtted the followi ng argunents in
support of its requests: In the presently clained
met hod, no substantial test pressure is applied
radially to the inner or outer annular surfaces of the
connection between the pipes in the vicinity of at
| east one of the sealing elenments of the connection
under test. Thus, said sealing elenent is not affected
by the test pressure. Therefore, the nmethod of present
Claim 1 involves an inventive step.

Reasons for the Decision

1. The appeal is adm ssible.
2. Allowability of the amendnents
2.1. Present Claim1 is based on independent Caim?2 as

originally filed, but without the original features
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concerning the treatnent of the generated test data,
which is not an essential part of the invention.
Present Claim1 conprises additional features
concerning a nore specific definition of the |ocation
of application of the test pressure, i.e. in the

i mredi ate vicinity and on either side of the radial
orifice, which are based on all the enbodi ments of the
application as filed (see for instance page 17, line 31
to page 20, line 11; Figure 3). Therefore, with
the text of present Claim1, the European patent
application has not been anended in such a way that it
contai ns subject-matter which extends beyond the
content of the application as filed

(Article 123(2) EPC).

Clarity

Present Claim1 specifies that the orifice is radial,
as in all the disclosed enbodi ments in the patent
application. In the presently clained nethod,
pressurised hydrostatic test fluid is principally
applied to a selected localised small area in the
i medi ate vicinity and on either side of the radial
orifice 56) leading into the sealing elenents (18, 20)
of the connection under test. The relative terns such
as "small" specify that the test area is small as
conpared to the area of the connection. Thus, the
sealing elenments conprised in the connection can be at
a location wherein, as nentioned in the claim there is
no substantial test pressure applied radially to the
i nner or outer annular surfaces of the connection in
the vicinity of at |east one of the sealing elenents
of the connection under test which pressure would tend
to substantially affect the bearing pressure of that
sealing elenment or elenents. Indeed, it is to be noted
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that a further manipul ation of the bearing pressure at
ot her | ocations of the connection can be effected.
However, as credibly argued by the Appellant, said
mani pul ation is independent fromand not affected by
the introduction of testing fluid in the test chanber;
said mani pul ation is supplenmentary to this |ast test
and allows to sinulate the pressures encountered during
operational |life of the pipe joint (see for instance
page 24, line 6 to page 25, line 2; Figure 5).
Therefore, present Caiml is clear and supported

by the description in the sense of Article 84 EPC.

Novelty

A nmethod for hydrostatically testing connections
bet ween segnments (17a, 18b) of pipe, which conprises

appl yi ng pressurised hydrostatic test fluid to the
connection, is known from US-A-4 136 552 (see colum 2,
line 66 to colum 3, line 22; colum 4, lines 4 to 26;
colum 7, lines 3 to 55; colum 7, line 66 to colum 8,

line 32; Figure 1 and 3); in particular, it is
directly and unanbi guously derivable fromFigure 3 of
US-A-4 136 552 that the pressurised hydrostatic test
fluid is selectively applied through the passage neans
(74) such that the pressures are principally applied
to a sel ected | ocalised area extendi ng between the
seal nmeans (70, 71) which isolate a chanber (20a) in
the vicinity of the orifice leading into the sealing
el ements of the connection under test, which
connection includes an internal and an external seal.
However, contrary to the presently clainmed nmethod, in
t he known nethod the sel ective area wherein the
pressurised hydrostatic test fluid is applied is not
smal|l as conpared with the area of the connection under
test, and the pressure is also applied to a selected
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| ocalised area which is not in the imediate vicinity
of the radial orifice |eading into the sealing
el ements of the connection under test.

The other prior art docunents are |ess rel evant.

Therefore, the subject-matter of present Claim is
novel in the sense of Article 54 EPC.

Problems of the prior art and object of the invention

According to the present application (see page 3,

line 3 to page 6, line 16), there is a likelihood that
a connection between pipe segnents will |eak when
subjected to relatively | ow hydrostatic pressure
encountered during normal operational life of the pipe,
but will not be identified during the hydrostatic
testing procedure; indeed, depending upon the

design of the sealing surfaces of the connection and
the relative thickness of the mating sealing surfaces,
whet her pressure is applied internally or externally,

t he bearing pressure between connection's sealing
surface may change significantly. This remark is
particularly useful in testing for leaks in a
connecti on between casing or other types of tubing
wherein the bearing pressure of the connection is
sensitive to the pressure applied by the |leak testing
apparatus itself, such as in the "HYDRIL" type of
connection known fromFigure 3 of US-A-4 136 552 (see
colum 7, lines 3 to 7), whereby the area of pressure
application in the chanber (20a) is not small as
conpared with the area of the connection between the
pi pe segnents (17a, 18b). The presently clained test
met hod for predicting a connection's sealing
capability credibly solves this problemin that it
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affects the connection's sealing bearing surface the
| east per unit of applied pressure.

Inventive step

The problemis not derivable fromUS-A-4 136 52.

| ndeed, in another exanple of US-A-4 136 552 (see
colum 4, line 27 to columm, line 27; Figure 2), a nore
l[imted area for the application of test pressure can
be used by engaging the internedi ate seal neans (40) in
t he chanber (20a). However, said limted area of
application of test pressure is still about one half of
the total area of connection (19) and, noreover, is
disclosed in relation with a "non-upset” coupling type

coupling connection, i.e. different froman "upset"”
type coupling type connection of Figure 3 of the
sane US-A-4 136 552 and thus not reacting in the

sanme way to the application of test pressure. The other
prior art docunents do not provide nore indications
about the problemand its solution. In particular, in
the test method of DE-A-3 407 498 (see in particular
page 19, second paragraph and Figure 2), the test area
is not small as conpared with the area of the
connection between the pipe segnents (10a, 10b) and,
nor eover, sai d connection uses a rubber ring, i.e.
quite different froma connection wherein the coupling
is dependent fromthe area of applied test pressure.

Therefore, the subject-matter of present Claiml
i nvol ves an inventive step in the sense of Article 56
EPC.

Since present Clains 2 to 8 are dependent clains, they
al so involve an inventive step for the sanme reasons.
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8. Therefore, the present clains are all owabl e
(Article 52(1) EPC) and, thus, a patent may be granted
(Article 97(2) EPC).

9. Since the Appellant agreed with the text proposed by
the Board, oral proceedings were not necessary.

Order

For these reasons, i1t i1s decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the docunents
approved by the Appellant with letter dated 13 July
1993 and consisting of:

Description: Pages 2 to 4, 4a, 5to 8, 8a and 9 to 39,
and Clainms: Nunbers 1 to 8, as proposed by the Board of
Appeal with comunication dated 23 February 1993, and
Drawi ngs: Sheets 1/16 to 16/16 as originally filed.

The Regi strar: The Chai r man:

P. Martorana E. Turrini
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