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Summary of Facts and Submissions
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Eur opean patent No. 0 111 318 relating to postage
meters and to nethods for their operation was opposed
on the ground that its subject-matter is not novel and
does not involve an inventive step having regard to the
follow ng prior art docunents

Dl: US-A- 4 301 507;

D2: Texas Instrunents Manual - 1103893- 00040/ D OM
729C189 Sd "Progranm erbare TI-58/58C 59,
| ndi vi duel | es programm eren", 1977,1979, pages
to v and V-27 to V-36

D3: US-A-4 053 735 and

D4 VEM El ekt r o- Anl agenbau, Year 9, No.4, Decenber
1973, pages 171 to 178.

Al t hough the objection of |ack of novelty was nenti oned
in the Notice of Opposition, it was not substantiated
in the Statenment of G ounds of Appeal

| ndependent Clains 1 and 3 of the above patent as
granted have the foll ow ng wording

Caimil

"A postage neter adapted to be connected to a
source of supply of power for energization thereof,
conpri si ng:

(a) nmeans (18,22) for entering data, said data
entering nmeans including a keyboard (22), said keyboard
including a plurality of nuneric keys (156) and a
postage setting key (168), said keyboard including at
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| east one special purpose key (170, 172, 173, 174) and
a plurality of display keys (162, 164, 166, 168);

(b) means (38) for displaying nunerical values and
ot her dat a;

(c) nmeans (175) for selecting one of a plurality
of dat es;

(d) means (36) for printing postage values and the
sel ected date; and

(e) conmputer means (10) electrically connected to
each of the aforesaid entering and di splaying and
printing neans and programed for processing data for
controlling the operation therof, said conputer neans
bei ng programed for storing data, for performng
calculations utilizing stored data, and for causing
sai d displaying neans (38) to display a nunerical value
in response to the actuation of selected nuneric keys,
sai d conputer neans being programred for automatically
processi ng said nunerical value on display in response
to the actuation of said at | east one special purpose
key; and said conputer neans bei ng programmed for
causing a particular operation of said postage neter to
be perforned in response to the actuation of said at
| east one special purpose key when said displayed
nunerical value is a predeterm ned val ue correspondi ng
to said particular operation.”

Claim3

"A nethod of operating a postage neter connected
to a source of supply of power for energization thereof
conpri si ng:

(a) entering data through a keyboard (22),
including a plurality of nuneric keys (156) and a
postage setting key (168), as well as at |east one
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speci al purpose key (170, 172, 173, 174) and a
plurality of display keys (162, 164, 166, 168);

(b) displaying nunerical values and ot her data;

(c) selecting one of a plurality of dates;

(d) printing postage values and the sel ected dat e;

(e) using a conputer neans (10) to process data
for controlling the entry, display and printing of data
and to store data as well as to perform cal cul ati ons
utilizing the stored data:

(f) actuating selected nuneric keys for causing
t he display of a predeterm ned nunerical val ue;

(g) actuating said at | east one special purpose
key when said nunerical value is on display; and

(h) causing said postage neter to perform an
operation associated with said predeterm ned nunerical
value in response to the actuation of said at |east one
speci al purpose key."

In its decision dated 15 July 1992, the Opposition
Division rejected the opposition on the basis that the
sequence of key operations clainmed, consisting of entry
and di splay of a nunerical value followed by depression
of a special purpose key whereby a conputer carries out
a particular operation corresponding to the displayed
numeri cal value, is not suggested by any of the cited
docunents. According to the decision of the Opposition
Di vision, the clained sequence of key operations

provi des consi derabl e advantages in a highly devel oped
technical field and could not be attributed to norma
skills in the art.

The Opponent filed an appeal. In the grounds of appeal
which were filed on 25 Novenber 1992, he cited two new
docunent s
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D5: DE-A- 2 442 535 and
D6: DE-B- 2 424 756,

and argued inter alia that the clainmed subject-matter
was obvi ous having regard to the teachi ngs of
docunents D1, D2 and D5.

In a reply filed on 5 April 1993, the patent Proprietor
referred to earlier observations in respect of
docunents D1 to D4 nmade during the proceedi ngs before

t he OQpposition Division, and submtted in respect of
docunents D5 and D6 that neither the particul ar
solution clainmed nor the advantages resulting fromit
(i.e. dual function of the nunerical keys, an
opportunity for the operator to correct the entry, no
restriction on the length of the code) are suggested by
any of these docunents.

In a letter dated 27 January 1994, the Opponent cited a
further docunent D7: US-A-4 091 446 and submitted that
it was known fromthis docunent to enter a nunerica
code corresponding to a particul ar conputer programme
and then to actuate a special key to call this
programme, as in the clainmed invention.

As to the adm ssibility of docunments D5 to D7 outside

t he opposition period specified in Article 99(1) EPC,

t he OQpponent argued that their late filing was a
consequence of the decision of the opposition division
in which inventive step had been recogni sed having
regard to the order in which the keys of a keyboard are
operated. The Opponent al so argued that in the field of
postage neters and el ectronic conputers, the literature
to be searched is imensely |arge and since the
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features which are | ooked for are often not nmentioned
in the abstracts or are not derivable fromthe
drawings, it is extremely difficult to find a rel evant
docunment within the opposition period. It was al so
submtted that the EPO has an obligation to protect the
public frominvalid patents, and that especially
docunent D7, which is highly relevant to the clained
subj ect-matter, should be evaluated and introduced into
t he proceedi ngs.

In its comunication dated 16 August 1994 acconpanyi ng
a sumtmons to the oral proceedings, the Board infornmed
the parties that since the patent Proprietor had not
objected to the late filing of docunents D5, D6 and Dv,
subj ect to any further observations by the parties, the
guestion of inventive step would be discussed at the
oral proceedings having regard to the cited prior art
including the late filed docunents D5 to Dr.

In a reply filed on 17 Cctober 1994 to this

comuni cation, the patent Proprietor filed auxiliary
requests nunbered 1 to 5. Furthernore, the patent
Proprietor submtted that for the reasons already given
inthe letter filed on 5 April 1993, docunents D5 and
D6 are not sufficiently relevant to justify their

adm ssibility and that docunent D7 was al so not
sufficiently relevant to be admtted at such a late
stage, for reasons which would be given at the oral
heari ng.

At the beginning of the oral proceedings which were
hel d on 8 Novenber 1994, the parties were asked to
comment further on the admissibility of docunments D5,
D6 and D7. The patent Proprietor gave detail ed reasons
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why these docunents were not sufficiently relevant to
af fect mmi ntenance of the patent as granted.
Furthernore, he requested that if docunents D5 to D7
are admtted, then the case should be remtted to the
Qpposition Division in order to ensure exam nation of
the main request and the newly filed auxiliary requests
by two instances, and that apportionnent of costs
shoul d be awarded to conpensate for the extra costs due
to the late filing of such docunents.

The Opponent enphasi sed the rel evance of docunment D7,
and submtted that the conbination of this

docunment with docunents D1 to D4 should result in a
revocation of the patent. He also submtted that the
case should not be remtted to the Qpposition Division
and that no apportionnent of costs should be awarded,
and he relied on the fact that docunent D7 had been
filed nine nonths before the oral hearing. The Qpponent
accepted that docunments D5 and D6 were | ess rel evant

t han docunent D7 and did not press for their adm ssion
at this stage of the proceedings.

X. I n response to these subm ssions, the decision was
announced that docunment D7 would be admtted into the
proceedi ngs, that the case would be remtted to the
OQpposition Division for further prosecution, and that
costs would be apportioned as set out in the order
bel ow.

Reasons for the Decision

1. In the Board's view, the disclosure of docunment D7 |lies
within the franework set out in the Notice of

3957.D Y A
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Qpposition. Furthernore, if such disclosure is
considered in conbination with that of one or nore of
docunents D1 to D4, it is possible that a finding of

| ack of inventive step in respect of subject-matter of
Claim1l as granted mght result. For this reason, in
the Board's judgnment document D7 is sufficiently

rel evant to be admtted into the opposition

proceedi ngs, even though it was filed for the first
time during the appeal proceedings.

In order to allow a full consideration of the prior art
docunents D1 to D4 and D7 in relation to the patent
proprietor's main and auxiliary requests by two

i nstances, the Board has decided to exercise its power
under Article 111(1) EPC and to remt the case to the
Qpposition Division for further prosecution. This
procedure preserves the possibility of an appeal by

ei ther party, depending upon the further decision of

t he Opposition Division.

The Board makes no finding as to the admssibility or
ot herwi se of docunents D5 and D6. This is a matter for
the Qpposition Division to decide, if it becones
appropriate to do so.

According to the established jurisprudence of the
Boards of Appeal, facts and evidence in support of a
Notice of Opposition nust be filed as early as possible
following the filing of the opposition. The filing of
docunent D7 for the first time during the appeal
proceedi ngs, and its subsequent adm ssion into the
proceedings, will inevitably increase the costs to be
incurred by the patent Proprietor in defending his
patent, especially since the case is to be remtted to
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t he Opposition Division, conpared to the normal costs
whi ch woul d have been incurred by the patent Proprietor
i f docunent D7 had been filed in due tine. In the
Board's judgnent, the patent Proprietor is clearly
entitled as a matter of equity to be conpensated in
respect of such additional costs.

Order

For these reasons it is decided that:

1. Docunent D7 is admitted into the proceedings.

2. The case is remtted to the Cpposition Division for
further prosecution .

3. The Opponent is to pay 50 % of the additional costs
whi ch are reasonably incurred by the patentee's
Representative and which are caused by the late filing
of document D7 during the appeal procedure, during the
future prosecution of the case before the Qpposition
Di vi si on.

The Regi strar: The Chai r man:

M Beer G D. Paterson
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