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Summary of Facts and Submissions

1865.D

Mention of the grant of European patent No. 0 164 874
in respect of European patent application

No. 85 303 146.6, filed on 2 May 1985, claimng
priority fromtwo earlier applications in Japan
(113853/84 of 5 June 1984 and 133056/ 84 of 29 June
1984), was announced on 26 April 1989, on the basis of
fourteen clainms, Caim1l reading as foll ows:

"A process for producing a heat-resistant
copol ymer containing from74 to 82% by wei ght of
a-net hyl styrene (A) and from 18 to 26% by wei ght of
acrylonitrile (B) and (a) fromO to 15% by wei ght of
nmonomer chains D[ (A)DY(A))D(A])D), (b) 50% by wei ght or
nore of nonomer chains )[(A))(AD)(B)]), and (c) from 50
to 0% by wei ght of nmonomer chains )[(B))(A))(B)]), the
total of (a), (b) and (c) being 100% by wei ght which
process conprises initially feeding (A) a- methyl styrene
and (B) acrylonitrile in a (A to (B) weight ratio of
less than 9:1, enulsifying the m xture, initiating the
pol yneri zation thereof at a tenperature in the range of
from67 to 90°C and continuing the polynerization in
said tenperature range while supplying acrylonitrile or
a mxture of &-nmethylstyrene and acrylonitrile
continuously or intermttently so that the weight ratio
of &-nethylstyrene to acrylonitrile of the unreacted
nmononers in the systemis nmaintained at 7:1 or nore."

Clains 2 to 8 are dependant and refer to preferred
enbodi ments of the process for producing a heat-
resi stant copol yner as defined by Caiml.
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Caim9 is an independent claimdirected to a ternary
t hernopl astic resin conposition conprising (1) a heat
resi stant copolyner having an intrinsic viscosity of
0.2 to 0.7 dl/g and as prepared by the process
according to any of Clainms 1 to 8, (Il) a copolyner of
a-net hyl styrene, an al kenyl cyani de and optionally one
or several further nononers, and (I11) a rubber-
nodi fi ed thernopl astic resin.

Clains 10 to 14 are dependent and refer to preferred
enbodi nents of the thernoplastic resin conposition of
Claim?9.

On 22 Septenber 1989 an opposition was filed agai nst
the granted patent, requesting the total revocation of
the patent, on all the grounds set out in Article 100
EPC, by nmerely referring to that Article inits
entirety. The only docunent cited during the opposition
was US-A-4 427 832 (D1).

By a reasoned decision issued on 2 July 1992, the
OQpposition Division rejected the opposition on the
grounds that the subject-matter of Clains 1 to 8 was
novel and inventive over Dl. They stated, in essence,
t hat :

(1) Al t hough the opposition was formally pleaded upon
the basis of Article 100 EPC as a whol e, requesting the
revocation of the patent in its entirety, it was clear
fromthe subm ssions and argunments presented in the
Notice of Qpposition (pursuant to Rule 55(c) EPC) that

t he actual grounds of opposition were non-conpliance
with the requirenents of Articles 52 to 57 EPC only and
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furthernore that the opposition did not extend to
conposition Clainms 9 to 14,

(ii) The weight ratio of &-nethylstyrene to
acrylonitrile was a distinguishing feature, since
nei ther the general process taught in D1, nor the
speci fic enbodi ment according to Exanple 4 discl osed
the use of nmononers in the required anounts;

(iii1) Furthernore, the clainmed process involved an

i nventive step, since the conbination of required
features could not be derived in an obvious manner from
D1.

The Appellant (Opponent) | odged an appeal against that
deci sion on 6 June 1992 and paid the prescribed fee at
the sane time. In the Statenent of G ounds of Appea
filed sinultaneously and in later witten subm ssions
t he Appel lant argued essentially as foll ows:

(1) The conpositions defined in Clains 9 to 14 were
partially identical with the polymer m xtures descri bed
in D1. Therefore the EPO was obliged, pursuant to
Article 114(1) EPC, to examne of its own notion the
patentability of these clains, despite the fact that
the Opposition Division had confined itself to the
matter actually pl eaded under Rule 55(c) EPC, nanely,
the validity of Clainms 1 to 8 1In a statenent filed on
18 March 1993, however, the Appellant resiled fromthis
position, stating that it had no | onger any real

obj ections against Clains 9 to 14.

(ii) Athough D1 disclosed an upper limt of the nolar
rati o a-nmethylstyrene to acrylonitrile of 3, the
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possibility to use higher ratios was clearly envisaged.
G ven the small difference between that upper |limt and
the lower limt required in the patent in suit, it
followed that an inplicit |lack of novelty was present.

(iii) As was evident fromnewy cited docunents
EP-A-0 041 703 (D2) and EP-A-0 042 572 (D3), the
products obtai nabl e by the clai ned process were not
novel. In the absence of any technical effect or

i nproved properties, the higher ratio

a-nethyl styrene/acrylonitrile could not be regarded as
i nventive since D1, colum 2, fromline 33 onward,
provi ded an incentive to consider nononer ratios other
t han those corresponding to the basic range.

The Respondent (Proprietor) argued essentially as
fol | ows:

(1) Clains 9 to 14 had not been attacked by the
Appel lant in the opposition proceedings. In particular,
no subm ssions had been made, nor any prior art cited
agai nst them Opening the issue of the patentability of
these clains at the appeal stage would therefore be
undul y onerous upon the Respondents.

(i1i) There was a clear and unequi vocal teaching in D1
not to use the vinyl aromatic nononer and the vinyl
cyani de conpound in nolar ratios exceeding 3, since

hi gher values were said to be detrinental to yield,

nol ecul ar wei ght and properties of the copolyner. In
the patent in suit, on the contrary, the controlled
amounts of a-methyl styrene and acrylonitrile during the
entire reaction ensured a particular distribution of
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nononer chains, by which a surprising inprovenent in
heat stability was achi eved.

The Appellant inplicitly requested that the decision of
t he OQpposition Division be set aside and the patent be

r evoked.

The Respondent requested that the appeal be dism ssed.

Reasons for the Decision

1

1865.D

The appeal is adm ssible.

Procedural matter

The first issue that falls to be decided is the actual
| egal and factual framework of the opposition, as set
out in the grounds of opposition filed pursuant to
Rul e 55(c) EPC. Whilst the Notice itself referred to
all the clains of the patent and, by inplication, al

t he grounds enconpassed by Article 100 EPC, the case
that was pl eaded and supported in the grounds of
opposition was of a much narrower conpass in two vital
respects, as was correctly found by the Opposition
Division for the reasons set out bel ow.

As was clearly stated in the decision under appeal
(Reasons for the Decision, point 2), the substantive
part (grounds) of the Notice of Opposition did not, as
it needed under Rule 55(c) EPC, contain any facts,

evi dence or argunments which could be regarded either
explicitly or inplicitly as relating to, |et alone
supporting a ground of opposition pursuant to
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Article 100(b) and (c) EPC. Equally, whilst detailed
reasons were advanced agai nst the patentability of the
process cl ai ms, nothing whatsoever was submtted in
relation to the novelty and inventive step of the
conposition clains. In particular, there was no
conpari son of the conpositional features of the prior
art and of the clainmed subject-matter upon which an
obj ection of lack of novelty could have been argued or
inmplied. Nor was there any argunent to show or to inply
t hat the conpositions woul d have been obvious to a
skilled person in view of the technical problemto be
sol ved. The Opposition Division was therefore fully
justified in reaching the conclusion that the
opposition extended only to Clains 1 to 8, and solely
on the grounds within Article 100(a) EPC. 1t was,
therefore, on this legal and factual franmework upon
whi ch the decision of the first instance was eventually
based and delivered, in conformty w th decisions

G 9/91 (QJ EPO 93, 408) and G 10/91 (QJ EPO 93, 420).
In those decisions it was clearly stated that

Rul e 55(c) EPC nust be "interpreted as having the
doubl e function of governing (together w th other

provi sions) the adm ssibility of the opposition and of
establishing at the same tine the legal and factual
framework, within which the substantive examination of
the opposition in principle shall be conducted.”
(Reasons for the Decision, point 6 in both cases). As
further stated in those decisions, "By limting the
extent to which the patent is opposed to only certain
subj ect-matters, the opponent deliberately refrains
from meki ng use of his right under the EPC to oppose
remai ni ng subject-matters covered by the patent. Such
subject-matters are therefore, strictly speaking, not
subj ect to any "opposition" in the sense of
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Articles 101 and 102 EPC, nor are there any

"proceedi ngs" in the sense of Articles 114 and 115 EPC
i n exi stence concerning such non-opposed

subj ect-matters. Consequently, the EPO has no
conpetence to deal wth themat all." (Reasons for the
Deci sion, point 10 in both cases).

The Appellant in this case effectively submtted that
the principle of ex officio exam nation, pursuant to
Article 114(1) EPC, obliged the Board to adjudicate
upon matters on which the Opposition Division's
deci si on had not been based, nanely upon the
patentability (having regard to Article 100 EPC as a
whol e) of all the clainms, including Clains 9 to 14.

Now it is clear fromboth the above cases that the
legal and factual framework of a case heard on appeal
must remain the sane or closely simlar to the one upon
which the first instance's decision has been rendered,
for the purpose of an appeal iInter partes is to give
the losing party a possibility to challenge the

deci sion of the Opposition Division on its merits and
"it is not in conformty with this purpose to consider
grounds of opposition upon which the decision of the
Qpposition Division have not been based.” The reason
for this, as has already been explained in cases G 7/91
(Q) EPO 1993, 356) and G 8/91 (QJ EPO 1993, 346), and
expressly reiterated in the above cited cases, is that
appeal s are judicial, whilst oppositions are "nerely
adm nistrative" (G 9/91 and G 10/91, Reasons for the
Decision, point 18 in both cases). It is this judicial
character that sets the limts to the investigative
power of the Boards under Article 114(1) EPC read in
conjunction with the proviso "nmutatis nutandis” in
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Rul e 66(1) EPC. The |l egal framework of any opposition
case is uniquely defined by (i) the extent to which a
patent is actually opposed and (ii) the grounds (in the
sense of Article 100(a), (b) and (c) EPC) upon which it
is opposed, whilst its factual framework is determ ned
by the facts, evidence and argunents adduced and set
out in the Notice of Opposition pursuant to Rule 55(c)
EPC. It is thus self-evident that neither grounds not
actual ly supported by such facts, evidence and
argunents, nor clainms not actually opposed (as distinct
frombeing nmerely formally nentioned in the Notice of
Qpposition) can be properly regarded as making up the
"l egal and factual framework" of the opposition and,
for the reasons stated above, of the appeal froma

deci sion of the Qpposition D vision based on that
framework. To permt the shifting of that framework in
appeal, in a mstaken reliance on the wordi ng of
Article 114(1) EPC, read in isolation fromthe rest of
the EPC, and in particular Rule 66(1), would clearly

of fend the | egal principles contained and expressed in
the EPC and expl ained in the above-cited decisions of

t he Enl arged Board.

Accordingly, this Board will confine its deliberations
to Clains 1 to 8 and to the grounds set out in

Article 100(a) EPC, these being the matters that
constituted the opposition case as set out pursuant to
Rul e 55(c) EPC, and therefore the |egal and factual
basi s of the decision upon whose nerits the Board is
cal |l ed upon to adjudicate.

The late-filed docunents D2 and D3 have been cited as
evi dence that products obtainable by the process
according to Caim1l1 are known. However, clains
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directed to such products are not present and hence do
not formpart of the appeal. Mreover, the Board has
found that neither of the docunents was sufficiently
relevant, in the sense of their evidential weight as
conpared with that of D1, to be taken into

consi deration and has therefore disregarded them

Novelty

D1 describes a process for the preparation of

copol ynmers by emrul sion pol ynerisation of a nononer

m xture conprising 65 to 80% by wei ght of

a-nethyl styrene, 15 to 30% by wei ght of a vinyl cyanide
conpound and 0 to 20% by wei ght of ot her

copol ynmeri sabl e vinyl conmpounds, during which

pol ynerisation the nolar ratio of the total of

a- net hyl styrene and ot her vinyl conpounds to the vinyl
cyani de conpound is nmaintained within the range of 1.3
to 3.0 by addition of vinyl cyanide (Claim1lin
conjunction with colum 2, lines 26 to 33). For a

bi nary system of a-nethyl styrene and acrylonitrile, the
range would be 2.9 to 6.7 in terns of weight. Although
there is no explicit disclosure of higher ratios, this
possibility is mentioned in general ternms; in
particular, nolar ratios of &-methylstyrene to vinyl
cyani de conpound that exceed 3, appear to have been
tested (colum 2, lines 33 to 38) and to have a
detrinental effect on the yield of the reaction as well
as on the nol ecul ar wei ght and inpact resistance of the
copol yner .

However, in the light of that general statenment, even a
broader interpretation of Claim1l of D1 does not result
in a novelty destroying disclosure for the foll ow ng
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reasons. First, the correspondence between a nol ar
ratio of 3 and weight ratio of 6.7 only applies to
acrylonitrile; when nethacrylonitrile or
a-chloroacrylonitrile, which are described as being
equally suitable (colum 2, lines 9 to 12), are used,
the weight ratio is significantly lower (5.3 and 4.1
respectively). Secondly, as distinct fromthe patent in
suit in which the weight ratio is defined with respect
to the anpbunts of &-nethylstyrene and acrylonitrile, in
DL it is the nolar ratio of the total of

a- net hyl styrene and ot her conononer(s) to the vinyl
cyani de conpound which has to be within the given
range, which lowers the actual ratio of &-nethylstyrene
to vinyl cyanide accordingly in e.g. ternary systens.

These consi derations show that the value of 6.7 cannot
be regarded as a general upper limt of the weight
rati o applying to any nonomer conposition within the
scope of Dl1. Consequently, the gap between the teaching
of that citation and the clainmed subject-matter is
greater than the difference between 6.7 and 7 woul d
prim facie suggest. Even the possibility nentioned in
Dl to operate outside the basic range of nolar ratios
in the direction of the values required in the patent
in suit cannot be equated with the new teaching given
in the latter that, by operating at weight ratios

hi gher than 7, copolynmers having inproved properties
are obtained. It is thus not reasonable to assune that
t he disclosure of D1 inherently extends to that limt.

For these reasons it is concluded that the subject-
matter of Clains 1 to 8 is novel

Inventive step
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The patent in suit concerns a process for producing a
heat resistant copol yner of &-nethylstyrene and
acrylonitrile, and thernoplastic resin conpositions
cont ai ni ng sane.

As stated above, such subject-matter is disclosed in
D1, in particular in Exanple 4 which the Board, |ike

t he Opposition Division, regards as the closest state
of the art. According to that enbodi nent the nole ratio
a-net hyl styrene to acrylonitrile is specified to be
initially 2.5 and to decrease continuously to 1.8
during polynerisation (Table 3), i.e. froma weight
ratio of 5.6 to 4.0.

Al t hough the copol yners obtained by this nethod are
said to have inproved heat and inpact resistance, the
degree of heat resistance, in particular the Vicat
softening tenperature and the nouldability at high
tenperatures, was capable of inprovenent.

In view of these shortcom ngs the technical problem
underlying the patent in suit may thus be seen in the
definition of a process of manufacturing a resin having
a |low deformation at high tenperatures and a hi gh heat
stability during nmoul ding at high tenperatures.

According to the patent in suit this problemis to be
sol ved by using specified nononmer ratios at specified
pol ymeri sation stages, as indicated in Caim1.

The exanpl es and conparative exanples in the patent
(Tables 2, 5 and 8) denobnstrate that the various
aspects of the above-defined problemare effectively
sol ved.
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It remains to be deci ded whet her the clained subject-
matter is obvious having regard to this cited docunent.

Apart fromthe fact that DL does not describe the
specific lower limt of 7 for the

a-net hyl styrene/ acrylonitrile weight ratio as required
by the patent in suit, its specific teaching in

colum 2, lines 33 to 38, would discourage the skilled
person to operate at nolar nononer ratios of above 3,
corresponding to a weight ratio of 6.7 in a binary
system of a-nmethyl styrene/acrylonitrile or less in a
ternary system |In particular, it clearly appears that
both the lower limt of a nolar ratio of 1.3 and the
upper limt of a nolar ratio of 3 for the total of the
aromatic vinyl conpound and the copol yneri sabl e ot her

vi nyl conpounds to the vinyl cyanide are essential for
the properties of the copolyners of D1. Moreover, D1 is
silent about the distribution of the nononers along the
pol ynmer chains and the effect it has upon the heat

resi stance of the copolyner. For these reasons, D1
teaches away fromthe specific conditions for producing
heat resistant copolyners which are required by the
patent in suit.

In view of the above, the Board concludes that the
process as defined in Claim1 is inventive.

As Claim1l1 is allowable, the sane goes for dependent
Clains 2 to 8, which are directed to preferred
enbodi nents of the process according to Caim1, and
the patentability of which is supported by that of
Claima1l.
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Order

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana C. Gérardin
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