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Summary of Facts and Submissions

Eur opean patent application No. 85 108 998. 7
(publication No. 167 177) was refused by a decision of
the Exam ning Division dated 16 April 1992. That

deci sion was based on Clains 1 to 6 filed with letter of
29 Cctober 1991. Auxiliarily it had been requested to
substitute Claims 1 to 6 by Cains 1 to 5 filed with
letter of 30 May 1989 or in several other ways as
indicated in the letter of 29 Cctober 1991, page 9.

The reason given for the refusal was that the subject-
matter of Claim1l according to the main and auxiliary
requests of the application, which was a divisional
application, extended beyond the content of the earlier
(parent) application No. 82 109 936.3 (publication

No. 78 060) as filed, contravening Article 76(1) EPC.

The Applicant appeal ed agai nst the decision of the
Exam ni ng Di vi si on.

According to the decision of the Exam ning Division, the
parent application started fromprior art (EP-A-7 199)
with a coarse and a fine positioning node. The coarse
positioning node was carried out by a carriage for
nmoving the optical head towards the target track. This
node was followed by a fine positioning node in which a
mrror incremented the beam by track junps towards the
target track. The object of the invention according to
the parent application was to position the head nore
accurately and rapidly. Independent Clains 1 and 9 of
the parent application as filed recited the conbination
of a coarse (high velocity node of the optical neans)
and a fine positioning node (increnental deflection
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node). According to figure 6 of the parent application a
coarse positioning node was indispensible for a
conventional disc having nore than 1 700 tracks.

Even though in the present divisional application only
the fine positioning step was i nproved, coarse
positioning should be retained in the present Caim1l
because a nmethod w thout a coarse positioning step nust
be considered as new with regard to that shown in
figure 6 of the parent application.

V. According to the Appellant, the parent application
di scl osed several inventions.

The first invention, which was clainmed in the parent
application, optimsed both speed and accuracy by a
proper selection of different fornms of positioning nodes
(e.g. fast and nmedi um speed in coarse positioning and
two forms of nmultitrack junps in fine positioning node)

i n dependence on varying distances of the read beam from
the target track. Figure 6 of the parent application
made it clear that due to possible initial short

di stances all the possible forns of positioning nodes,
especially those of the coarse positioning node, were
not al ways necessary.

The second invention disclosed in the parent
application, which was the subject-matter of the present
di vi sional application, concerned a nore specific
probl em of howto |ocate in a fine positioning node the
target track faster and nore accurately avoiding the
effects of eccentricity and distortion of tracks during
mul titrack junps. In accordance with page 12, second

par agr aph, page 16, line 15 to page 17, line 4 and
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figure 6 of the parent application (EP-A-78 060) and the
characterising part of the present Caim1l this problem
was solved by performng in addition to junps of M
tracks one final step of junping said read beam a
plurality N of tracks to the target track and carrying
out each step of junping in substantially less tine than
that required to rotate the disc through a half
revolution. The tine required influenced the design of
the fine positioning nechanism e.g. junp w dth. Present
Caim1l1 did not specifically exclude a coarse
positioning step but, contrary to Clains 1 and 9 of the
parent application, did not recite this step positively
either, because it was not essential for solving the
present problem

A coarse positioning node did not have to be included in
Claim1 of the present divisional application in view of
decision T 331/87 (QJ EPO 1991, 22), because the skilled
person would directly and unanbi guously recogni se that
this feature was not indispensible for the function of
the invention in the light of the technical problemit
served to sol ve.

In a comuni cation, the Rapporteur suggested anmendnents
to Caim1l of the main request on file and indicated
that, in his opinion, its subject-matter appeared not to
extend beyond the content of the parent application as
filed.

In response thereto, the Appellant agreed to the
anmendnent s proposed by the Rapporteur. A patent should

be granted on the basis of

Cl ai ns: 1, filed on 28 May 1993,
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2-6, filed on 17 August 1992;

Description: pages 3-5, 7, 8, 11, 12, 14-19 as
originally filed,
pages 1, 2, 2a, 6, 9, 10, 13 as filed with
letter of 13 May 1989;

Dr awi ngs: sheets 1/6 to 6/6 as originally filed.

Caim1l1l (main request) now reads:

"1. A nethod of |ocating an information-containing
target track with a read beamof light froma plurality
of substantially circular and concentric information-
containing tracks on a rotatable optical recording disc,
t he net hod conprising the steps of:

rotating the disc in a prescribed fashion;

retrieving address information fromone of said
plurality of tracks to establish a present position for
said read beam

identifying a target track fromsaid plurality of
tracks;

nmovi ng said read beam from said present position
radially of said disc toward said target track at a
radi al velocity greater than that exhibited during
nor mal pl ayback of the disc;

said radially noving step conprising a fine search
node in which said beam junps towards said target track
a prescribed nunber Mof tracks; retrieving information
fromthe track arrived at upon conpletion of said
junping step to establish an updated position for said
read beam and repeating said junping and retrieving
steps at |east during each revolution of the disc, until
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sai d updated position of said read beamis a track
nunber N, less than M from said target track,

characterised in that then one final step of junping
is perfornmed by junping said read beama plurality N of
tracks to said target track, and in that each step of
junping said read beamradially across tracks is carried
out in substantially less time than that required to
rotate the disc through a half revolution.”

Reasons for the Decision

1. The appeal is adm ssible.

2. The question to be decided in this case is whether
Claim1 on file of the divisional application conplies
with the provision of Article 76(1) EPC, i.e. whether
its subject-matter extends beyond the content of the
earlier (parent) application as filed (cf.

Article 123(2) EPC).

3. As correctly stated by the Appellant, the present nethod
Claim1 does not recite the feature "radially noving the
optical neans at a relatively high velocity relative to
the rotating disc, in the direction of the target track"
(coarse positioning) of independent nethod Caim9 of
t he parent application nor the function of the coarse
positioning nmeans recited in apparatus Claim1 of the
parent application.

4. In order to deci de whether the om ssion of these
features involves subject-matter which extends beyond
the content of the parent application as filed, the
rel evant parts of this application have to be considered
(cf. T 514/88 (QJ EPO 1992, 570)).
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As correctly stated by the Exam ning Division, the
parent application starts on pages 1 and 2 from prior
art normally having a coarse and fine positioning node.
It is clear, however, from page 1, |ast paragraph that

t he use and duration of the respective nodes depends on
t he remai ning distance to the target track. Coarse
positioning inplies the use of a carriage for noving the
optical head towards the target track. This node is
normal ly followed by a fine positioning node in which
the mrror increments the beamradially towards the
target track. Page 2, lines 6 to 12 of the parent
application shows that the object of the invention
considered there was to position the head nore
accurately and rapidly. According to page 2, lines 6 to
10 and figure 6 the nub of this first invention of the
parent application was to provide a nore accurate

i ndication of the current |ocation of the information
recovery device in relationship to the target track in
order to allow a nore appropriate selection of the
avai |l abl e positioning nodes in dependence on the

di stance fromthe target track. Figure 6 of the parent
application nakes it clear, however, that the noving
step does not start with coarse positioning if the beam
is spaced fromthe target track by | ess than 350 tracks.
The Appel lant's argunent that for certain applications
data on normal video discs nay be organised in such a
way that the beamis always so close to the target track
to be addressed next that it can be reached only by fine
positioning, is accepted by the Board. Hence, a radially
nmovi ng step without coarse positioning is contained in

t he parent application and therefore not new. Even
within a fine positioning node the updated indication of
the current |location of the beampermts a proper
sequence of Mtrack junps followed by a single N-track
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junp (where N can be 0). The parent application

di scl oses on page 12, second paragraph, a further
solution to the nore specific problemof |ocating a
target track during fine positioning not only faster but
al so nore accurately by avoiding the effects of any disc
eccentricity. It is specified that for this specific
purpose it is necessary to carry out each step of
junping in substantially less tinme than that required to
rotate the disc through a half revol ution.

It is clear to a person skilled in the art that the

di scl osed solution to this nore specific problemis not
inextricably linked to the carrying out of a coarse
positioning step before entering the fine search node.

Hence, Caim1 of the present divisional application
cannot be considered to involve subject-matter extending
beyond the content of the parent application as filed.

Accordi ngly, the decision under appeal nust be set
asi de.

5. Al t hough the Examining Division indicated in
par agraph 10 of the inpugned decision that there would
be no objection to Caim1l under Article 52, the Board
has noticed other deficiencies in the present
application (e.g. apparatus C aim6 being appended to
any preceding nmethod claim the description has not yet
been adapted to the present clains, the reference on
page 1 to GB-A-2 020 550 appears to be incorrect).
Rat her than deal with these matters, the Board nakes use
of its power under Article 111(1) EPC to remt the case
to the Exam ning Division for further prosecution.
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Order

For these reasons, i1t i1s decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Exam ning Division for
further prosecution on the basis of the application
docunents specified in paragraph VIl above, having
regard to the conmments in paragraph 5.

The Regi strar: The Chai r man:

M Ki ehl E. Persson
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