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Summary of Facts and Submissions
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The Appellant (Applicant) |odged an appeal against the
decision of the Examning Division to refuse the
application No. 89 103 647.7.

The Exam ning Division found that the application did
not neet the requirenents of Article 56 EPC, having
regard to the foll owi ng docunents:

D1: US-A- 967 592 and
D2: FR-A-1 129 202.

In a comuni cation pursuant to Article 11(2) of the

Rul es of Procedure of the Boards of Appeal, the Board
cited the follow ng additional prior art docunents

whi ch had al ready been cited in the Search Report or in
the originally filed description:

US- A-3 118 259,

FR-A- 850 928 and

CALM Brochure, filed by the Appellant together
with his Statenent of G ounds of appeal on 23 July
1992.

3R 8

In his Statenment of G ounds of appeal, the Appellant
has requested, anong others, that the appeal fee be
rei mbursed, since he considered the conduct of the
Exam ning Division as constituting an abuse of
procedure and therefore a substantial procedural

vi ol ati on.

Oral proceedings were held on 19 January 1994.
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(1) The Appel |l ant requested that the decision under
appeal be set aside and a patent be granted on
the basis of the foll ow ng docunents:

Descri ption: pages 1, 3 to 14, as
originally filed;
pages 2, 2a and 15, filed on
2 April 1991;

d ai ns: 1, filed on 6 Decenber 1993;
2 to 12, filed on 2 April 1991;

Dr awi ngs: sheets 1/5 to 5/5, as originally
filed.
(i) Claim1l reads as foll ows:

"A cutting tool for renoving material froma
wor kpi ece i ncl udi ng:

rot at abl e neans (10, 40, 70, 98) having a
substantially rigid circunferential surface;
sai d rotatable neans having a recess (11, 41,
71, 101) therein; said rotatable neans having a
transverse slot (12, 42, 72, 102) extending

t hrough said circunferential surface to said
recess (11, 41, 71, 101) to conmuni cate said
recess exterior of said circunferential surface
of said rotatable neans; a belt (19, 99)
removably mounted on said circunferenti al
surface of said rotatable neans, said belt
havi ng material renoval means for renoving
material froma workpi ece when said belt engages
t he wor kpi ece during rotation of said rotatable
nmeans; said belt having each of its ends (25,
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(iii)
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27; 117, 120) extending through said slot (12,
42, 72, 102) into said recess in said rotatable
means; first engageabl e nmeans (24, 54, 76, 108)
being provided in said recess engageable with
one end (25, 117) of said belt and novabl e by
centrifugal force in response to the rotation of
the rotatable nmeans to produce a belt tension
whi ch increases with the speed of rotation of
said rotatable neans; characterised by the
provi si on of second engageabl e neans (26, 55,
77, 109) in said recess engageable with the
other end (27, 120) of said belt and novabl e by
centrifugal force in response to the rotation of
the rotatable nmeans to produce a belt tension
whi ch increases with the speed of rotation of
sai d rotatable neans."

The Appellant essentially argued as foll ows:

The construction according to docunents D2, D3
and D4, wherein both ends of the grinding belt
are tensioned by a tensioning neans, is not
suitabl e in high-speed grinding to prevent the
belt from being noved away fromthe
circunferential surface of the wheel due to the
i ncreased centrifugal force created thereon.
Therefore, the person skilled in the art would
not take into consideration these docunents when
he wanted to inprove the high-speed grinding
tools according to docunent D1 or D5, wherein a
belt engagi ng neans novabl e by centrifugal force
i ncreases the tension of the belt as the speed
of rotation increases.
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Docunment D5 denonstrates that since the tine of
docunent D1, which was published in the year
1910 till the date of filing of the present
application, the tensioning of one end only of
the belt in high-speed grinding tools had been
current practice. The person skilled in the art
woul d have seen no need to tension the belt from
both ends, since in the device according to
docunent D1 or D5, a sufficient tensioning force
coul d have been expected even in tools rotating
with a very high speed, due to the centrifuga
force tensioning neans acting on one end of the
bel t.

The tensioning of both ends of the belt by
separate centrifugal force tensioning neans, as
claimed in aim1l, provides the unexpected
benefit of obtaining a higher grinding quality.

Reasons for the Decision

0426.D

Amendments

The features of Claim1l are disclosed in the originally
filed Clains 1 and 2 and on originally filed page 4,
lines 15 to 18.

Clains 2 to 12 are identical with the originally filed
Clainms 2 to 12, except that the words "in which" are
repl aced by the words "characterised in that".

In the description a further prior art discussion has
been added.
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Therefore, no objection under Article 123(2) EPC ari ses
with respect to the amendnents.

Novelty

The subject-matter of Claim1 has to be regarded as
bei ng new, since none of the documents under

consi deration discloses a cutting tool conprising al
the features of Caiml.

Novelty, in fact, has not been in dispute in these
pr oceedi ngs.

Inventive step

The cl osest prior art is represented by docunment D1 or
D5.

These docunents disclose a cutting tool for renoving
material from a workpiece including rotatable neans
having a substantially rigid circunferential surface,
said rotatable neans having a recess therein, said
rotatabl e means having a transverse sl ot extending

t hrough said circunferential surface to said recess to
conmuni cate said recess exterior of said
circunferential surface of said rotatable nmeans, a belt
removably mounted on said circunferential surface of
said rotatable neans, said belt having material renova
means for renmoving material froma workpiece when said
belt engages the workpiece during rotation of said
rotatabl e nmeans, said belt having each of its ends
extendi ng through said slot into said recess in said
rot at abl e means, an engageabl e means being provided in
sai d recess engageable with one end of said belt and
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novabl e by centrifugal force in response to the
rotation of the rotatable nmeans, the other end of said
belt being fixed inside the said recess.

The Appellant has found that this prior art cutting
tool did not produce high quality grinding at high
rotational speeds.

Therefore, the probl emunderlying the invention
consists in inproving the cutting tool known from
docunents D1 or D5 such that a high quality grinding at
hi gh rotational speed of the tool is obtained.

This problemis solved in that the tool known from
docunents D1 or D5 is nodified in the sense that,
instead of fixing only the other end of the belt, a
further engageable nmeans is provided in the recess
engageable with the other end of the belt and novabl e
by centrifugal force in response to the rotation of the
rotatabl e nmeans to produce a belt tension which
increases with the speed of rotation of the rotatable
neans.

This solution has the effect that even at very high
rotational speeds of the tool, the belt all over its
entire length - both upstream and downstream of the
poi nt of grinding contact - is firmy held in contact
with the circunferential surface of the tool wheel, and
thus no slack or rippling of the belt occurs, which
could adversely affect the grinding quality.

This solution is not rendered obvious by the prior art,
for the foll ow ng reasons.
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Anong the nunerous docunents cited in the description
or in the Search Report, docunents D2, D3 and D4 are

t he only docunents which show grinding tools, wherein
both ends of the grinding belt are tensioned by a

t ensi oni ng nmeans. However, these tensioning nmeans exert
on the belt a certain tension force which is set at the
nmounti ng stage and which remains constant during the
operation of the tool. Thus, these tools have the

di sadvant age that, when the tool is operated at very

hi gh rotational speeds as are nowadays utilised in
grinding, the belt may be noved away fromthe
circunferential surface of the tool wheel due to the
centrifugal force created thereon, and that this slack
of the belt results in poor grinding quality.

The person skilled in the art, looking for a solution
to the problem nenti oned under paragraph 3.2 above,
woul d therefore not take into consideration docunents
D2, D3 or 4.

Docunent D5, which represents the pertinent state of
the art of high-speed grinding at the tinme of the
filing date of the present patent application,
denonstrates that since the year 1910 (publishing year
of document D1) the persons skilled in the art have
hel d that the tensioning of the belt fromone end by a
nmeans responding to centrifugal force is sufficient for
keeping the belt in proper position during the grinding
operation (see docunent D5, page 1, |eft-hand col um,
penul ti mate sentence).

Wth respect to this situation, it was not obvious for
the person skilled in the art to take the neasure of
providing in a tool according to docunent D1 or D5 al so
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at the other end a tensioning neans novabl e by
centrifugal force, a measure which renders the too
nore conplicated and nore expensive.

Therefore, the subject-matter of Caim1l nust be
regarded as involving an inventive step within the
meani ng of Article 56 EPC.

Consequently, Caim1l is allowable under Article 52(1)
EPC.

Claim1 being allowable, the sane applies to the
dependent Clainms 2 to 12 which concern preferred
enbodi nents of the cutting tool according to Caim 1.

The Appel | ant has requested the refund of the appeal
fee on the ground that the first (positive)

conmmuni cation of the Exam ning Division dated

21 February 1991 constituted a "cl ear abuse of
procedure" because it did not state the grounds why the
clainms met the requirenent of Article 52(1) EPC
contrary to the provisions of Rule 51(3) EPC.

The Board cannot share this view Rule 51(3) EPC

provi des that the comuni cation shall contain a
reasoned statenent covering, where appropriate, all the
grounds against the grant of the European patent. Since
it appears that, at the tinme the conmunication dated

21 February 1991 was given, the Exam ning D vision was
only raising formal objections to the grant of the
patent, only the grounds of these objections had to be
given in the comuni cation. Therefore, the

comuni cation of 21 February 1991 cannot be consi dered
as vitiated with a procedural violation.
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The Appel |l ant has al so based his request for refund of

t he appeal fee on the fact that the docunents cited in

t he European Search Report were all listed in

category A, that the first conmmuni cation was favourable
regarding inventive nmerit and that at the |ast nonent

t he Exam ning Division changed its m nd.

That such a situation may happen i s unavoi dable. It may
be considered as regrettable, but it is in no way a
procedural violation, the Exam ning D vision not being
bound until its final decision of grant or refusal by
any opinion expressed either by the Search Division or
by itself.

Therefore, the request for refund of the appeal fee is
rej ect ed.
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Order

For these reasons, i1t i1s decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the docunents
menti oned under point 1V(i) of this decision.

The Regi strar: The Chai r man:

A. Townend C. Payraudeau
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