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Summary of Facts and Submissions

IT.

IIT.

Iv.
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BEuropean patent application No. 88 202 433.4
(publication No. 0 316 985) was refused following oral
proceedings on 16 July 1992, the written decision of the

Examining Division being dated 7 August 1992.

In two communications according to Article 96 (2) and
Rule 51(2) EPC dated 28 May 1991 and 6 November 1991
respectively, the Examining Division referring to a
single prior art document - namely GB-A-1 280 227 - had
informed the Applicant of its grounds against éhe grant
of a patent.

The Applicant (now Appellant) had replied in the letters
dated 18 July 1991 and 19 February 1992 respectively,
each of them accompanied by a new and amended set of

claims.

The decision of the Examining Division was taken on the
basis of Claims 1 to 8 of the main request filed with

the letter of 19 February 1992 and Claims 1 of the first
and second auxiliary requests submitted during said oral

proceedings.
Claim 1 of the main request reads as follows:

"1. A method of monitoring drilling operations
comprising analysing circulating drilling mud by
per%odically sampling the mud at the surface, after
elimination of cuttings and analysing the samples
to determine the successive values as a function of
time or depth of the weight M, of fine solids
present in the mud, characterised in that the
weight M, of the liquid phase is determined by
drying to constant weight a given weight M, of mud
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and in that the weight M, of the electrolyte
dissolved in the liguid phase present in a known
weight M, of mud is determined, the weight of M, of
the fine solids in the sample being determined by

the expression:

Ms = Mm'—Ml _Me

The reasons for the refusal were as follows:

(1)

Main and first auxiliary request

The Examining Division considered that the subject-
matter of Claims 1 of these requests did not meet
the requirements of Articles 52(1) and 56 EPC,

having regard to prior art documents

GB-A-1 280 227 and
GB-A-1 222 933 (should read Ca-a-1 222 933).

N
Particularly the formula

M, = M-M;-M,

in the characterising portions of said claims was
considered trivial since it only described the
evident composition of the mud; a skilled person
would.apply a calculation according to this formula
in a method disclosed in document CA-A-1 222 933 by
mere professional routine and would thus arrive at
the method of Claims 1 according to the main and
first auxiliary requests without exercising any

inventive skill.
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(ii) second auxiliary request

The subject-matter of Claim 1 according to this
request did not meet the requirements of

Article 123 (2) EPC since its characterising feature
"so as to determine the anion, monovalent cation
and bivalent cation concentration of each sample"
could not be unambiguously derived from the

application documents as originally filed.

The Appellant duly filed an appeal against this
decision. ’

In the Statement of Grounds of Appeal dated 2 December
1992, the Appellant set out the reasons for which the
decision of the Examining Division was contested and
requested that the decision under appeal be set aside in
its entirety.

Reasons for the Decision

2228.D

The appeal is admissible.

The reasoning why the subject-matter of Claims 1
according to the main and first auxiliary requests was
considered to be obvious in the light of documents
GB-A-1 280 227 and CA-aA-1 222 933 appears for the first
time in the contested decision, cf. the last paragraph
of page 4 and the second paragraph of page 5. Thus the
Appellant did not have an opportunity to present his
comments with regard to the grounds for refusal of said
claims. This is both necessary and appropriate in the
light of Article 113(1l) EPC.
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This alone amounts to a substantial procedural violation

and the contested decision must therefore be set aside.

As a consequence of this procedural defect, any decision
of the Board on the substantive issues of patentability
would necessarily deprive the Appellant of his right to
have his case considered by two instances. Consequently,
the Board exercises its power under Article 111(1) EPC
and remits’ the case to the Examining Division for
further prosecution according to the Appellant's
reqguests as they stood when the contested decision was

taken.

Remittance seems to be appropriate also because it
appears that the Examining Division has not finally
substantiated which particular passage in CA-A-1 222 933
casts doubt on the patentability of the subject-matter
as claimed; reference should be made to such particular
passage in the publication to show why this is the case
(cf. Guidelines, Part E, X.5, especially second
paragraph) .

Since the Board has found the substantial procedural
violation to be the ground for allowing the appeal, it
finds it equitable to order reimbursement of the appeal

fee in accordance with Rule 67 EPC.
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Order

For these reasons it is decided that:

1. The decision under appeal is set aside.

2., The matter is referred back to the Examining Division
for further examination of the application as identified

in points 3 and 4 above.

3. Reimbursement of the appeal fee is ordered.

The Registrar: The Chairman:

el A f

N. Maslin C. Wilson




