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Summary of Facts and Submissions

0957.D

Eur opean patent application No. 8 630 982.9 was refused
by a decision of the Exam ning Division dated 25 March
1993. Notification of this decision is deened to have
taken place on 4 April 1993 (Rule 78(3) EPC). The two-
nonth period for filing a notice of appeal therefore
expired on 4 June 1993. A notice of appeal was filed on
17 May 1993, but no fee for appeal was filed on or
before 4 June 1993.

On 18 June 1993 an application for restitutio iIn
integrum was filed on behalf of the applicant,
acconpani ed by a fee for restitutio and the fee for
appeal. On 25 June 1993 a Statenent of G ounds of
appeal was filed.

The application for restitutio explained that oral
proceedi ngs took place before the Exam ning D vision on
9 February 1993, during which the Exam ning Division
indicated that the clains then on file were not

al l owabl e, but that if the clains were to be anended
the application could proceed to grant. The
representative of the applicant at the oral

proceedi ngs, M Broone, did not have instructions from
the applicant to amend the clains as indicated by the
Exam ni ng Division, and accordingly the application was
ref used.

Subsequently the applicant instructed M Broone to
propose anendnments as indicated by the Exam ning
Division, and M Broone accordingly prepared a notice
of appeal. Although M Broone was responsible for the
day-to-day prosecution of the case, the notice of
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appeal was signed by M Wight, one of the partners
with overall responsibility for the work of the
appl i cant conmpany. It was sent by courier to the EPO
and filed there on 17 May 1993, as confirned by

Form 1037 which was received by the representative's
of fice on 24 May 1993.

When preparing the Statenent of G ounds of appeal on

16 June 1993, M Broone noticed for the first tinme that
the file contained no copy fee voucher acconpanying the
notice of appeal. The application for restitutio was
therefore i medi ately prepared and filed, and the
appeal fee paid, on 18 June 1993.

The diary procedure within the representative's offices
in respect of matters involving tinme limts was
expl ai ned. Essentially the Records Departnment in the
London office is responsible for preparing cards ("T-
cards") recording dates to be net, which are kept in
date order. Reminders are produced in the formof a
phot ocopy of this card, and sent to individual
representatives responsible for the various cases, for
exanple to M Wight and M Broone in the Tunbridge
Wells office. A daily courier service operates between
t hese offi ces.

In the present case, in response to the adverse

deci sion of the Exam ning Division a card was nade by

t he Records Department, indicating inter alia a

rem nder date of 25 April 1993 for preparing and filing
a notice of appeal (i.e. one nonth before the end of
the two-nonth period for filing an appeal). In response
to the photocopy rem nder card, M Broone prepared the
notice of appeal, and indicated (in accordance with the
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usual systen) that he should be sent a further rem nder
on 20 May 1993. Upon receipt of this, since he had
prepared the notice of appeal and knew that this had
been sent for filing on 17 May, and since he believed

t hat the necessary fee voucher had acconpani ed the

noti ce of appeal, he indicated on the photocopy

rem nder (in accordance with the usual systemin such
ci rcunstances) that the original rem nder card should
be destroyed by the Records Departnent, and no further
rem nder sent.

As a further part of the procedure for keeping tine
l[imts, entries are made in a master diary book kept in
t he Records Department, as a final |ong-stop check. A
phot ocopy of each week's entries is sent weekly in
advance to the Tunbridge Wells office. In the present
case, the date of 25 May 1993 for filing a notice of
appeal was entered in the diary; and against this entry
M Broone entered "done" on 26 May 1993, believing that
to be the case, especially since he had by then seen

t he acknow edgnent form 1037 which was sent to him by
the EPO i n acknow edgnent of receipt of the notice of
appeal .

At all relevant times M Broone had acted in ignorance
of the fact that the fee for appeal had not in fact
been pai d.

In response to this application for restitutio, a
conmuni cation on behalf of the Board indicated that it
was not at present satisfied that "all due care" had
been exercised, since no information had been provi ded
concerning the systemfor ensuring paynent of the
appeal fee in due time, in particular as to who was
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responsi bl e for preparing the fee voucher and ensuring
that it was sent.

In reply, the applicant's representative filed a
Statutory Declaration by Ms MLeod, the deputy record
manager in the Records Departnent of the
representative's offices, acconpanying a further letter
fromM Broone stating that he had been responsible for
t he preparation of the fee voucher, and that he had
bel i eved that he had done so. Ms MLeod expl ai ned t hat
when a debit voucher is prepared, the procedure
required that a copy be sent to the Records Departnent,
together with a request for acknow edgnent. She stated
t hat when t he photocopy rem nder was received in the
Records Departnent, indicating that no further rem nder
was necessary, the entry in the master diary was not
del et ed because no proof of paynment of the appeal fee
had been received (i.e. copy debit voucher). She
expl ai ned that normally in such circunstances she woul d
have instructed that a further rem nder be sent to

M Broone, but that at the tine in question she had
been under pressure because the records manager had
been taken ill, as well as one assistant, and that she
had omtted to check further wwth M Broone to ensure
that the debit voucher had been sent to the EPO

Oral proceedings were held on 14 Decenber 1993, at

whi ch M Whodcraft presented the applicant's case,
assisted by M Broone. M Wodcraft had overal
responsibility for the systemused in the
representative's offices for ensuring conpliance with
time limts.
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It was explained during the oral proceedings that there
were two separate matters for which M Broonme was
initially responsible - nanmely preparation and filing
of the notice of appeal, and paynent of the fee for
appeal. The T-card for this case should have been
marked with both matters, but in fact had in error only
been marked to indicate one general matter i.e. "appeal
due". The failure to pay the appeal fee should have
been picked up in accordance with the checking system
both by the absence of a debit voucher at the Records
Department and by the master diary entry, but in the
particul ar conbi nati on of circunstances described by
Ms MLeod the checking systemhad failed to rectify
the original mstake by M Broone.

At the end of the oral proceedings the decision was
announced that the application for restitutio was
gr ant ed.

Reasons for the Decision

0957.D

The sol e question to be decided is whether the
applicant failed to pay the fee for appeal within the
time limt provided by Article 108 EPC "in spite of al
due care required by the circunmstances having been
taken". The case for the applicant was put on the basis
that the representative's office ran a satisfactory
system for ensuring that all time limts for matters at
the EPO and at other patent offices were properly net,
and that the failure to pay the appeal fee in the
present case was a result of an unfortunate coi nci dence
of two human errors, and thus constituted an isol ated
procedural m stake in the sense of Decision J 3/86 (QJ
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EPO 1987, 362), which should not |lead to the | oss of
substantive rights. Reliance was al so placed upon
Decisions T 166/87 and T 111/92.

Wth the benefit of hindsight, and in the context that
an error was in fact nade within the representative's
offices, it is possible to focus on what could be
regarded as weak links in the system which has been
outlined in paragraphs Il and |V above. For exanpl e:

(a) The arrangenent in the Tunbridge Wells office
whereby M Wight signs the notice of appeal
before it is sent to the EPO, even though all real
responsibility for filing the notice of appeal and
for paying the fee for appeal rests with M Broone
woul d appear to be a source of confusion.
Cenerally an act of signature corresponds to
responsibility for what is being signed.

(b) Since the point of any cross-check systemis that
an "alarmt should sound if sufficient proof of
what shoul d have been done is not provided to the
cross-check part of the system one can question
whet her the absence of a copy debit voucher for
this appeal within the Records Departnent really
set off a sufficient "red alert” wthin that
departnment, so that if for some reason Ms MLeod
did not act to check why no such copy debit
voucher had been received, sonebody el se in that
depart ment woul d.

(c) Following on from (b) above, one can al so question
whet her the evidence in the case really
establishes that a sufficiently recogni sed
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"system was present within the offices of the
representatives.

However, the Board accepts the point nade by

M Woodcraft that the reliability of any system of the
ki nd under deci sion depends primarily upon the
reliability of the persons who nmake up that system and
there is no doubt that the persons concerned in the
present case are nornmally fully reliable, and that an
unfortunate conbination of circunstances led to the
failure to pay the appeal fee remmining undetected
until 15 days after the due date. Although the Board
regards this case as sonewhat borderline, on balance it
is prepared to grant restitutio in accordance with the
principles set out in consolidated Decisions J 2 and

J 3/86 identified above.

3. Consequently, the notice of appeal is deened to have
been filed within the two-nmonth tinme Iimt provided by
Article 108 EPC,

Order

For these reasons, i1t i1s decided that:

The rights of the applicant are re-established in relation to
the filing of the notice of appeal in respect of the Decision
of the Exam ning Division dated 25 March 1993.

The Regi strar: The Chai r man:

0957.D
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M Beer G D. Paterson

0957.D



