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Summary of Facts and Subm ssi ons

1047.D

Eur opean patent No. 0 279 499 having the title "Edible
pl astified dispersion” was granted with el even cl ai ns,
clains two to el even being appendant to claiml.
Clains 1 and 3 read as foll ows:

"1l. Edible plastified dispersion having a fat content
of I ess than 30% by wei ght and conprising a continuous
fat phase, which includes an aqueous phase that
contains protein or hydrocolloid or a m xture thereof,
wherein the conposition constituting the agqueous phase
has a viscosity of |less than 400 cps (400 nPa.s) at a
tenperature of 35° and a shear rate of 1000s-!, and
wherein the content of amno acid residues is |less than
200 ppm cal cul ated on the wei ght of the aqueous phase."

"3. Dispersion according to claim1l or claim2,
wherein the conposition constituting the aqueous phase
has a viscosity of less than 100 cps at 35°C and

1000 st "

The patent was opposed on the grounds of |ack of
novelty and inventive step and that it did not disclose
the invention in a manner sufficiently clear and
conplete for it to be carried out by a person skilled
in the art, Article 100(a) and (b) EPC

In view of the grounds for opposition under Article 100
EPC, and having regard to the disclosures in docunents:

(1) EP-A-0 237 120
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(2) GB-A-1 094 268

(3) GB-A-1 564 800

(4) Phillips, GO, et al. "GQuns and Stabilisers for
the Food I ndustry 3" 1986, El sevier Applied
Sci ence Publishers, London and New York, page V,
79- 86

the opposition division decided that the grounds for
opposition nentioned in Article 100 EPC di d not
prejudi ce the mai ntenance of the patent unanmended and
rejected the opposition. The reasons for this decision
were that:

Sufficiency, Article 83 EPC

There was no sustai nabl e insufficiency objection
because the patent contai ned 13 exanpl es which
specified the use of commercially avail abl e guns which
woul d | ead to an aqueous phase containing | ess than 200
ppm am no acid residues. The gum needed only be
purified if it did not contain the required anount of
am no aci ds.

Novelty, Article 54 EPC

None of the prior art docunents (1),(2),(3) and (4)

di scl osed an edi ble plastified dispersion having a fat
content of less than 30 %w, conprising an aqueous
phase whi ch contains protein and/or hydrocolloid, which
aqueous phase has a viscosity of |ess than 400nPas
neasured at a tenperature of 35°C and a shear rate of
1000 s', and an am no acid content of |ess than



1047.D

- 3 - T 1074/ 93

200 ppm

I nventive step, Article 56 EPC

The subject-matter of claim1l was not obviously

deri vabl e from docunent (1) which was silent in respect
of the amno acid content in the aqueous phase.
Docunent (2) was also silent in respect of the
viscosity and am no acid content of the aqueous phase.
Prior art docunment (3) referred to fat spreads having
0.01 to 8% of protein based on the weight of the fat
spread. Therefore a conbi nati on of docunments (2) and
(3) did not lead to the solution of the problem of the
patent in suit, nanely the conbination of specific

val ues of viscosity and quantity of am no acid

contai ned in the aqueous phase.

The appel |l ant (opponent) filed an appeal, paid the
appeal fee and submtted a statenent of grounds. He
appeal ed on the grounds of |ack of novelty in view of
docunent (1), and lack of inventive step having regard
to docunents (2) and (3).

The respondent (patentee) filed a new cl ai mrequest
conprising one i ndependent claim1 and ni ne dependent
clainms 2 to 10 on 9 Septenber 1994.

Claim1l reads as foll ows:

"1l. Edible plastified dispersion having a fat content
of less then 30% by wei ght and conprising a continuous
fat phase, which includes an aqueous phase that

contains protein or hydrocolloid or a m xture thereof,
wherein the conposition constituting the agqueous phase
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has a viscosity of less then 100 cps (100 nPa.s) at a
tenperature of 35°C and a shear rate of 1000 s-?!, and
wherein the content of amno acid residues is |less than
200 ppm cal cul ated on the wei ght of the aqueous phase."

In a letter dated 1 Cctober 1998 the appellant stated
that he would not attend oral proceedings arranged for
15 Decenber 1998.

The appellant's witten argunments can be summari sed
essentially as follows:

Docunent (1) was published on 16 Septenber 1987 and | ay
in the Article 54(3) field for novelty purposes.
Exanpl e 7 described a fat spread havi ng an aqueous
phase with the same constituents as those of
conparative exanple 4c of the patent in suit. According
to the appellant the viscosity value of 430 cps in
exanple 4c was too high, and tests were carried out by
NI ZO on sanples using differing sanples of iota-
carragenan whi ch showed viscosity val ues well bel ow the
400 cps limt in the granted main claim Accordingly,
the cl ai ned subject-nmatter was not novel

Docunent (3) was regarded as the closest prior art
because it related to the sane problemas the patent in
suit.

There was no inventive step because the two el enents of
the solution to the problem nanely, the anount of

am no acids and the viscosity level were derivable from
the prior art:

Docunent (3) taught that the use of proteins in the
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aqueous phase inproves the organol eptic properties of
the spread. By the addition of a good quality
comercial gelling agent (hydrocolloid) to the protein-
cont ai ni ng aqueous phase, the am no acid content
required by the patent in suit would be automatically
achi eved.

The viscosity upper Iimt of 100 cps was not inventive
in view of docunent (2), which described fat spreads
havi ng an aqueous phase of viscosity in the range of 20
centi poi se to 200 poise, which range overl apped with
that of the patent in suit. Accordingly, a conbination
of docunents (3) and (2) rendered the subject-nmatter of
the patent in suit obvious.

The respondent's witten and oral subm ssions can be
summari sed as foll ows:

A novelty objection was not substantiated by

docunent (1) because it did not disclose all the
paraneters of claim 1. This disclosure put enphasis on
the high viscosity of the aqueous phase, eg, as
described in exanple 7, referred to in a conparative
exanple in the patent in suit. Said aqueous phase
cont ai ned i ota-carragenan gum whi ch was of vari able
protein content which was not specified. In fact, no
values at all for amno acid content of the aqueous
phase were given in this docunent.

The tests carried out by NI ZO to support the
appel l ant's case were unreliable as an unsuitable
viscosity neter of maxi mum neasurabl e val ue 310 cps was
used. The results were not conplete as no details were
given of the sanple in which the aqueous phase broke up
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into particles. None of these results showed a
viscosity of less than 100 cps which was a feature of
claim1l of the patent in suit.

In dealing with the problens which arise as a result of
i ncorporating protein in the agueous phase,

docunent (3) had taken a different approach fromthat
adopted in the patent in suit. Wiereas this prior art
had overcone the destabilising effects of protein by
enpl oyi ng gelling agents in anounts whi ch gave high
viscosity, amno acid contents above 200 ppm and which
resulted in a thick nouthfeel, ie, poorer organoleptic
properties, the patent in suit attained inproved
organol eptic properties by reducing both the viscosity
and protein content of the aqueous phase.

The di scl osure of docunent (4) only confirmed that if
conventional commercial gelling agents were used in
standard quantities, then, because of their norna
content of amno acids, the Iimt of 200 ppm of am no
acids in the aqueous phase was exceeded.

There was no connection disclosed in the prior art
bet ween the steps taken by the respondent and the
advantages resulting fromthem

Accordingly an inventive step should be recognised.
The appel | ant requested that the decision under appea
be set aside and that the European patent No. 0 279 499

be revoked.

The respondent requested that the decision under appea
be set aside and that the patent be maintained on the
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basis of clains 1 to 10 filed on 9 Septenber 1994.

Reasons for the Deci sion

1

1047.D

The appeal is adm ssible.

Article 123(2) and (3) EPC

The anendnent to claim 1l as granted constitutes the
inclusion of a feature taken fromthe description of
the patent application as filed (page 10 lines 1 to 4),
claim3 as filed and claim 3 as granted, and represents
a restriction to the subject matter clained. There is
therefore no objection under this Article of the EPC
because the patent does not contain any subject-matter
whi ch ext ends beyond the content of the application as
filed, nor have the clains been anended in such a way
as to extend the protection conferred.

Novelty, Article 54 EPC

The only docunent cited in respect of novelty was
docunent (1) which disclosed a fat spread in exanple 7
havi ng an aqueous phase which corresponded in terns of
its ingredients with the agqueous phase of conparative
exanple 4c in the patent in suit. Al though this
conparative exanple was said by the respondent not to
be an exanple of the invention in that it displayed a
viscosity nuch higher than that required by the

i nvention, the appellant tried to show by experinents
conducted by NI ZO that this aqueous phase of the prior
art did fall within the terns of the patent in suit.
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However the appellant did not prove that this was the
case as the results fromMN ZO did not conply with the
viscosity requirenent of claiml1, ie, less than 100 cps
nmeasured at 35°C and at a shear rate of 1000 s!, nor
did the appellant file any other evidence which

concl usively showed that the prior art had used aqueous
phases having the required viscosity. Further to this,
docunment (1) did not disclose the am no acid content of
I ot a- carragenan and, therefore, the feature of claim1l
of the patent in suit relating to |l ess than 200 ppm of
am no acid residues was al so not previously disclosed.
Accordingly, the subject-matter of the nmain clai mand,
consequently, of all other clains appendant to it is

novel .



1047.D

-9 - T 1074/ 93

I nventive step, Article 56 EPC

The prior art

Docunent (2) acknow edges the difficulty of water
separation during the preparation and spreadi ng of | ow
fat (20-50%m) spreads (water in oil enulsion) having

i ncreased water content. The spreads nmay be fornul ated
to take into account spreadability, long shelf |ife,
flavour and nelting of fat in the nouth. The problem
was sol ved by using a thickening agent in the aqueous
phase and an enulsifier in the fat phase, both of these
contribute to high stability and i nproved fl avour.

Thi ckeners were used as 0.1 to 5.0% based on the water
to give viscosity values of 20 centi poi se-200 poise, a
wi de range. There is no reference to protein or amno
acid content in the agueous phase.

Docunent (3) relates to low fat (25-65% wt) water in
oi | emul sion spreads which contain from0.01-8% w or
nore (based on the |low fat spread) of proteins in the
aqueous phase, which proteins have unacceptabl e

| i pophilic properties and may | ead to destabilisation
of the enmulsion. In order to solve this problemthe
aqueous protein phase is gelled using a gelling agent
of slip nelting point of 25-35°C. The aqueous phase is
made by conbi ni ng aqueous gel ling agent with an aqueous
protein solution after which the whol e aqueous phase is
bl ended with the fat phase. The intention of this
disclosure is to stabilise the protein within a gelled
system (see page 1, lines 35 to 38 and page 2,

l'ine 107).

Docunent (4) relates to the protein content of guns
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conventionally used in the food industry. This is the
docunent referred to on page 3, line 35 of the patent
in suit which, however, then goes on to say that the
protein content of the hydrocolloid has to be

determ ned before use so that an appropriate anount of
gum may be cal cul ated bearing the 200 ppmlimt in

m nd.

The nearest prior art

Docunent (3) represents the nearest prior art docunent
as it is concerned with the problem of destabilisation
whi ch arises fromincorporating 0,01-8%w of protein
In the agueous phase of a water in oil |low fat spread.

The problemto be sol ved

Havi ng regard to docunent (3), the problemto be sol ved
is to inprove the organol eptic properties of a water in
oil lowfat spread which contains protein in the
aqueous phase, whilst also avoiding water separation
during manufacture of the spread.

Solution to the problem

The solution to the problemis that the water in oi

| ow-fat spread contains |ess than 30% w of fat and has
an agueous phase which has a viscosity of |ess than
100cps neasured at 35°C at a shear rate of 1000s'! and
contains | ess than 200 ppm of am no aci ds cal cul ated on
the wei ght of the agueous phase.

Assessnent of inventive step
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Docunent (3) is the only prior art which concerns the
probl ens which arise when protein is present in the
aqueous phase of a water in oil lowfat spread
emul si on. The anmount of protein may be 0.01 to 8% w
based on the low fat spread. In particular, it seeks to
i nprove the stability of the agqueous phase as a result
of destabilisation caused by the Iipophilic properties
of the protein. This was effected by gelling the phase
using 0.2 to 6% wt of specific gelling agents having a
slip nelting point of 25 to 35°C.

The Board is satisfied that docunent (3), while dealing
wWith the sane problemas the patent in suit, cones to a
di fferent solution. An agueous phase having the

conbi nation of a |low viscosity (less than 100 cps) and

| ess than 200 ppm of amino acids is not derivable from

docunent (3).

Further to this, it is not derivable fromthis prior
art that inproved organol eptic properties would be
obt ai ned or that water separation would be reduced
during the process of manufacture or spreadi ng. Thus,
the subject-matter of the patent in suit is not obvious
in the light of this docunent al one.

Docunent (2) solved the problem of water separation
fromlowfat spreads during manufacture or spreadi hg by
i ncorporating a thickening agent in the agqueous phase
and an enmulsifier in the fat phase which gave i nproved
flavour and high stability. This was done w t hout
reference to content of protein or amno acid in the
aqueous phase and therefore its disclosure does not add
anything to that of docunent (3).
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The di scl osure of docunent (4) concerns guns used in
the food industry and is referred to on page 3, |line 35
et seq of the patent in suit. It shows that in genera
good quality commercial guns, when used in nornal
amounts, contain levels of am no acids which would | ead
to quantities in excess of the 200 ppmreferred to in
claiml of the patent in suit. Thus a content of |ess
than 200 ppmis not automatically achi eved by including
normal quantities of the gumin the spread. The patent
in suit overcones this problemby an analysis and a
purification of the gum before use.

The Board considers therefore, that the subject-matter
of the clains neets the requirenents of Article 56 EPC

This decision is in keeping with the established
jurisprudence of the Boards of Appeal, and in
particular with Technical Board of Appeal Decision

T 92/92 of 21 Septenber 1993, in which it was deci ded
that if the subject-matter of the patent represents a
novel alternative solution to a problem already sol ved
by the prior art then there was no reason to excl ude
this solution frompatentability for |ack of inventive
step on the ground that the problem had al ready been
solved in a different manner.
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For these reasons it is decided that:

1

The deci si on under appeal is set aside.

The case is remtted to the first instance with the
order to maintain the patent on the basis of the
fol |l owi ng docunents:

(a) Cainms 1to 10 filed on 9 Septenber 1994,

(b) Description, pages 2 to 4 submitted during the
oral proceedings,

(c) Description pages 5 to 11 as granted and page 12,
lines 1 to 50 as granted.

The Regi strar: The Chai r wonan:

U. Bul t mann U. Ki nkel dey

1047.D



