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Summary of Facts and Subm ssi ons

2938.D

This appeal is fromthe Opposition Division's decision
revoki ng, for lack of inventive step, European patent
No. 259 918 contai ning seventeen cl ai ns.

Two oppositions had been filed, both based on the
grounds of lack of novelty and inventive step
(Article 100(a) EPC).

During the oral proceedings before the Qpposition

Di vision, the Appellant (Proprietor) had requested the
mai nt enance of the patent with anmended Claim 1l reading
as foll ows:

"Process for preparing refined oil conprising renoving
ni ckel by adding to oil before, during or after

hydr ogenati on using particul ate nickel catalyst 0.01 to
4 wt.% calculated on the weight of the oil, of an
aqueous substance conprising at |east 80 w. % water,
and form ng a di spersion containing water, nickel and
oil, allow ng contact between the nickel particles and
t he added |iquid agueous substance such that nickel
particle agglonerates are fornmed, and thereafter
filtering the dispersion containing water, the forned
ni ckel agglonerates and oil."

An appeal was filed against the decision not to

mai ntain the patent with the above claim The Appell ant
contested the Qpposition Division's reasons for finding
a lack of inventive step and conpl ained of a
substantial procedural violation in that, although the
Qpposition Division had not requested conparative tests
to show a surprising effect, its decision to revoke the
pat ent was al so based on the ground of l|lack of a
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surprising effect on which no opportunity to conment
was given (Article 113(1) EPC)

Respondents | and Il (Opponents 01 and 02) contested
the Appellant's subm ssions; in particular,

Respondent |1 raised objections under Article 123(2)
EPC, it also filed with the letter of 3 Novenber 1994
docunent

(7) F.V.K Young, "The Refining and Hydrogenati on of
Fish Gl1", Fish oil bulletin No.17, Internationa
Associ ation of Fish Meal Manufacturers, Vernon Young
Consul tant, 67 Freshfield Road, Fornby, Liverpool L37
3HL, United Kingdom August 1985, i-viii, 1-27.

It argued that the subject-matter of Claim1l was not
novel in view of this citation.

It also argued that there was no procedural violation
under Article 113(1)EPC, since the Opposition Division
had sinply consi dered whet her or not there was a
surprising effect as an indicator of the presence or
absence of an inventive step.

The Appel |l ant requested that the decision under appeal
be set aside and that the patent be maintained in
accordance with the grounds of appeal dated 15 Apri
1994.

The Respondents requested that the appeal be di sm ssed.

Oral proceedi ngs before the Board of Appeal took place
on 13 Septenber 2000 which none of the parties attended
(see letters dated 16 August 2000 (Appellant),

1 Septenber 2000 (Respondent |) and 12 Septenber 2000
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(Respondent 11)).

At the end of the oral proceedings the Chairnman
announced the Board's deci sion.

Reasons for the Decision

2938.D

Articles 84 and 123 EPC

The Board is satisfied that Caim1l of the only request
on file, which corresponds to Claim1l as amended before
t he Qpposition Division, nmeets the requirenents of
Articles 84 and 123 EPC. Since the appeal fails for

| ack of novelty (see point 2), no detailed reasons need
be gi ven.

Novel ty

Docunent (7) discloses a process for inproving the oi
quality by post-refining it inmmediately after the
renoval of the catalyst fromthe catalytically
hydrogenated oil: "The oil at 90°Cis treated with 0.01
to 0.02% of citric acid added as a 10 to 15% sol uti on
in water. The acid is vigorously agitated into the oil
which is then dried under vacuum The citric acid
splits the nickel soaps and al so acts as a netal

chel ating agent. The contact time between oil and
citric acid should be a mnimum of 15 m nutes before

bl eaching earth is added, again under vacuum Bl eaching
earth quantity (0.2 to 1.0% and activity depend on the
oil quality. The oil is filtered and stored as before”
(page 22, right hand colum, point 5.2, lines 4 and 5,
and 3rd paragraph).
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A recal cul ation of the water concentrations disclosed
by docunment (7) in ternms of the weight percentages used
in CQaiml of the patent in suit shows that these water
concentrations fall within the terns of that claim
Thus, the feature of present Claiml1l "0.01 to 4 w.%
cal cul ated on the weight of the oil, of an aqueous
substance conprising at least 80 w.%water" is
inmplicitly disclosed by docunent (7). Therefore, the
skilled person carrying out the teaching of docunent
(7) would necessarily obtain nickel agglonerates since
the vigorous agitation "is allow ng contact between the
ni ckel particles and the added |iquid aqueous

subst ance"” and no other neasures are specified in the
patent in suit to form"nickel particle agglonerates”.

It follows that the feature "that nickel particle

aggl onerates are forned" is not distinguishing and
cannot render the claimed subject-matter novel over the
state of the art disclosed in docunent (7). The process
di scl osed in docunment (7) further calls for a drying
step and for the addition of bleaching earth, both
process features not being nmentioned explicitly in
present Claim1l. However the process of Claim1 for
preparing refined oil also allows for additional steps
since the term"conprising”" in Claim1l of the patent in
suit is not limting.

| ndeed, according to the description of the patent in
suit, the process al so enconpasses drying the oil after
acid addition by evaporating "free" and di ssol ved water
(patent in suit, page 8, lines 14 to 15) under a
partial vacuum and the addition of bleaching earth as
an adsorbent (page 8, lines 17 to 21 in conbi nation
with page 7, lines 48 to 49), process steps which are
covered by Claim1 of the patent in suit.
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It follows that a process having all the features of

t he process of present Claim1l was previously disclosed
by docunent (7). Therefore, the subject-matter of
Caim1l is not novel.

3. Articles 56 and 113(1) EPC
In view of the above findings, the Board nmaintains the
Opposition Division's decision to revoke the patent in
suit, although for a different reason. Therefore, it is
not necessary to consider further either the issue of
inventive step or the Appellant's allegation that its
right to be heard was violated in respect of an
argunent relating to | ack of inventive step, those both

being matters which, as a result of the Board's
findi ngs, have no further significance.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

G Rauh P. Krasa

2938.D



