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Summary of Facts and Subm ssi ons

1761.D

The Appellant (Proprietor of the Patent) |odged an
appeal on 11 July 1994 agai nst the decision of the
Qpposition Division posted on 17 May 1994 revoking the
Eur opean patent No. 258 753.

Notice of Opposition had been filed by the Respondent
(Opponent) requesting revocation of the patent inits
entirety for lack of novelty and inventive step
(Article 100(a) EPC). The opposition was based on the
docunent s

(1) EP-A-212 358,

(2) US-A-4 151 143, and

(3) EP-A-173 300.

The deci sion was based on a set of thirteen clains as
amended during opposition proceedings directed to a
pressure sensitive adhesive conposition.

The Qpposition Division held that the clainms were

all owable in view of Article 123(2) and (3) EPC since
the anendnent to claim 1l as granted represented nerely
a clarification and was clearly derivable fromthe
description of the application as filed. However, the
subject-matter of claiml1 was found not to be novel.
Docunent (1), which constituted state of the art
pursuant to Article 54(3) EPC, disclosed particularly
in exanple 7 a pressure sensitive adhesive conposition
identical to the clained invention, since that
conposition conprised the sane conponents and was
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manuf actured essentially according to the sane
preparation process. Although docunents (2) and (3)
referred to filmform ng coatings, the products
descri bed in those docunents were identical to the

cl ai med conpositions; therefore docunents (2) and (3)
al so anticipated the subject-matter clai ned.

In the Statenent of G ounds of appeal submtted on

12 Septenber 1994, the Appellant defended the

mai nt enance of the patent in suit in anmended form on
the basis of a first set of thirteen use clains for the
Contracting States AT, BE, CH D, FR, GB, IT, LI, LU,
NL and SE, the sole independent claim1 reading as
fol | ows:

"1l. Use of a conposition containing an emnul sion

pol ymer and, optionally, tackifiers, dyes, |eveling
agents, pignents or other pressure sensitive adhesive
formul ation ingredients as a pressure-sensitive

adhesi ve, characterized by the enul sion pol yner being
prepared by conbining, in an agitated reaction vessel,
an al kal i -soluble or an al kal i -di spersi ble polyneric
resin wwth water and an effective anount of an al kal i ne
material for formng either a resin-containing al kaline
solution or a resin containing al kaline dispersion,
wherein at |east 6 weight percent up to 30 wei ght
percent of the polynmeric resin is prepared from
nmononers selected fromthe group consisting of a

pol ynmeri zabl e carboxylic acid, a polynerizable acid
anhydri de, and a polynerizable ester or a polynerizable
partial ester of an inorganic acid, and wherein the

pol ynmer resin further includes a polynerizable vinyl
nononer selected fromthe group consisting of acrylic
acid esters and derivatives thereof, nethacrylic acid
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esters and derivatives thereof, styrene, al pha-nethyl
styrene, vinyl toluene, and conbi nati ons thereof, but
does not include the acrylic or nethacrylic esters of
pol yal kyl ene oxi de;

subj ecting the agitated reaction vessel contents
to an inert atnosphere and maintaining the agitated
reacti on vessel contents at a predeterm ned reaction
t enper at ure;

adding to the agitated reaction vessel a portion
of an enul si on-pol yneri zabl e nononer m xture and
thereafter adding an effective anmount of an initiator
for initiating enul sion-polynerization of the emnul sion-
pol yneri zabl e nononmer m xture in the presence of the
polyneric resin, wherein at |east 40 wei ght percent of
t he emul si on-pol yneri zabl e nononmer m xture consi sts of
at | east one al kylacryl ate nononer having an al kyl
group with from2 to 20 carbon atons and the nononer
m xture may contain one or nore of styrene, alpha-
met hyl styrene, tetraethylene glycol diacrylate,
hydr oxyet hyl net hacryl ate, nethyl nethacrylate, propyl
met hacryl ate, hexyl nethacrylate, vinyl acetate and
conbi nati ons thereof:

then adding to the agitated reaction vessel, over
a tinme period of at least 1/2 hour, the remai nder of
t he enul si on-pol yneri zabl e nononer m xture; and

thereafter, maintaining the agitated reaction
vessel contents at the predeterm ned reaction
tenperature for a tine period of at |east 1/2 hour, for
produci ng a polyner enulsion that can be utilized as a
pressure-sensitive adhesive."

A second set of thirteen use clains for the Contracting
States ES and GR was identical to that for the other
Contracting States apart fromthe absence of the
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di scl ai mer "but does not include the acrylic or
net hacrylic esters of pol yal kyl ene oxide" in claiml.

The Appellant submitted that the disclainer in claiml
for the designated Contracting States other than ES and
GR, disclaimng the presence of acrylic or nethacrylic
esters of polyal kyl ene oxide in the al kali dispersible
polyneric resin, delimted the subject-matter clained
from docunent (1), which constituted state of the art
only under Article 54(3) EPC and only in respect of the
desi gnated Contracting States other than ES and GR The
conpositions of conparative exanples 7 and 9, objected
to by the Respondent, did not anticipate the subject-
matter clainmed since they were not suitable as pressure
sensitive adhesives due to the absence of tack and
exceeded the upper Iimt of 30 weight percent of

pol yneri zabl e carboxylic acid in the polyneric resin as
defined in claim1 of the present invention.

Docunent (2) related to polyner enul sions for use as
filmcoatings for netal or glass surfaces and

docunent (3) related to aqueous base coatings for paper
substrates. The claimed use as pressure sensitive
adhesi ves was different conpared to that.

The Respondent submtted that docunment (1) destroyed
the novelty of use claim 1. The conpositions of that
docunment were used as a pressure sensitive adhesive.
The conparative exanples 7 and 9 di scl osed conpositions
whi ch were prepared in the presence of polyneric resins
not including (neth)acrylic esters of polyal kyl ene

oxi de; those conpositions, however, were covered by
claim1l of the present invention.
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The Appel |l ant requested that the decision under appea
be set aside and that the patent be nmintained on the
basis of a first set of thirteen clains submtted on

12 Septenber 1994 with the grounds of appeal for the
desi gnated Contracting States other than ES and GR, and
a second set of thirteen clains for the Contracting
States ES and GR submitted on the sane date.
Auxiliarily the Appellant requested that ora
proceedi ngs be hel d.

The Respondent requested that a decision be taken
according to the state of the file.

Reasons for the Deci sion

1

2.1

2.2

1761.D

The appeal is adm ssible.

Amendnents (Article 123(2) and (3) EPC)

The Respondent raised no objection under Article 123(2)
and (3) EPC to the clains as anended and the Board
considers that these requirenents are indeed satisfied.

The first anendnent to all the clains as granted is
their change of category, i.e. the switch from product
clains directed to the conposition per se to use clains
directed to the use of the conposition as pressure
sensitive adhesive. That anendnent is supported by
claiml, page 1, lines 1 and 2, and page 8, line 30 to
page 9, line 1 of the application as fil ed.

The second anendnent to claim 1l as granted consists in
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speci fying at | east one alkylacrylate to be mandatorily
present in the enul sion-pol ynerizabl e nononer m xture,
whi ch finds support on page 5, lines 29 to 33 and

page 6, lines 1 and 2 of the application as filed.
Therefore this anmendnment conplies with the requirenents
of Article 123(2) EPC as well.

The third anendnent to claiml as granted, insofar as
the designated Contracting States other than ES and GR
are concerned, is that a disclainer excludes the
presence of acrylic or nethacrylic esters of

pol yal kyl ene oxide in the alkali dispersible polyneric
resin which reflects the subject-matter of docunment (1)
on page 5, lines 1 and 2. The exclusion of this
subject-matter which already forns part of the state of
the art, does not contravene Article 123(2) EPC, even

t hough the matter is not derivable fromthe application
as filed (cf. decisions T 433/86, point 2 of the
reasons, reported in EPOR 1988, 97 to 104, especially
page 100; T 192/88, point 4.1 of the reasons; neither
published in QJ EPO).

Therefore, all the amendnents made to the clains as
granted conply with the requirenents of Article 123(2)
EPC.

The anmendnment of the clains as granted sinply by way of
change of category fromclains directed to the
conposition per se into clainms directed to the use of
that conposition for a particular purpose, in the
present case as a pressure sensitive adhesive, is not
open to objection under Article 123(3) EPC (see

deci sion G 2/88, QJ EPO 1990, 93, point 5 of the
reasons and point (ii) of the order). The second and
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third amendnent of claim1l as granted bring about a
restriction of the scope of the clains, and thus of the
protection conferred thereby, which is in keeping with
the requirenents of Article 123(3) EPC

Novel ty

The only substantial issue arising fromthis appeal is
whet her or not the subject-matter clainmed is novel over
the state of the art.

Docunent (1) has a priority date earlier than the
priority date of the patent in suit, and the Respondent
has not contested that the fornmer is entitled to that
earlier priority date. Since that docunent is a

Eur opean patent application, its content is therefore
to be considered as conprised in the state of the art
pursuant to Article 54(3) EPC, subject to the

requi renents of Article 54(4) EPC.

Pursuant to Article 54(4) EPC, Article 54(3) EPC
applies only in so far as the Contracting States

desi gnated in docunent (1) were also designated in the
patent in suit. Docunent (1) designates the Contracting
States AT, BE, CH D, FR, GB, IT, LI, LU NL and SE,
as does the patent in suit. Thus, docunent (1) is
conprised in the state of the art under Article 54(3)
EPC for the patent in suit only with respect to those
Contracting States. The patent in suit al so designates
the Contracting States ES and GR, which have not been
desi gnated in docunent (1). Therefore, docunent (1)
does not represent state of the art under Article 54(3)
EPC for the patent in suit wth respect to the
Contracting States ES and GR
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Docunent (1) discloses a | atex adhesive conposition
useful as pressure sensitive adhesive (page 1, lines 2
and 3), which is prepared by polynerizing a
(meth)acryl ate nononer in the presence of a polyneric
colloid. That polyneric colloid, called polyneric resin
in claiml of the patent in suit, nmandatorily conprises
acrylic or methacrylic esters of polyal kyl ene oxi de
according to page 5, lines 1 and 2 and claim1 of
docunent (1).

This |l eads the Board to observe that claim1 for al

the Contracting States designated in the patent in suit
except ES and GR disclains the presence of acrylic or
nmet hacrylic esters of polyal kyl ene oxide in the
polynmeric resin. Thus, that disclainmer in claiml
delimts the clainmed subject-matter fromthe teaching
of docunent (1). The Respondent has not contested this
fi ndi ng.

The Respondent argued, however, that the conparative
exanples 7 and 9 of docunment (1) disclosed conpositions
whi ch were prepared in the presence of polyneric resins
not including (nmeth)acrylic esters of polyal kyl ene

oxi de; those conpositions were not excised by the

di scl ai mer and were thus still covered by claim1l.

However, the polyneric resin of conparative exanple 7
conprises 34 weight percent of acrylic acid according
to page 15, line 8 of docunent (1), and the polyneric
resin of conparative exanple 9, which is the commercia
product "Joncryl 678", conprises 31 weight percent
acrylic acid according to page 7, paragraph 2, line 3
of the data submtted with Appellant's letter dated

15 June 1993 in opposition proceedings. This was not
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contested by the Respondent. The anount of acrylic acid
in the polyneric resin of both conparative exanpl es
exceeds the upper limt of 30 weight percent indicated
in claiml of the patent in suit, distinguishing
thereby the claimed subject-matter fromthe disclosure
of those conparative exanpl es.

In addition, the conpositions prepared in conparative
exanples 7 and 9 were not suitable for use as an

adhesi ve, since no tack (page 15, |line 16) and very | ow
subj ective tack (page 17, lines 10 and 11) were
observed respectively. Therefore, neither conparative
exanpl e di scl oses the use of those conpositions as a
pressure sensitive adhesive, a technical feature
required in use claiml1l of the patent in suit. Thus,
conparative exanples 7 and 9 cannot destroy the novelty
of the subject-matter clainmed.

For the reasons given above, the Respondent's argunents
are not convincing and, in the Board's judgenent,
docunent (1) neither anticipates the subject-mtter of
claiml1l in the formrequested for all the Contracting
States designated in the patent in suit except ES and
GR nor in the formrequested for the designated
Contracting States ES and GR

Docunent (2) is directed to coating conpositions for
use as filmcoatings for netal and gl ass surfaces
(colum 1, lines 6 to 9). That docunent reports that
the use of those coating conpositions results in hard

and gl ossy filmcoatings (colum 5, lines 34 and 35,
colum 6, lines 29 and 52, columm 6, line 4, colum 7,
lines 50 and 51, colum 8, lines 18 and 19, colum 9,

lines 62 to 64, colum 10, lines 13 to 15 and 33 to 35,
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colum 11, lines 19 to 22, and colum 12, lines 13 to
16, 40 and 41).

However, the use of those coating conpositions as film
coatings disclosed in docunent (2) is different to that
indicated in use claiml1, i.e. use as a pressure
sensitive adhesive. Nor does that docunment report that
the coating conpositions are tacky, the property the
conmposi tions nmust necessarily show in order to be

sui tabl e as pressure sensitive adhesive; rather, the
resulting filmcoatings show the opposite properties of
har dness and gl oss.

Thus, docunent (2) does not disclose the technica
feature of using the conpositions as a pressure
sensitive adhesive, which is required in use claim1 of
the patent in suit. Therefore, that docunent does not
anticipate the subject-matter of claim1l either.

Docunent (3), is directed to aqueous base coatings for
use on a paper to be vacuumnetallized (page 1, lines 1
and 2). Those coatings are characterized particularly
by the desirable property of good to excellent block
resi stance (page 5, lines 20 to 23, page 17, lines 35
to 36, page 18, lines 11 to 12), which is supported by
experinmental data in Tables I and I
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However, that document neither discloses the use of

t hose base coatings as pressure sensitive adhesive, nor
reports the base coatings to be tacky, the property
necessary for being suitable as pressure sensitive
adhesive. Quite the reverse; the base coatings

di scl osed i n docunent (3) show high bl ock resistance,
which is defined as resistance to adhesi on between

coat ed and uncoated surfaces under noderate pressure or
under pressure and heat (page 2, lines 9 to 11,

page 10, line 16 to page 11, line 6). Thus, high block
resistance, i.e. not sticking together, is the opposite
to tack, disqualifying therefore the base coatings of
that docunent from being used as pressure sensitive
adhesi ves.

Since the base coatings of docunent (3) are unsuited
for use as pressure sensitive adhesive, that technica
feature required in use claiml of the patent in suit

| acks di sclosure in that docunent with the consequence
that it does not anticipate the subject-matter of that
claim

For these reasons, the Board concludes that the
subject-matter of claim1, and by the sane token, that
of dependent clainms 2 to 13 are novel and neet the
requi renents of Articles 52(1) and 54 EPC

Rem tt al

Havi ng so deci ded, the Board has not taken a deci sion
on the whole matter since the Opposition Division has
ruled solely on the issue of novelty and has not yet
concl uded the exam nation of whether, taking into
consi deration the anendnents made, the patent and the
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invention to which it relates neet the other

requi renents of the European Patent Convention as
required by Article 102(3) EPC. Under these

ci rcunstances the Board considers it appropriate to
exerci se the power conferred on it by Article 111(1)
EPC to remt the case to the Qpposition Division for
further prosecution on the basis of the two sets of
claims 1 to 13 as anended, in order to enable the first
i nstance to decide on the outstanding issues.

5. In the light of the above findings, it is not necessary

to consider the Appellant's auxiliary request for ora
proceedi ngs.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of a first set of clains 1 to
13 submitted on 12 Septenber 1994 for the designated
Contracting States other than ES and GR, and a second
set of clains 1 to 13 for the Contracting States ES and
GR submtted on the sane date.

The Regi strar: The Chai r man:

1761.D
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E. Gorgnmaier J. Jonk
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