BESCHWERDEKAMMVERN  BOARDS OF APPEAL COF CHAMBRES DE RECOURS
DES EUROPAI SCHEN THE EUROPEAN PATENT DE L' OFFI CE EUROPEEN
PATENTAMTS OFFI CE DES BREVETS

I nternal distribution code:
(A) [ ] Publication in QJ

(B) [ ] To Chairmen and Menbers
(© [X] To Chairnen

DECI SI1 ON
of 9 Septenber 1998

Case Nunber: T 0591/94 - 3.2.5
Appl i cation Nunber: 89302077. 6

Publ i cati on Nunber: 0331485

| PC: B29C 31/ 06

Language of the proceedi ngs: EN

Title of invention:
Melt extruded pol yneric conpositions and processes of noul di ng
t hem

Pat ent ee:
WR G ace & Co.-Conn.

Opponent :
DS- Chem e GrbH

Headwor d:

Rel evant | egal provisions:
EPC Art. 54(2), 111(1)

Keywor d:
"Public prior use"
"Remttal to the first instance"

Deci sions cited:

Cat chwor d:

EPA Form 3030 10.93



9

Européaisches
Patentamt

European
Patent Office

Beschwerdekammern Boards of Appeal

Case Number: T 0591/94 - 3.2.5

DECI SI ON

of the Technical Board of Appeal 3.2.5

Appel | ant:
(Proprietor of the patent)

Represent ati ve:

Respondent :
( Opponent)

Repr esent ati ve:

Deci si on under appeal :

Conposition of the Board:

of 9 Septenber 1998

WR Gace & Co.-Conn.
Grace Plaza

1114 Avenue of the Anericas
New Yor k

New York 10036 (US)

Webb, Andrew John

J.A. Kemp & Co.

14 South Square
Gray's Inn

London WCIR 5LX (GB)

DS- Chem e GrbH

Straubi nger Str. 12
28219 Brenen (DE)

Mai wal d, Walter, Dr. Dipl.-Chem
Mai wal d GrbH

El i senhof

El i senstrasse 3

80335 Minchen (DE)

Deci si on of the Opposition Division of the
Eur opean Patent O fice posted 4 July 1994
revoki ng European patent
to Article 102(1) EPC.

Office européen
des brevets

Chambres de recours

No. O 331 485 pursuant



Chai r man:
Menbers:

A. Burkhart

J. H van Mber
H P. Gstertag
W D. Weiss

W Moser






Summary of Facts and Subm ssi ons

The appellant (proprietor of the patent) | odged an
appeal against the decision of the Qpposition Division
revoki ng the patent No. 0 331 485.

OQpposition was filed against the patent as a whole and
based on Article 100(a) EPC (lack of novelty and

i nventive step).

The Opposition Division held that the grounds for
opposition nmentioned in Article 100(a) EPC prejudiced

t he mai ntenance of the patent having regard to a public
prior use alleged by the respondent (opponent).

This prior use was based on the testinony of two
W t nesses, M Schlenk and M Przygode and on the

foll ow ng pi eces of evidence:

D15: DS - Chenmie - Farbrikationsbhericht - No. 126,
Sorte: Svel on 855-21

D16: DS - Chemie - Fabrikationsbericht - No. 127,
Sorte: Svel on 855-22

D18: "TNT - Frachtbriefkopie”" No. 3 834 166, dated
13 Cctober 1987

D19: Copy of a | aboratory report, sanple Nos. 112 to
133

1. Oral proceedings were held on 9 Septenber 1998 before



t he Board of Appeal

(i)

(i)

The appel |l ant requested that the decision under
appeal be set aside and that the patent be
mai nt ai ned on the basis of the

(a) Main request: clains 1 to 14, filed on

17 May 1994 as nmin request; or

(b) First auxiliary request: clains 1 to 9,
filed on 17 May 1994 as first auxiliary request;

or

(c) Second auxiliary request: clainms 1 to 10,
filed on 1 June 1994; or

(d) Third auxiliary request: clains 1 to 9,
filed on 17 May 1994 as fifth auxiliary request;

or

(e) Fourth auxiliary request: clains 1 to 11,
filed on 17 May 1994 as third auxiliary request.

The respondent requested that the appeal be

di sm ssed.

(itit)daim1 of the main request reads as foll ows:
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"1. A process of making a plurality of noul ded
articles of thernoplastic conposition conprising
t her nopl astic polymeric material which does not
contain polyvinyl chloride or other chlorine-
containing polynmer at a rate of nore than 100
per mnute by providing continuous supply of the
said thernopl astic conposition in nolten form
continuously cutting the supply into nolten

pi eces and transferring the nolten pieces to a
nmoul di ng position by cutting and transfer neans,
and noul ding the transferred pieces into the
desired noul ded articles, characterised in that
the conposition includes a nelt-rel ease materi al
and there is a nelt-release | ayer on the cutting
and transfer nmeans and this layer is
continuously repl enished by nelt-rel ease
material fromthe nolten conposition that is cut
and transferred by the cutting and transfer

nmeans. "

The appel | ant argued essentially as foll ows:

The testinmony of the wi tnesses Schlenk and Przygode

gi ven before the Opposition D vision and the docunents
D15, D16, D18 and D19 did not prove that sanple
conpounds of the Svel on 855-21 of 855-22 type were ever
sent to MAF Hickeswagen and that these sanpl e conpounds
were successfully tested on the Sacm machine in autum
1987. The chain of proof for the alleged prior use
contai ned too many gaps and inconsistencies to

establish the alleged prior use up to the hilt.

The wi tness Schl enk had no personal know edge whet her
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and how t he sanmpl e compounds of Svel on 855-21 and 855-
22 had actually been delivered to MAWF Hickeswagen, how
the test runs at MAF Hickeswagen were carried out,

whet her these tests were successful and whet her crown
corks manufactured in these tests were passed to a
custoner of MAF Hickeswagen. He affirmed that no visit
or test reports referring to these tests existed.

Docunent D18 did not prove that the conpounds Svel on
855-21 or 855-22 specified in docunents D15 and D16 and
menti oned in docunent D19 had actually been delivered
to MAF Hickeswagen, since the handwitten wording
"Svel on 855-21" on docunent D18 coul d have been added

| ater. The witness Schl enk had not been able to explain
at what tinme, by whomand in what circunstances this
addi ti on had been nade.

The witness Przygode could not |ink the sanples
delivered fromDS-Chem e to DS-Chem e Product Nunbers.
He had no idea of the content of these sanples, except
that they were PVC-free conpounds. From D19 it was
clear that DS-Chem e had other PVC-free test products
prepared for MAF Hickeswagen in October 1987 i ncl uding
Svel on 855-20 and 855-11, which did not contain a
silicon oil. Therefore, the testinony of the w tness
Przygode was uncl ear as to which Svel on type conpound
had actually been tested in Cctober 1987 at MAF

Hickeswagen.

Mor eover, the wi tness Przygode was not personally
present at the tests carried out on the Sacm machine.
Therefore, it was not clear fromthe testinony of the

Wi t ness Pryzgode whet her the crown corks handed over by

2792.D Y
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himto Coca-Col a contained the conpound type Svel on
855-21 or 855-22 or other Svelon types.

Both wi tnesses had affirnmed that DS-Chem e and MAF
Hickeswagen had a close relationship for testing new
conpounds of DS-Chem e on the Sacm nachine at MAF
Hickeswagen and that the tests with the Svel on
conpounds on the Sacm nachine were carried out under
the control of M Nussen, an enpl oyee of DS-Chem e.
Thi s suggested that DS-Chem e and MAF Hickeswagen

consi dered those test runs confidential on the basis of
an inplicit obligation to secrecy. There was no

evi dence that MAF- Hickeswagen woul d have consi dered

t hensel ves free in equity and | aw to pass on sanples or
i nformati on about the sanples to any interested third
party, such as the appellant. Mreover, the letter of
Coca-Col a of 15 May 1995 confirned that they woul d
treat test sanples handed over to themfor test

pur poses by suppliers of liner nmaterial as
confidential.

Therefore, fromthe testinony of the w tnesses Schl enk
and Przygode and the docunents relied on in this
respect it was not clear what exactly was used and what

was made available to the public.

The respondent argued essentially as foll ows:

Both witnesses had affirnmed that there had been no
secrecy agreenent between the conpani es DS-Chem e and
MAF Hickeswagen relating to the delivery of the test
conmpounds Svel on 855-21 and 855-22 and the test runs

carried out on the Sacm nachines of MAF Hickeswagen,

2792.D
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and that the conmpany MAF Hickeswagen, which had been
the "public" in the instant case, had been free and had
had the possibility to pass information about the said
conpounds and test runs to third parties.

The "when" and "what" questions of the alleged prior
use had been answered on the basis of the credible
testinmony of the wi tnesses Schl enk and Przygode and the
evi dence according to the docunents D15, D16, D18 and
D19. Wth regard to the "bal ance of probabilities",

whi ch was the proper approach when eval uating the
testinmony and the evidence presented in the instant
case, the alleged prior use had been sufficiently

est abl i shed.

If the Board were to regard the evidence as
insufficient, the case should be remtted to the
Qpposition Division for further taking of evidence.

When t he evidence had been taken by the Opposition
Division, two wtnesses who could have added to the

evi dence, and who could have in fact supplied all the
m ssing itenms on which the appellant now tried to rely,
were not available. At that time, M Nissen and

M Busch had left the conpany DS-Chenm e and were
wor ki ng for conpetitor firms; they had been, for
personal reasons, not ready to assist the respondent

t hen. However, now M Busch and M Nissen were ready to
appear as witnesses. M Nissen, in particular, who had
been directly involved in the delivery and test runs of
t he Svel on 855-21 and 855-22 sanples, could testify
what actually happened in Cctober 1987, and he woul d be
happy to confirmall details of his visit to MAF

2792.D Y
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Hickeswagen, in particular the running of the conpounds
on the Sacm nmachine, the behaviour of DS-Cheme's
conpounds during this production, and everything el se
that M Schlenk and M Przygode could not confirmfrom
personal know edge.

Reasons for the Decision

1. The appeal is adm ssible.

2. The Opposition Division found that a conpound havi ng
the conposition as disclosed in docunents D15 and D16
becane state of the art in Cctober 1987 by delivery of
t hat conmpound to MAF Hickeswagen w t hout any express or
tacit agreenent on secrecy, and that, therefore, the
prior public use of the process of making on a Sacm
machine a plurality of noul ded articles of
t her nopl astic conposition conprising thernoplastic
pol ynmeric material which does not contain polyvinyl
chloride or other chlorine containing polynmer and which
includes a nelt release material had been established
and the process had thus to be considered prior art
(see paragraph 14 of the m nutes of the oral
proceedi ngs and page 12, paragraph No. 3 of the
deci sion of the Qpposition D vision).

The Qpposition Division based its finding on the
testinony of the witnesses Schl enk and Przygode and on
t he docunents D15, D16, D18 and D19.

3. Since the above finding of the Qopposition Division was

chal | enged by the appellant, the Board has to decide

2792.D Y
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this issue.

It is established jurisprudence of the Boards of Appeal
(see "Case Law' of the Boards of Appeal, 1996, page 68,
paragraph 3.4) that to be able to determ ne whether an
i nvention has been nmade available to the public by
prior use, the follow ng circunstances have to be
clarified:

(a) the date on which the prior use occurred,

(b) exactly what was in prior use,

(c) the circunstances surrounding the prior use.

Whereas fromthe testinony of the w tnesses Schl enk and
Przygode it is clear that in Cctober 1987 a PVC-free
Svel on- compound has been delivered to MAF Hickeswagen
by DS-Chem e for testing purposes, the Board considers
the evidence on file not sufficient to establish what
conmpound was then exactly delivered to MAF Hickeswagen
by DS-Chem e and subsequently tested on the Sacm
machi ne at MAF Hickeswagen. Thus, in the Board's

j udgenent and contrary to the opinion of the Qpposition
Di vision, the aforenentioned condition (b) has not been

sufficiently substanti at ed.

The reasons for the Board's view are as fol |l ows:

- Accordi ng to docunent D19, four PVC-free Svel on-
t ype compounds, nanely Svel on 855-11, 855- 20,
855-21 and 855-22, were prepared at DS-Chemi e for

t he customer MAF Hickeswagen. Qut of these

2792.D
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conpounds only the Svel on 855-21 and 855-22
contained a silicon oil acting as a nelt rel ease
agent (see docunents D15 and D16).

- Docunent 18 is a carbon copy sheet froma TNT way
bi Il handed over to DS-Chem e by TNT upon recei pt
of the package for dispatch on 13 Cctober 1987.
This carbon copy of the way bill carries the
wor di ng " Svel on 855-21" added in witing in ink.
The witness Schl enk was not able to explain at
what tinme, by whom and in what circunstances this
addi ti on had been nade. No evi dence was given as
to whether this way bill carried this wording at
that time, or whether this wording was | ater
added.

The carbon copy of the waybill itself makes no
reference to a specific conmpound. Wth respect to
t he package content, it carries only the general
remark "G anul at, kein Gefahrengut”.

- Wth respect to the delivery of the conpound

Svel on 855-22, no piece of evidence was presented.

- The wi tness Schl enk said that he had not
personal |y been involved in the preparation and
delivery of the conpounds Svel on 855-21 and 855-22
and that, with respect to the actual delivery of
t he conmpound Svel on 855-21 to MAF Hickeswagen, he
relied on docunent D18, and that, with respect to
the actual delivery of the conpound Svel on 855-22
he did not remenber how this conpound was
delivered, and that he did not know from his own

nmenory, whet her the conpounds Svel on 855-21 and

2792.D Y
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855-22 had actually been manufactured or delivered
on 11 and 14 Cctober 1987 (see page 7, third and
fourth paragraph of the m nutes of the hearing of
t he wi tness Schl enk).

- Therefore, neither the testinony of the w tness
Schl enk nor docunents D15, D16, D18 and D19
sufficiently prove that the conmpounds Svel on 855-
21 and 855-22 were actually delivered in Cctober
1987 to MAF Hickeswagen by DS- Chem e

- The witness Przygode said that he could not |ink
t he conpound sanpl es delivered to MAF Hickeswagen
by DS-Chem e to specific DS-Chem e product nunbers
and that he had no idea of the conposition of
t hese sanpl es, except that they were PVC-free
conpounds (see page 4, second paragraph of the
m nutes of the hearing of the witness Przygode).

Therefore, also the testinony of the w tness
Przygode does not sufficiently prove that the
conpounds Svel on 855-21 and 855-22 were actually
delivered to MAF Hickeswagen by DS-Chemi e in

Cct ober 1987.

- None of the w tnesses Schl enk and Przygode was
personal ly present at the test runs carried out on
the Sacm machi ne at MAF Hickeswagen. No written
visit or test reports exist about these test runs.
There is no testinony on file about the actual
process paraneters and the outconme of the test

runs.

2792.D Y
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- Hence, the evidence on file does not suffciently
prove that the conmpounds Svel on 855-21 and 855-22
have been actually delivered to MAF Hickeswagen by
DS-Chem e in October 1987, and it is therefore
uncl ear, whether and under what circunstances test
runs were carried out with these conpounds on the
Sacmi machi ne at MAF Hickeswagen in Cctober 1987.

In contrast to the above finding of the Board, the
Qpposition Division considered the evidence on file
sufficient to establish what was exactly in prior use
and, logically, closed the procedure w thout

chal  engi ng further evidence fromthe respondent in
this respect.

In a situation |ike the present one, where the Board
does not concur with the finding of the Qpposition

Di vision, and where the respondent offers further

W t nesses (nanmely Messrs. Nissen and Busch) who have
al ready been nentioned in the testinony of the fornmer
w t nesses Schl enk and Przygode as havi ng been
personally involved in the alleged prior use, and who
are said to be able to clarify the "what" circunstance
of the alleged prior use, the Board considers it
equi t abl e and necessary to hear these w tnesses, as has
been suggested by the respondent during the appeal

pr oceedi ngs.

The Board considers it also appropriate that such a
hearing of further witnesses be carried out by the
Qpposition Division, in order not to deprive the
parties of the opportunity to have this fresh matter

exam ned by two instances.

2792.D Y



Therefore, the Board exercises its discretion under
Article 111(1) EPC to remt the case to the Opposition

Division for further prosecution.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division for
further prosecution.

The Regi strar: The Chair man:

A. Townend A. Burkhart
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