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Summary of Facts and Subm ssi ons
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This appeal lies fromthe decision of the Exam ning

Di vi sion refusing the European patent application

No. 89 123 799. 2, published under nunber 0 374 952, and
relating to 7-oxabicycl oheptyl substituted heterocyclic
am de prostagl andin anal ogs useful in the treatnent of
thronboti c and vasospastic di sease.

The deci sion was based on the originally filed clains
conprising a set of Clainms 1 to 22 for all the

desi gnated Contracting States except ES and GR and
separate sets of clains for the Contracting States ES
and GR Caim1l of the set of clains for all the

desi gnated Contracting States except ES and GR read as

foll ows:

"“A conpound having the fornmula I

(CEy ) =2~(CE,) ~R

i ncluding all stereoisoners thereof, wherein
mis 1, 2 or 3;
nis 0, 1, 2, 3 or 4;

Zis -(CH),- or -CH=CH
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with the proviso when Zis -CHCH, nis 1, 2, 3 or
4;

Ris COH COalkali netal, COl ower alkyl, CHOH,
CONHSO,R®, CONHR** or -CH,-5-tetrazolyl;

Xis O S or NH

R''is |lower alkyl, |ower alkenyl, |ower alkynyl, aryl,
aral kyl, cycl oal kyl or cycl oal kyl al kyl ;

R> i s hydrogen, |ower alkyl, aryl, or aralkyl;

or R and R’ together with the Nto which they are
linked forma 5- to 8-nenbered ring;

R® is lower alkyl, aryl or aralkyl; and

R i s hydrogen, |ower alkyl, aryl or aralkyl."

The Exam ning Division held that the subject-matter of
the clains was novel and involved an inventive step in
view of the prior art cited in the search report.
However, they also held that the subject-nmatter of
Claim1 did not neet the requirenents of Article 84
EPC, since it lacked clarity in view of the term

"l ower"” in conmbination with various organic residues,
and the term"aryl".

In this context, they observed that according to the
description of the application in suit the term"| ower"
was i ntended to cover up to 16 carbon atons, and that
the term"aryl"” was intended to refer to particul ar
nonocyclic and bicyclic aromatic groups. Furthernore,
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they considered that these particular definitions given
in the description had to be indicated in the clains to
ensure that the clains defined the matter for which
protection was sought in a clear nmanner and were
supported by the description as required by Article 84
EPC. They al so considered in this respect that the
Applicant's argunment based on Article 69(1) EPC and the
decision T 238/88, nanely that the clains were
accept abl e under Article 84 EPC since their subject-
matter had to be interpreted in the |ight of the
description, did not seemto be applicable in the
present case, since the incorporation of the
definitions fromthe description into the clains would
still allowthe clainms to cover the invention disclosed
in the application.

The Appell ant maintained his point of view that having
regard to the principles laid down in the decision

T 238/ 88, which conprised a headnote readi ng as
fol | ows:

"The clarity of a claimis not dimnished by the nere
breadth of a termof art (e.g. "alkyl") contained in
it, if the nmeaning of such a term- either per se or in
the light of the description - is unanbiguous for a
person skilled in the art.",

there was no need to redraft the clains as filed in
order to neet the requirenents of Article 84 EPC

In a communi cation dated 18 August 1999 the Board

i nformed the Appellant by referring to the decision

T 337/95 that, in the absence of any unanbi guous
reference point, the relative term"lower” in relation
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to an organic residue like "alkyl" did not appear to
have a generally accepted neaning with respect to its
maxi mum nunber of carbon atons, so that it did not seem
to be suitable for clearly defining the subject-matter
for which protection was sought in a claimwhich was
directed to a group of organi c conpounds per se.

VI . In reply, the Appellant filed on 14 Cctober 1999 one
set of Clains 1 to 24 inlieu of the three sets of
clains of the application as filed.

In this new set of clains the objected term"|ower" was
del et ed.

Mor eover, the Appellant observed with respect to this
new set of clains that the nethod C aim 23 corresponded
to Caim1 of the originally filed set of clains for
Spain, and that it also conprised a process claimin
accordance with the decision T 958/94 in order to
ensure sone formof protection for the pharnaceutica
conpositions of the invention in Spain and G eece.

VI, Finally, the Appellant requested that the decision
under appeal be set aside and a patent be granted on

the basis of the Clains 1 to 24 filed on 14 Cctober
1999.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. As the Appellant has filed anended clains in order to
overcone the sol e objection upon which the decision

0452. D N
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under appeal was based, nanely |lack of clarity, the
only issues to be dealt with in the present case are
(i) whether the deletion in Claim1 of the term"| ower"
conplies with Article 123(2) EPC, and (ii) whether the
subject-matter of the clains neets the requirenents of
Article 84 EPC concerning the neaning of "aryl" with
respect to the residues R, R, R, R and R® | ndicated
in formula | of Caiml.

Conpliance with Article 123(2) EPC

In view of the deletionin Claiml of the term"| ower"
of the groups "lower alkyl" (in the definition of R R,
R’, R and R¥®), and the groups "lower al kenyl" and

"l ower al kynyl" (in the definition of RY) the question
to be answered is whether the unrestricted groups

"al kyl", "al kenyl" and "al kynyl " indicated in present
Claiml are supported by the description of the
application in suit as originally filed.

Wherever the ternms "lower alkyl", "lower alkenyl" and
"l ower al kynyl" appear in the description as filed,

t hey have the sane neaning as the correspondi ng
unrestricted terns "al kyl", "al kenyl" and "al kynyl "
(see page 4, first paragraph; and page 5, lines 11 to
28) .

Thus, in these particular circunstances, the Board
concl udes that the subject-matter of the present
Caiml, which only differs fromthe Caim1l of the
application as filed for the designated Contracting
States except ES and GR by the deletion of the relative
term"lower", is clearly supported by the description
and, therefore, neets the requirenents of
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Article 123(2) EPC

Clarity and support under Article 84 EPC

The Examining Division held in this respect that
Caiml did not neet the requirenents of Article 84
EPC, because the term"aryl" was intended to refer to
particul ar nonocyclic and bicyclic aromatic groups.
Moreover, they held that the Applicant's argunments on
the basis of Article 69(1) EPC and decision T 238/88
were not pertinent in the present case, because the

i ncorporation of the restricted definitions fromthe
description into the clains would allow the clains to
provi de an appropriate protection for the invention
di scl osed in the application.

In this context, the Board observes that, in line with
the decision T 238/88 (see points 5.1 and 5.2 of the
reasons), the feature "aryl” in the definition of the
substituents R, R}, R® and R undoubtedly concerns a
wel | - known and conmonly used technical termof art in
the chemcal field and, therefore, is clear as such.

Therefore, and having regard to the Exam ning

Di vision's consi derations nentioned above, the further
question to be exam ned is whether the feature "aryl"”
in CQaimlis clear and supported within the neaning of

Article 84 EPC in view of the description as filed.
As regards the feature "aryl" the description of the
application in suit as filed (see page 4, lines 22 to

33) reads as follows:

"The term™"aryl"” or "Ar" as enployed herein refers to
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nonocyclic or bicyclic aromatic groups containing from
6 to 10 carbon atons in the ring portion, such as
phenyl, naphthyl. Aryl (or Ar), phenyl or naphthyl may
i ncl ude substituted aryl, substituted phenyl or
substituted naphthyl, which may include 1 or 2
substituents on either the phenyl or the naphthyl such
as lower alkyl, trifluoronethyl, halogen (O, Br, | or
F), |ower al koxy, aral koxy, hydroxy, alkylthio,

al kyl sul finyl, al kylsul fonyl, arylthio, arylsulfinyl,
and/ or arylsulfonyl." (enphasis added)

Al though the first sentence of this passage refers with
respect to the feature "aryl" to its nbost common
representatives, nanmely to nonocyclic and bicyclic
aromati c substituents having from6 to 10 carbon atons
in the ring portion, in the Board' s judgnent, it cannot
be concluded fromthe passage as a whole, that said
feature "aryl" only stands for an optionally
substituted nonocyclic or bicyclic aromatic
substituent, such as phenyl or naphthyl, because it
indicates in its second sentence that "aryl" may

i nclude substituted aryl. Therefore, and in view of the
fact that the primary function of a claimis to set out
the scope of protection sought for an invention, the
Board concludes that the feature "aryl" in Caim1l has
its well-known and cl ear neani ng, and broadly stands
for an aromati c hydrocarbon rest having at |east one
benzene ring, for instance, phenyl, naphthyl, anthryl
and phenanthryl, and that this neaning is not in
contradiction to the description of the application in
suit.

Concerning the further requirenent under Article 84
EPC, nanely that the clainms nust be supported by the
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description, the Board notes that according to the
established jurisprudence of the Boards of Appeal,
pursuant to Article 84 EPC a claimhas to specify al
the essential features which are necessary for solving
the technical problemw th which the application is
concerned. This applies in particular to such features
whi ch di stinguish the invention fromthe closest state
of the art.

Furthernore, since the primary function of a claimis
to define the scope of protection sought for an

i nvention, the extent to which generalisations of
technical features are perm ssible has to be
established in each individual case in the |ight of the
rel evant prior art. As a general rule, aclaimis
"supported” within the neaning of Article 84 EPC if it
is not so broad that it goes beyond the invention as
di scl osed; on the other hand, this provision shall not
be construed as giving rise to further restrictions
whi ch deprive the applicant of a just reward for the
di scl osure of his invention.

In the present case, the Board concurs with the

Exam ning Division's point of view, indicated in their
comuni cation dated 21 Septenber 1993, that the class
of conpounds having fornmula (1) as defined in Caiml
as originally filed essentially differed fromthat of
the prior art cited by the Exam ning Division during
the substantive exam nation of the application in suit,
namnel y,

(1) US-A-4 663 337, and

(2) US-A-4 456 617,
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in that the conpounds of the formula (lI) contained a
particul ar heterocyclic ring bridging the 7-oxa-
bi cycl oheptane ring and the am de group.

Al'though Caiml as originally filed conprised this

di sti ngui shing essential feature, the Exam ning

Di vision apparently held in this respect (see point 4.1
above) that its scope of protection was too broad and
that it lacked further essential features, nanely
particul ar nonocyclic or bicyclic aromatic groups as
aryl groups in relation to the substituents R, R?, R
and R

However, this point of view was not substantiated by
t he Exam ni ng Divi sion.

Mor eover, after having examined this issue in
accordance with Article 111(1) EPC, the Board has cone
to the conclusion that the original text of the
application, in particular in view of the definitions
of the substituents R, R, R and R* and the passage

I ndi cat ed above under point 4.4, does not give any

i ndication that said particular nonocyclic or bicyclic
aromati c groups woul d be essential to the cl ai ned

i nventi on.

Therefore, and because of the fact that in the |ight of
the prior art the class of conpounds as clained in the
application in suit is essentially characterised by the
particul ar heterocyclic ring bridging the 7-oxa-

bi cycl oheptane ring and the am de group, in the Board's
judgnent, a restriction of the claimto said particul ar
nonocyclic or bicyclic aromatic groups i s not

necessary; rather it would narrow the scope of
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protection for the disclosed invention in an
unwar r ant ed manner.

In this context, the Board enphasises that in the
absence of a reasonably concrete basis for objecting to
the scope of protection sought for an invention which
relates to a group of conpounds, an exam nation of the
suitability of each and every inagi nabl e substituent is
nei t her necessary nor appropriate.

5. Remittal to the first instance

5.1 The Board's review of the decision under appeal being
limted to the issues of clarity and support within the
meani ng of Article 84 EPC regarding the clains as they
now stand, the application in suit in the present form
still needs further exam nation in order to establish
whether it neets the other requirenents of the EPC It
is therefore appropriate to nmake use of the Board's
power under Article 111(1) EPC and to remt the case to
the first instance for further prosecution.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

0452. D
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The Regi strar: The Chai r man:

E. Gborgmai er A. Nuss
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