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Summary of Facts and Subm ssi ons

1195.D

The European patent No. 0 142 924 was granted with
seventy-nine clains. Caim1l read as foll ows:

"A plant conprising a genetically nodified plant cel
contai ning an insecticide structural gene under contro
of a plant expressible pronoter, provided that said
cell is not a tobacco cell containing the vector pA-
ocs-B-prol-ESI as disclosed in EP-A-0 140 556."

O her i ndependent clains were directed inter alia to a
plant tissue (claim7), a DNA vector conprising an

I nsecticide structural gene under control of a plant
expressi bl e pronoter (claim32), a bacterial strain
transforned therewith (claim45), all these clains
havi ng the sane features as claim1, and a nethod of
genetically nodifying a plant cell (claim53).

Four oppositions were filed against the grant of the
patent on the grounds of Article 100(a) and (b) EPC.
Wth decision issued on 28 Novenber 1994, the

opposi tion division decided to revoke the European

pat ent because the anmendnents which characterised the
clainms of the main request as well as those of the
first and second auxiliary requests then on file

of fended agai nst the requirenments of Article 123(2) or
(3) EPC.

The appel l ants (patentees) | odged an appeal against the
sai d decision and with the statenment of grounds of
appeal they filed a new nmain claimrequest and new
auxiliary claimrequests. The respondents |I to I
(opponents 01 to 03, forner opponents 03 and 04 havi ng
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fused in the neantine into one party) filed their
coments in response thereto.

In reply to the respondents' coments, the appellants
filed a new mai n request and four new auxiliary

requests.

The board expressed its provisional, non-binding
opinion in the comunication dated 1 February 1999. On
11 February 1999, in reply thereto, the appellants
amended their claimrequests by reinstating the

di scl ai mer which was present in the clains as granted.
The respondents commented thereupon. Respondents |
(opponents 01) introduced a new docunent.

In a communi cation dated 12 March 1999 the board
informed the parties that in the event that the appea
on the Article 123(2) and (3) and Article 84 EPC i ssues
shoul d succeed, the parties would be given the
opportunity to address the board on whether a remttal
to the first instance on the issues of novelty,

i nventive step and sufficiency of disclosure was
appropriate or not, but that the substance of those

i ssues woul d not be dealt with by the board at the sane
oral proceedings.

Oral proceedings took place on 26 April 1999, during
whi ch the appellants filed a new mai n request.

| ndependent clainms 1, 7, 45 and 53 therein read as
fol | ows:

"1l. A plant conprising plant cells which are
genetically nodified to contain an insecticide
structural gene which is a bacterial gene or a nodified
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bacterial gene, under control of a plant expressible
pronoter, whereby expression of said gene renders said
pl ant insect resistant, provided that said cells are
not tobacco cells containing the vector pA-ocs-B-prol-
ESI as disclosed in EP-A-0 140 556."

"7. A plant tissue conprising plant cells which are
genetically nodified to contain an insecticide
structural gene which is a bacterial gene or a nodified
bacterial gene, under control of a plant expressible
pronot er, whereby expression of said gene renders said
pl ant tissue insect resistant, provided that said cells
are not tobacco cells containing the vector pA-ocs-B-
prol-ESI as disclosed in EP-A-0 140 556."

"45. A bacterial strain transformed wth a vector
conprising an insecticide structural gene which is a
bacterial gene or a nodified bacterial gene, and a

pl ant expressible pronoter, the gene and the pronoter
being in such position and orientation with respect to
each other that the gene is expressible under contro
of the pronoter in a plant cell, whereby to render

pl ant tissue conprising such plant cells insect
resistant, provided that the vector is not pA-ocs-B-
prol -ESI as disclosed in EP-A-0 140 556."

"53. A nethod of genetically nodifying a plant cell to
render plant tissue conprising such nodified cells

i nsect resistant, by transformng the cell with a
vector conprising an insecticide structural gene which
is a bacterial gene or a nodified bacterial gene, and a
pl ant expressible pronoter, the gene and the pronoter
being in such position and orientation with respect to
each other that the gene is expressible under contro
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of the pronoter in said plant cell, provided that the
vector is not pA-ocs-B-prol-ESI as disclosed in EP-A-0
140 556."

The foll ow ng docunents are referred to in the present
deci si on:

(16) Maugh, T., Science, Vol. 216, May 1982, pages 722
to 723;

(34) EP-A-0 126 546.

The appel |l ants mai ntai ned that the anendnents
introduced in the clains neither resulted in the
extension of the protection conferred in conparison
wWith the clains as granted nor in the creation of

subj ect-matter which extended beyond the content of the
application as filed.

They submitted, with particular reference to decision
T 249/ 93 of 27 May 1998, that parties did not
necessarily have a right to have each issue deci ded by
two i nstances, especially when - as in the present case
- a late stage of the proceedi ngs had been reached.
Under Article 111(1) EPC, the board had the power to
deci de the outstanding issues in the present case and
was invited to do so, as remttal would result in an
unnecessary prolongation of the proceedi ngs al nost up
to the expiration of the patent, in a case where (i)
the respondents were believed to infringe the patent,
(ii) the appeal had been filed in 1995 and expedited
exam nation had been requested, and (iii) the
opposition division was clearly wong in their

deci sion. Under these circunstances, remttal was
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justified only if the appell ants-patentees so

request ed. However they did not so request.

The respondents essentially argued as foll ows:

(a)

(b)

(c)

The introduction of the term"a nodified bacteri al
gene" in the clainms 1 and 45 inadm ssibly extended
the scope of protection because the neani ng of
"insecticide structural gene" according to the
granted patent did not enconpass a "nodified
bacterial gene". Furthernore, plant and bacteria
clains as granted did not have dependent cl ains
directed to a "nodified" structural gene. It had
to be further observed that this amendnent was not
initiated by any grounds of opposition and was
thus contrary to Rule 57a EPC.

The terns "a nodified bacterial gene" and "whereby
expression of said gene renders said plant insect
resistant” found no support in the application as
filed. In fact, nothing nentioned or suggested
that the nodified gene be a "bacterial gene"
and/or that specifically the expression of such a
gene caused the toxic effect on the insects.

Both the expressions "a nodified bacterial gene"
and "whereby expression of said gene renders said
pl ant insect resistant” were uncl ear because there
was no indication in the description as to what
was neant by "nodified" or by "insect resistant".
In the absence of a definition, "a nodified
bacterial gene" could be considered to correspond
to any bacterial gene nodified by deletion,
substitution or insertion of bases, thus including
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known genes encodi ng insect resistance factors or
| ectins (cf. docunent (34)). The limts of the
claims were not clearly defined by use of said
term The qualification of a plant as "insect
resistant” was vague as it could nmean a pl ant
which was lethal to insects or a plant which was
| ess susceptible to insect infestation or a plant
whi ch was resistant only at the | evel of one
tissue at only one stage of devel opnent as for
exanple a plant with seed-specific expression in
consequence of the use of the phaseolin pronoter.

(d) The reinsertion of the disclainmer was unclear as
the clains into which it was reintegrated were
different fromthe clains as granted.

(e) Since none of the pending substantive issues had
been exam ned by the opposition division, remttal
was necessary, especially in view of the fact that
appeal proceedings were by their very nature |ess
i nvestigative than opposition proceedings. This
was a matter of fairness to the parties.

The appel l ants requested that the decision under appea
be set aside and that the patent be maintained on the
basis of the set of clains submtted as main request at
the oral proceedings on 26 April 1999 or the clains
filed as first, second, third or fourth auxiliary
request on 11 February 1999 and that the board deci de
on all issues without remttal to the first instance.

The respondents requested as a nain request that the
appeal be dism ssed or as auxiliary request that should
any request be found al |l owabl e under Articles 84 and
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123 EPC that the case be remtted to the first instance
for further prosecution.

Reasons for the Deci sion

The mai n request

Article 123(3) EPC

1. Caiml of this request differs fromclaim1l as granted
essentially in that it additionally states that the
I nsecticide structural gene "is a bacterial gene or
nodi fied bacterial gene" and that "expression of said
gene renders said plant insect resistant”.

2. In the board's judgenent, both features have a
restrictive effect as they state nore precisely,
respectively, the kind of insecticide structural gene
which is contained in the plant cells (in the granted
claim any gene; now only a bacterial gene or a
nodi fied formthereof) and the result of the genetic
nodi fication in the plant (in the granted claim no
i nsect resistance had necessarily to result fromthe
genetic nodification; now insect resistance nust result
therefron). The sane restrictive effect occurs also in
all other independent clains of this request (cf. eg
claims 7, 45 and 53) where the sane features have been
i ntroduced. The fact that, as submtted by the
respondents, plant and bacteria clainms as granted did
not have a dependent claimreferring to a "nodified"
structural gene is imuaterial in the context of the
di scussi on of the question whether the anendnents

1195.D N
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ext ended the scope of protection conferred, in view of
the restrictive nature of the anmendnents. Thus, the
requi renent of Article 123(3) EPC is fulfilled.

The said anendnents had their origin in a |lack of
novelty objection (inter alia vis-a-vis docunent (34))
whi ch was rai sed by the respondents and are thus

al | owabl e under Rul e 57a EPC.

Article 123(2) EPC

1195.D

The application as filed explicitly states that its
objective is to confer insect resistance to a plant by
stably inserting a gene coding for an insecticida
protein (cf. page 20 under the heading "Summary of the
i nvention", first paragraph). On page 26, under the
headi ng "I nsecticide structural gene", the application
i ndi cates that the said gene, which nust include a
portion of DNA encoding the insecticidal protein, may
contain one or nore nodifications including nutations,
insertions, deletion etc.. On page 27, under the
headi ng "I nsecticidal protein”, the application refers
to "a bacterial protein toxic in any way to insects"
and in particular to the crystal protein of B.
thuringiensis. The application as filed outlines on
pages 23 to 35 the experinental plan for achieving the
ai med objective and reports in the exanples the
application of such a strategy to a Hnd Il fragnent
of the gene encoding the B. thuringiensis insecticida
protein (cf. Exanples 1 to 6) or to the conplete
protoxin gene (cf. Exanple 11). Exanple 2.4 (relating
to the Hind Il gene fragnment) reports that
"transfornmed tobacco tissue is lethal to tobacco
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hor nwor n8” and that "..regenerated plants and their

i nsecticidal protein-containing de[s]cendants are
resistant to infestation by |arvae of insects such as
tobacco hornworm by virtue of the toxic effect such

| arvae experience when eating tissue fromsuch plants".
Exanple 11 (relating to the conplete gene) reports that
"Tobacco hornworns fed on transforned tobacco call us

ti ssue containing the plant expressible full-length

i nsecticidal protein gene were observed to display
synptons att[r]ibutable to B. thuringiensis crystal

protein toxicity".

In the board's judgenent, the above analysis of the

application as filed shows that the features "a
bacterial gene", a "nodified bacterial gene" and

"wher eby expression of said gene renders said plant

i nsect resistant” are explicitly disclosed therein from
formal point of view, as what was neant was to achieve
in a plant or plant cell expression of a gene or a
nodi fied formthereof encoding a given bacteri al

i nsecticidal protein so as to confer thereon toxic or
growth inhibitory properties (resistance) vis-a-vis

i nsects. Therefore, the requirenent of Article 123(2)
EPC is fulfilled.

Article 84 EPC (clarity)

1195.D

As regards the clarity objections raised by the
respondents, the followng is observed:

(a) The term"nodified bacterial gene" is broad, but
clear. The description explains what is neant
t hereby, nanely "one or nore nodifications in
ei ther the coding segnents or untransl ated regions
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whi ch could affect the biological activity or
chem cal structure of the expression product, the
rate of expression or the manner of expression
control. Such nodifications could include, but are
not limted to, nutations insertions, deletions,
substitutions... (cf. page 26 of the application
as filed under the heading "lnsecticide structural
gene"). Obviously, such nodifications have as a
starting point a given structural gene and no
matter how extensive, they are carried out with

t he objective of keeping the insecticidal
activity. The contention by the respondents that
radi cal nodifications of the gene structure could
lead to a totally different gene is an assunption
wi thout a realistic basis. Wether or not the
technical information in the patent specification
is sufficient to justify the broad wording in the
claimis a question which my be at issue in the
context of the substantive exam nation of the case
under Articles 83/84 EPC (sufficiency of

di scl osure and support by the description).

(b) The term"insect resistant” is also broad, as it
i ncludes a wi de range of possibilities going from
a lethal effect to a growmh inhibitory effect on
the insects, and also including tissue specific
resi stance. The termper se is clear as it is
usual in the art (cf. eg docunent (16)). Thus, the
board is convinced that the skilled person has no
difficulty understanding its neaning. A separate
guestion is here again whether the broad range of
possibilities covered by the claimis sufficiently
di sclosed in the patent specification in terns of
Articles 83/84 EPC. However, this question is not

1195.D N
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at issue at this stage of the proceedings.

(c) As for the reintroduction of the disclainer, in
the board' s view no questions of lack of clarity
ari se under Article 84 EPC. The discl ai ner had
been introduced before grant in order to avoid any
possi bl e novelty anticipation by EP-A-0 140 556
where the quoted vector conprising an insecticide
structural gene is described. Also in the context
of the clains at issue the disclainer excludes
only that subject-matter, and causes no
anbi guities of any kind.

For these reasons, the clarity requirenent of
Article 84 EPCis net.

Procedural nmatters

1195.D

The patent in suit was revoked by the opposition

di vision on the grounds that the clai mrequests then on
file did not conply with the requirenents of

Article 123(3) EPC or Article 123(2) EPC. Havi ng now
found that the appellants have filed clains with

sui tabl e anmendnents whi ch overcone such grounds, the
board has to deci de whether or not to remt the case to
the departnent of the first instance for further

prosecuti on.

As regards this question, it is noted with particul ar
reference to the appellants' subm ssions (cf. Section
| X supra), that:

(a) No exam nation whatsoever of any of the
substantive issues rai sed by the respondents-
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opponents was carried out by the opposition
division. This renders the case at issue different
fromthat of decision T 249/93 (supra) where only

the inventive step issue had to be deci ded.

(b) In view of the nunber of the yet to be exam ned
i ssues and of their conplexity, prima facie it
must be considered as the nost appropriate course
that first the opposition division investigate and
deci de on the issues, thus allowing the parties in
any further appeal to argue against a reasoned
deci sion and giving the board of appeal the
benefit of considering the decision and reasoned
argunent s t hereon.

(c) Al respondents here request remttal to the
opposition division, in case the appellants
succeeded in presenting adm ssible clains, unlike
in decision T 249/93 (supra) where consideration
of the issues by the first instance had advanced
much further, and only one of the opponents had
asked for remttal.

(d) Wile it is true that the appellants had requested
t he expedited prosecution of the appeal, and the
board regrets the tine it has taken to hear the
appeal, their request was not based on there being
any infringenent action before a national court in
a contracting state. Merely because the case is
ol d cannot be considered a sufficient reason by
itself to depart fromthe nost appropriate course.

Under these circunstances, the board considers it
appropriate to nmake use of its power under

1195.D N
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Article 111(1) EPC to remt the case to the opposition
di vision for further prosecution.

O der

For these reasons it Is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Registrar: The Chai r person:

U. Bul t mann U M Kinkel dey
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