BESCHWERDEKAMVERN
DES EUROPAI SCHEN

BOARDS OF APPEAL OF
THE EUROCPEAN PATENT

CHAMBRES DE RECOURS
DE L' OFFI CE EUROPEEN

PATENTAMTS CFFI CE DES BREVETS
I nternal distribution code:
(A) [ ] Publication in QJ
(B) [ ] To Chairnen and Menbers
(O [X] To Chairnen

DECI SI ON

of 19 June 1998
Case Nunber: T 0203/95 - 3.2.5
Appl i cation Nunber: 88810668. 9
Publ i cati on Nunber: 0328846
| PC: B42F 13/ 42
Language of the proceedings: EN

Container for filing sheets renoved in a block froma | oose-

Title of invention:

| eaf bi nder

Pat ent ee:

Bol dini, Mario

Opponent :

Assayah, Patrick

Headwor d:

Rel evant | egal provisions:
EPC Art. 123(2), (3)
Keywor d:

"Ext ensi on beyond the content of the application as filed

(main and 1st auxiliary request,

yes)"

"Extension of the scope of protection (2nd and 3rd auxiliary

request, yes)"

Deci sions cited:

EPA Form 3030 10. 93



Cat chwor d:

EPA Form 3030 10. 93



9

Européaisches European Office européen
Patentamt Patent Office des brevets

Beschwerdekammern Boards of Appeal Chambres de recours

Case Nunber:

Appel | ant ;

T 0203/95 -

3.2.5

DECI SI ON

of the Technical Board of Appeal 3.2.5

(Proprietor of the patent)

Represent ati ve:

Respondent :
(Opponent)

Represent ati ve:

Deci si on under

Conposi tion of

Chai r man:
Menber s:

A
H.
C

appeal :

t he Board:

Bur khar t
P. Gstertag
Hol t z

of 19 June 1999

Boldini, mario
Via al Poggio 5
6932 Breganzona (CH)

Fi ammenchi, Carlo

Fi ammrenghi - Fi amrenchi
Via San CGottardo 15
6900 Lugano (cH

Assayah, Patrick
Chemn du Préau 4
1009 Pully (CH

M srachi, A fred
15, Ch. de la Plantaz
1024 Ecubl ens (cH

Deci sion of the Cpposition D vision of the

Eur opean Patent O fice posted 15 February 1995
revoki ng European patent No. 0 328 846 pursuant
to Article 102(1) EPC.



S T 0203/ 95

Summary of Facts and Subm ssi ons
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The appell ant (proprietor of the patent) |odged an
appeal agai nst the decision of the Opposition D vision
revoki ng the patent No. 0 328 846.

Opposition was filed against the patent as a whol e and
based on Article 100(a) EPC (lack of inventive step)
and Article 100(c) EPC (lack of original disclosure).

The Opposition Division held that claim1 as granted
contravened Article 123(2) EPC

Oral proceedings before the Board of Appeal were held
on 19 June 1998.

(1) The appel l ant (proprietor of the patent)
requested that the decision under appeal be set
asi de and that the patent be mai ntained on the
basis of the patent as granted (main request) or
an anmended claim1 as filed on 25 February 1998
(first auxiliary request) or to replace in
granted claim1l the word "flexible" in lines 6
and 17 of page 3 of the patent specification by
the word "envel opi ng" (second auxiliary request)
or claim1 according to the second auxiliary
request further anmended by the deletion of the
words "in order to occupy the mniml volune in
view of its file" at the end of the claim(third
auxiliary request).

(1) The respondent (opponent) requested that the
appeal be di sm ssed.
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Claim1l as granted reads as foll ows:

"1l. Container for filing sheets renoved in a
bl ock (4) froma | oose-|eaf binder, conprising
an envelope (7) simlar to that of a | oose-|eaf
bi nder but w thout nechani cal elenments for
hol di ng t he sheets, envel ope that can be
extended in a plane (7', 7", 7"') in the form of
a rectangul ar sheet, a known cl osing fastener
(11 ) and a known U shaped handl e (5),
characterized in that said rectangul ar sheet,
realized in cardboard, corrugated cardboard,
plastic or other flexible material, conprises a
pair of holes (9, 9° and 10, 10') at a
standar di zed reci procal distance and close to
each smaller side (AB, CD) of said rectangul ar
sheet, in order to receive said known cl osing
fastener (11), conprising flexible plastic
branches (11', 11") and used with said known U
shaped netal handle (5, 5, 5") to performthe
renoval in block of sheets fromthe |oose-| eaf
bi nder and to transfer it to the container, the
| atter being closed at least inits front and
back flexible sides adherent to the bl ock (4) of
sheets in order to occupy the mninmal volune in
viewof its file."

Claim1l according to the first auxiliary request
differs fromclaim1 as granted in that in

line 6 of page 3 of the patent as granted the
word "flexible" is replaced by the word

“f ol dabl e".
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The appel | ant argued essentially as foll ows:

It was true that the features "flexible
material" and "in order to occupy the m nim
volume in view of its file" were not literally
disclosed in the application as filed. However,
these features were inplicitly disclosed
therein, since the originally nmentioned envel ope
mat eri al s, such as cardboard, corrugated
cardboard or plastics, were inherently flexible,
and since the property of flexibility of the
envel ope material was deductible fromthe
original disclosure that the envel ope coul d be
extended in a plane and fol ded as an envel ope
over the block of sheets.

Therefore, the granted claim1 did not
contravene Article 123(2) EPC.

Since in claim1 according to the first, second
or third auxiliary request the term"flexible
material" was replaced by other terns, which
were clearly disclosed in the original
application, these clains were not objectionable
under Article 123(2) EPC

The respondent argued essentially as foll ows:
Nowhere in the application as originally filed
could any clear or suitable word be found which
expressed that the envelope formng the

contai ner was of flexible material.

Contrary to the appellant's allegation, it was
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perfectly feasible to fold a plane sheet so as
to forman envelope and to re-flatten the latter
back to the formof a plane sheet, if the sheet
was not made of a flexible material.

Therefore, claiml as granted contravened
Article 123(2) EPC

The sane applied to claim1 according to the
first auxiliary request, which noreover, was -
due to deletion of the property "flexible" -
obj ecti onabl e under Article 123(3) EPC.

Also claim1l according to the second and third
auxiliary requests contravened Article 123(3)
EPC, since the deletion of the property
"flexible" extended the scope of protection of
the claim1l as granted.

Reasons for the Deci sion

1.1

2766. D

Mai n request

It becones apparent fromthe application as filed that
at the filing date the invention was basically seen in
providing a container for filing a block of sheets in
whi ch the envel ope (7) and the closing fastener (11)
form separate pieces: before or after use the envel ope
extends in a plane in the formof a rectangul ar sheet
and may be stored in this state whereby the closing
fasteners nmay be stored separately. The two pieces are
assenbl ed only when they are to be used, whereby the U
shaped netal handl e serves as a tool for facilitating
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the transfer of the block of sheets fromthe | oose-| eaf
bi nder to the contai ner.

In view of objections of |lack of inventive step raised
during the exam ning procedure, the appellant (then
applicant) anended claiml as filed as foll ows:

(i) The feature "envel ope (7) of cardboard, corrugated
cardboard, plastic or other material” was anended
by adding the term"flexible" so as to read "...or
other flexible material".

(ii) The feature "...closing the latter"” at the end of
claim1l as filed was replaced by the feature "the
|atter being closed at least inits front and back
fl exi ble sides adherent to the block (4) of sheets
in order to occupy the m nimal volunme in view of
its file".

The description was anmended accordingly and the
patent granted with these anendnents.

The anmended features (i) and (ii) identified above
clearly relate to another inventive concept, nanely to
take nmeasures that allow the envel ope to be formed from
the planar state into a container of variable

thi ckness, i.e. a thickness corresponding to the

t hi ckness of the bl ock of sheets.

The question arises, therefore, whether or not this new
concept was disclosed in the application as filed.

The appel | ant does not dispute that there is no
explicit disclosure of the anended features (i) and
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(ii) to be found in the application as filed but argues
that there is a clear inplicit disclosure.

The Board cannot, however, follow these argunents, for
the foll ow ng reasons:

First of all, the materials cited in the application as
filed by way of exanple (cardboard, corrugated
cardboard or plastic) cannot be clearly and

unanbi guously regarded as flexible in the sense that a
contai ner can be fornmed out of a flat rectangul ar sheet
W thout using folding lines. This is particularly true
for corrugated cardboard in its usual form i.e.
consisting of a corrugated | ayer sandw ched between two
pl anar | ayers, such a material being a rather stiff

mat eri al .

This is confirned by the figures: Figure 6 shows a
container in its assenbled state whereby the sheet is
sharply folded along two parallel straight Iines which
a person skilled in the art would consider as folding

| i nes enbossed in the planar rectangul ar sheet shown in
Figure 3. That nmeans that the container can adopt a
predet erm ned vol une only which cannot, therefore, be
adapted to the volune of the block of sheets to be

I nserted.

Li kewi se, a person skilled in the art woul d consi der
the dotted lines of Figure 7 as folding |lines, because
Figure 8 shows the container with sharply fol ded edges
whi ch woul d not occur with a flexible material w thout
folding lines. Again, it is not recognisable that the
vol une of the container can be adapted to the vol une of
t he bl ock of sheets.
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Thus, there is no inplicit disclosure of the anended
features (i) and (ii) identified above.

The appel l ant has argued that the lines referred to
above are not nentioned in the description and that
therefore a person skilled in the art would not
consider themas folding lines but as lines printed on
the rectangul ar planar sheet for facilitating the
assenbly of the container. However, this argunment is
not convincing in view of those figures which show the
container in its assenbled condition, as explained
above.

Therefore, the anended features (i) and (ii) identified
above added subject-matter to the originally filed
patent application which extends beyond the content of
the application as fil ed.

Thus, the main request is not allowable with respect to
Article 123(2) EPC

First auxiliary request

Caiml1l according to the first auxiliary request
differs fromclaim21l according to the nmain request
(granted claiml) in that the term"or other flexible
material” is replaced by the term"or other foldable
material ".

However, claim 1l according to the first auxiliary
request still includes the feature (ii) identified
above, and is therefore, also not allowable wth
respect to Article 123(2) EPC
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Second auxiliary request

Claim1 according to the second auxiliary request
differs fromclaim1l according to the main request
(granted claim1) in that the word "flexible" in

lines 6 and 17 of page 3 of the patent specification is
repl aced by the word "envel opi ng".

The word "envel oping” is to be construed as neaning the
function of shieldingly surrounding the bl ock of sheet
to be stored within the container.

The word "envel opi ng" does not qualify the material of
t he envel opi ng contai ner. Therefore, the replacenent of
the material qualifying word "flexible" by the nmateri al
unqual i fyi ng word "envel opi ng" broadens the scope of
claim1l as granted.

Si nce such a broadening of the granted claim1l
contravenes Article 123(3) EPC, claim 1 according to
the second auxiliary request is not allowable either.

Third auxiliary request

The third auxiliary request differs fromclaiml
according to the second auxiliary request in that the
words "in order to occupy the mnimal volunme in view of
its file" are del eted.

However, claim 1l according to the third auxiliary
request still includes the replacenent of the word
"flexible" by the word "envel oping” with respect to
claim1l as granted.



-9 - T 0203/ 95

Therefore, claim1 according to the third auxiliary
request is, for the sane reasons as claim 1l according
to the second auxiliary request, also not allowable
With respect to Article 123(3) EPC

5. Concl usi on

None of the requests of the appellant satisfies the
requi renents of Article 123 EPC.

O der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

A. Townend A. Burkhart
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