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In application of Rule 89 EPC page 1, point II, line 7 of the
decision in the appeal case T 218/95 - 3.4.2 is corrected by
inserting "division" after the word "Opposition" and page 3,
point 2, lines 2 and 7 by substitution of "respondent's" for

"appellant's".
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Summary .of Facts and Submissions

II.

III.

Iv.

2589.D

The appellant (opponent) filed an opposition against
European patent No. 0 343 185, which had been granted
on the basis of the European patent application

No. 88 901 681.2, on the grounds that the subject-

matter of the patent lacked an inventive step.

The patent was maintained in amended form with

7 claims, whereby claim 1 was directed to a method of
producing single pass multicolor duplex reproductions,
claims 2 and 3 were dependent method claims, claim 4
was directed to an apparatus for performing the method
of claim 2, and claims 5 to 7 were dependent, directly
or undirectly, from claim 4. The Opposition found that
the subject-matter of the patent was not rendered

obvious by the state of the art.

The appellant (opponent) lodged an appeal against this
decision and filed further prior art documents.

During the oral proceedings of 18 September 1997, which
had been requested auxiliarily by the appellant, the
Board of appeal pointed out the objections made by the
appellant in his last written observations and
concerning the interpretation of the matter covered by
the text of claim 1 as maintained by the Opposition
Division, and expressed the opinion that said claim 1
appeared not to contain all the features essential to
the performance of the invention and thus to lack
clarity. The respondent (proprietor of the patent) then
provided a new request with a set of 6 claims whereby
in particular the additional step of claim 2 as
maintained by the impugned decision was added at the
end of claim 1 of said decision to form new claim 1,
and requested that the patent be maintained on this

basis.
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The appellant did not put any request in this respect.

The only independent claims of respondent's request,

ij.e. claims 1 and 3, reads as follows:

“"1. A method of producing single pass multicolor duplex

reproductions comprising:

forming a plurality of electrostatic images on an
insulating member;

toning said images with toners of different colors;
transferring, in registration, said toner images to an
intermediate member to form a first multicolor toner
image;

transferring said first multicolor toner image to the
first side of a copy sheet;

repeating the first three steps to form a second
multicolor toner image on said intermediate member;
transferring said second multicolorltoner image to the
second side of said copy sheet and

simultaneously fixing said first and second toner

images to the copy sheet.®

"3 . Apparatus for performing the method of claim 1

comprising:

means (2, 3) for forming a plurality of electrostatic
images on an insulating member (1);

means (4, 5, 6, 7) for toning said images with toners
of different colors, respectively;

an intermediate member (8);

means for transferring, in registration, a first set of
toner images to said intermediate member to form a
first multicolor toner image and for transferring, in
registration, a second set of toner images also having
different colors to said intermediate member to form a
second multicolor image;

a first transfer station (9) for transferring said
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first multicolor toner image to the first side of a
copy sheet;

a second transfer station (10) for transferring said
second multicolor toner imége to the second side of a
copy sheet;

means for feeding said copy sheet to said first
transfer station (9), for inverting said copy sheet
without disturbing said first toner image after said
copy sheet has received said first toner image, and for
feeding said copy sheet to the second transfer station
(10), means (13) for simultaneously fixing said first
and second toner images to said copy sheet; and

means for feeding said copy sheet to the fixing means

without disturbing the toner images."

Reasons for the Decision

1.

2589.D

The appeal is admissible. i
Requirements of the Convention

The requirements of the Convention are satisfied by
appellant's request. In particular, the subject-matter
of each of the main claims is neither known nor
rendered obvious by the state of the art. This has not

been contested by the appellant.

Therefore, the patent can be maintained on the basis of

appellant's request (Article 102(3) EPC).
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Order

For these reasons it is decided that:

1. The decision under appeal is set aside.

2. The case is remitted to the Opposition Division with
the order to maintain the patent in amended form on the
basis of the new set of claims 1 to 6 submitted during
oral proceedings of 18 September 1997, the drawing of
the patent specification as granted, and the

description to be adapted.
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