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Summary of Facts and Subm ssi ons

1895.D

The appel | ant (opponent) | odged an appeal against the
deci sion of the opposition division, dispatched on

18 January 1995, rejecting the opposition agai nst

Eur opean patent No. 0 249 821. The notice of appeal was
received on 14 March 1995, the prescribed fee being
paid on the sane day. The statenent setting out the
grounds of appeal was received on 24 May 1995.

The appeal, as well as the opposition, was based on
Articles 52(1) and 56 EPC relying inter alia on

document s:

D5: US-A-4 298 007 and

D6: DE-A-31 50 524.

Oral proceedings were held on 15 July 1999.

The respondent (proprietor of the patent) requested as
a mai n request that the appeal be dism ssed and the
patent be maintained on the basis of:

clains 1 to 9, page la and columms 1 to 6, line 11, of
the description filed in the oral proceedings with the
Fi gures as granted.

In the alternative, naintenance of the patent was
requested on the basis of two sets of clains 1 to 7,
page la and colums 1 to 6, line 11, of the description
filed in the oral proceedings with the Figures as
granted as a first and second auxiliary request,
respectively.
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The appel |l ant requested that the decision under appea
be set aside and that the European patent be revoked.
In addition to an objection of lack of inventive step,
an objection under Article 123(3) EPC was raised

agai nst the anended clains filed by the patent
proprietor.

| ndependent claim 1l of the main request, which is the
only rel evant request for the purpose of this decision,
reads (w thout reference nunerals) as follows:

"1l. A cardiac pacer for pacing a heart conprising neans
for generating pacing pul ses at a predeterm ned basic
pacing rate, neans for transmtting the pacing pul ses
to the heart for pacing, nmeans for sensing physica
activity and for generating a control signal dependent
thereon and neans for altering the rate fromthe
predeterm ned basic pacing rate to a rate dependent on
the control signal, characterized by neans for

nmoni toring when the pacing rate runs at or above a
predeterm ned high rate for a predeterm ned tine
period, and for generating an output signal if said
high rate is reached and by neans dependent on said
out put signal when said predeterm ned tine period has
el apsed for forcing said pacing rate back to a rate

| ower than said predeterm ned high rate.”

The appel l ant essentially relied on the foll ow ng
submi ssi ons:

A. Arendnent s

The amendnents made to the clains changed the scope of
protection and thus infringed the requirenent of
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Article 123(3) EPC. In particular the replacenent in
claim1l of the requirenent "when said predetermned
time period is reached" by "when said predeterm ned
time period has el apsed", i.e. the change froma
requirenent relating to the beginning of a tine period
to one which related to the end of a tine period,
constituted a shift in the scope of protection.
Moreover, the replacenent in claim4 of the phrase
"until the control signal falls bel ow the predeterm ned
hi gh rate" by "until the control signal is indicative
of a rate bel ow the predeterm ned high rate" w dened
the definition of the control signal to an extent which
was not enconpassed in the clains as granted.

B. | nventive step

A cardi ac pacer as specified in claim1 of the main
request was rendered obvious by a conbination of the
teachi ngs given by docunents D5 and D6.

Docunent D5 referred to a rate responsive pacer and
addressed the sane problemas the patent in suit in
that any rise in the heart rate should be sufficiently
|l ong to sustain physical activity but not allow that
activity to continue past the point of serious fatigue,
as was evident fromcolum 2, lines 48 to 52 in D5. In
order to solve this problem the pacer according to D5
operated in a continuous, dynam c manner by varying the
pacing rate with one tine constant in response to a
sensed control signal for the physical activity and at
the sane tinme permanently reduced the rate with a

| onger tine constant to its | owest allowabl e val ue,
wherei n capacitor 122 in the circuit according to
Figure 2b acted as a neans for nonitoring the pacing
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rate. An upper limt for the pacing rate was not
exceeded.

The subject-matter of claim1l of the nain request
differed therefromat best in that the rise and fall of
the heart rate occurred in a rather static manner.
Claim1 defined in principle that a hysteresis was
involved in rising and |l owering the pacing rate of the
cl ai med pacer. The use of a hysteresis characteristic
for stabilizing a systemwas, however, a conmmbn neasure
in any field of technol ogy. Moireover, the operation of
t he pacer according to D5 produced a hysteresis
characteristic as well, as was indicated in colum 15,
lines 11 to 16.

Docunent D6 di sclosed a pacer with a rate limting
system As regards the operation at or above the
predeterm ned high rate, it was apparent fromFigure 1
and curves Cand Din Figure 2 that the rate as

determ ned froma control signal derived fromthe
patient's heart had to be nonitored for at |east one
period, since otherwise it could not be established
whet her it was above the high rate or not. A rate being
too high was limted to the predeterm ned high rate.
Furthernore, as indicated on page 9, second paragraph,
it was envisaged that the pacer woul d be operated above
the predeterm ned high rate for diagnostic purposes.

For this purpose, any manufacturer woul d have provided
means for operating the pacer in an automated nmanner in
order to render it "doctor-proof".

By adopting the technical concept of forcing a high
pacing rate back to a safe range, as known fromD5, in
a pacer according to D6 which could be operated for
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sone time above a predeterm ned high rate, the skilled
person woul d have arrived at the subject-matter of
claim1 of the main request w thout having to exercise
i nventive skill.

As regards claiml1l of the auxiliary requests, the added
features did not involve an inventive step either
because it was obvious for the skilled person that,

wi thout the capability of returning back to an
operation under the control of the control signal, a
pacer having the pacing rate forced below the high rate
could never work as a rate responsive pacer for the
rest of its operating life.

The respondent disputed the appellant's view, relying
on the foll ow ng argunents:

A Amrendnment s

The amendnents nmade to the clains defined in a nore
preci se manner what was conprised in and neant by the
definitions of the clains as granted. Therefore, they
did not shift or extend the scope of protection and
conplied with Article 123(3) EPC

B. | nventive step

The pacer known from D5 operated with different neans
than those of the clainmed pacer. In particular, it did
not have neans which nonitored the pacing rate and
generated an output signal if a predeterm ned high rate
was reached. Nor did it have neans responsive to said
out put signal for forcing the pacing rate back to a
rate |l ower than the predeterm ned high rate after a



. 6 - T 0270/ 95

predetermned tine had el apsed.

The pacer according to docunent D6 had neans for
limting the pacing rate to a predeterm ned hi gh val ue.
In normal operation, the pacing rate output to the
heart was not allowed to run above said high rate.

Al t hough these Iimting neans coul d be overridden for
di agnosti c purposes, there was never a need to nonitor
the actual pacing rate nor was there any indication as
to an aut omat ed operation above the high rate for a
predeterm ned tinme period.

Reasons for the Deci sion

1895.D

The appeal conplies with Articles 106 to 108 and
Rul e 64 EPC and is therefore adm ssi bl e.

Amendnents (Articles 123(2) and (3) EPC)

The anendnents nmade to the clains of the main request
serve to avoid possible msinterpretations and specify
that the pacing rate when being forced back is forced
to a rate bel ow the predeterm ned high rate. The Board
Is satisfied that the context of the anendnents is

di scl osed in the description. In particular, as regards
the lowering of the rate, the respective anendnent is

based on colum 5, lines 40 to 45 in conbination with
colum 6, lines 10 to 12 of the published application
docunent s.

The Board does not share the appellant's view that sone
of the anendnents woul d extend the protection
conferred. As regards claim1, the appellant objected
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to the replacenent of "is reached" by "has el apsed” in
the definition of the predetermned tine period. In the
Board' s opinion, the phrase "is reached” is not
specific as to when exactly within said period the
means for forcing the pacing rate back becone operative
and covers in principle the whole of the predeterm ned
time period, whereas the phrase "has el apsed” inplies
that this happens at the end of said tine period. The
amendnment nmade to claim1 thus selects one alternative
fromvarious alternatives conprised in claiml as
granted. As regards claim4, the anendnent that the
control signal "is indicative of a rate" is inplicit in
the definition of the control signal given in the
preanble of claiml1l and nerely renpbves an anbiguity in
the wording of claim4 as granted.

For these reasons, the anendnents nmade to the clains
according to the main request conply with the
requi renents of Articles 123(2) and (3) EPC

Inventive step (Articles 52(1) and 56 EPC)

Docunent D5 (cf. in particular the abstract; and
Figures 1 to 3 with the correspondi ng descri ption)

di scl oses a rate adaptive cardiac pacer in which the
control signal for rate adaptation is derived by
nonitoring and determ ning changes in the period of the
atrial cycle. In determning this control signal, a
predeterm ned tinme period (in the order of 30 seconds
to 1.5 mnutes) el apses before a change in the contro
si gnal becones effective for a change in the
ventricular rate, i.e. the pacing rate (cf. colum 2,
lines 37 to 63). Moreover, the pacer includes a circuit
whi ch using a nuch longer tinme scale (in the order of
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30 m nutes) continuously tends to reduce the pacing
rate down to the predeterm ned basic rate

(cf. colum 3, lines 5 to 14). Furthernore, the circuit
of the pacer includes neans for setting an upper limt
to the pacing rate (cf. colum 13, lines 58 to 63
showi ng resistor 168, which [imts the maxi num current
delivered to the heart and thereby the maxi mum paci ng
rate to e.g. 130 beats per mnute).

The subject-matter of claim 1l under consideration is

di sti ngui shed fromthe pacer according to D5 in that it
conpri ses neans which all ow operation of the pacer for
a predeterm ned tine period above a predeterm ned high
rate and, after this tinme period has el apsed, to force
the pacing rate back to a rate below said high rate. It
is evident fromthe context of claim1l1l that the pacer,
when having the pacing rate forced back to a rate bel ow
the high rate, operates outside the control of the
control signal. No such operation, which is not
conparable to a hysteresis characteristic for the
pacing rate, is foreseen in the pacer according to D5,
nor is the known pacer equi pped wth the required
means. In particular, the Board is unable to identify

i n the known pacer neans which woul d be capabl e of

noni toring the pacing rate and of generating an out put
signal if the predeterm ned high rate is reached. The
capacitor "122" in Figure 2b of D5, identified by the
appel lant as a nonitoring neans, is nerely a passive
circuit elenment which cannot performthe functions of
nmonitoring a pacing rate and, responsive thereto, of
generating an output signal.

Docunent D6 (cf. in particular claiml; and Figures 1
to 3 with the correspondi ng description) discloses a
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cardi ac pacer generating pul ses ("Ei ngangsrate” on

line 24) at a pacing rate which is inter alia
determined by a control signal derived fromthe
patient's heart. These pacing pulses are input to a
rate limting system (logic circuit 12). As long as the
pacing rate |ies between predeterm ned | ower and upper
limts, the systemlets the pul ses pass to be anplified
and output to the heart. If, however, the pacing rate
determi ned by the control signal exceeds a
predeterm ned upper limt, the rate of the pacing

pul ses output to the heart is set at this upper limt
(cf. waveforns C and D of Figure 2). In addition
thereto, D6 contains the information (cf. page 9,
second paragraph) that it m ght be desirable (for

di agnosti c purposes) to extend the pacing rate beyond
the predeterm ned, physiologically safe limts. In this
node of operation, the rate limting system can be
“turned off", allow ng for the pacing pul ses to pass as
if their rate were lying within the all owed range.

However, in contrast to the subject-matter of claiml
under consideration, the pacer known from docunent D6
does not conprise neans which would force the pacing
rate back to a rate bel ow the predeterm ned high rate.
In the normal node of operation of the known pacer, the
pacing rate which is output to the heart is held at the
predeterm ned high rate as |long as the control signa

is indicative of a rate above the high rate. The
respective neans are purely that of a rate limting
system There is no nmeans which would force the rate
back to a rate |ower than the high rate after a
predeterm ned tinme period has el apsed. As regards the
speci al node of operating outside the physiologically
safe limts for diagnostic purposes, no technica
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details are disclosed concerning the respective neans.
It woul d, however, be evident for a skilled person that
suitabl e means for this node of operation would have to
override the normal node and all ow the pacer to run
above the predeterm ned high rate outside the contro

of the control signal. Mreover, regardl ess of which
techni cal neans is chosen to end the diagnostic
testing, it would have to bring the pacer back to its
normal operation under the control of the contro
signal. Thus, whichever neans the skilled person would
choose for the pacer according to D6, their function
woul d be opposite to that of the neans defined in
claim1 under consideration, which allow for running
the pacer at a rate above the high rate under the
control of the control signal and, after a
predeterm ned tine has el apsed, force the pacing rate
back to a rate below the high rate and thus operate the
pacer at the lowered rate outside the control of the
control signal. Thus, the nmeans to be devised for the
pacer according to D6 would be quite different from

t hose defined in claim1.

In the absence of any indication in the prior art as to
a pacer having neans which allow the pacer to run for a
predeterm ned period of tinme at or above a
predeterm ned high rate as determ ned by the contro
signal and, thereafter, force the pacing rate back to a
rate below the high rate which is no | onger under the
control of the control signal, a skilled person would
not have arrived at the subject-matter of claim1l of
the mai n request, even when conbi ning the teachings

gi ven by docunents D5 and D6. For this reason, claiml
of the main request defines novel and inventive

subj ect-matter
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4. In summary, the Board is satisfied that the main
request conplies wth the requirenents of the EPC and
Is thus all owabl e.

O der

For these reasons it is decided that:

The deci sion under appeal is set aside.

The case is remtted to the first instance with the order to
mai ntain the patent on the basis of the main request.

The Regi strar: The Chai r man:

M Beer G Davi es

1895.D



