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Summary of Facts and Subm ssi ons
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This is an appeal against the decision of the
Qpposition Division posted 19 January 1995 rejecting
two oppositions filed agai nst European patent

No. 0 101 276.

The patent was granted with two i ndependent cl ains
readi ng:

"1. A nethod of judging the authenticity of value
representative tokens by neasuring characteristics
t hereof, conprising the steps of:

nmeasuring the characteristics of a nunber of sanple
t okens with sensor neans;

cal cul ating m ni rum and maxi mum r ef erence val ues for
di scrim nating authentic tokens fromthe neasured
val ues of the characteristics of said nunber of tokens;

storing the cal cul ated m ni num and maxi num r ef er ence
val ues;

measuring the characteristics of a token to be
discrimnated with said sensor neans;

checki ng whet her the measured characteristic val ue of
the inspected token is within the m ni mum and maxi num
reference values to judge the token to be authentic if
t he checked value is wthin the two reference val ues
and counterfeit if the checked value is outside the
range between two val ues,

characterized by the steps of:
setting, on switch neans, a predeterm ned nunber

corresponding to a required sanple size to be tested
for calculating the reference val ues;
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and conparing the nunber of tokens which have had
their characteristics nmeasured with said predeterm ned
sanpl e size

and in that the steps of calculating and storing
reference values are not carried out until said nunmber
of sanpl e tokens which have had their characteristics
nmeasured equal s the predeterm ned sanpl e size as set by
use of the switch neans.

7. An apparatus for judging the authenticity of val ue
representative tokens by neasuring the characteristics
t hereof, conpri sing:

sensor neans (3,10,17) disposed on a path of
transport of the tokens, for neasuring the
characteristics thereof;

processi ng control neans (23, 24, 25, 26, 28) capable
of providing a reference value setting node and a
di scrim nati on node, said processing control neans
bei ng operable in said reference value setting node to
coll ect characteristic values of a nunmber of tokens to
cal cul ate m ni rum and maxi mum r ef erence val ues for
di scrimnating authentic tokens fromthe collected
characteristic values, and processing control neans
bei ng operable in said discrimnation node to check
whet her a neasured characteristic value of a token to
be discrimnated is between said mni mum and maxi num
reference val ues; and

means for storing (28) said mninmmand maxi num
ref erence val ues,

characterised in that it includes switch neans (25)
effective in use of the apparatus for setting a
predet er mi ned sanpl e nunber corresponding to a required
nunber of tokens to be tested for calculating said
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m ni mum and maxi num ref erence val ues, and in that the
processing control nmeans (23, 24, 25, 26, 28) is
operative, in said reference value setting node, to
conpare the nunmber of tokens tested with said
predet erm ned sanpl e nunber and not to cal cul ate said
ref erence val ues unl ess the nunber of tokens tested
equal said predeterm ned sanple nunber."”

L1l The decision of the Opposition Division stated inter
alia that:

- Novel ty was not in dispute.

- The cl osest prior art was docunent D1 DE-A-31 03
371 which showed the precharacterizing features of
Clains 1 and 7.

- Claim 1 was distinguished fromthe disclosure of
D1 by the foll ow ng features:

- setting, on switch neans, a predetermnm ned
nunber corresponding to a required sanple size
to be tested for calculating the reference
val ues;

- and conparing the nunber of tokens which have
had their characteristics neasured with said
predeterm ned sanple size and in that the steps
of calculating and storing reference values are
not carried out until said nunber of sanple
t okens whi ch have had their characteristics
measured equal s the predeterm ned sanpl e size
as set by use of the switch neans.

- The technical problemto be solved was therefore

0182.D Y A
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to allow fully automatic initiation of the
reference val ues cal cul ati on when a gi ven nunber
of sanpl e tokens had been nmeasured and permt

sel ective setting of this nunber in accordance,
for instance, with the natural dispersion of the
measured paranmeters of a specific token to be

di scri m nat ed.

- Docunent D1 did not suggest the setting, on switch
means, of the nunber of coins which were to be
used in calculating reference values. The switch
nmentioned in docunment D1 was only for swtching
bet ween two nodes (read-in, read-out) and the
nunber of coins was not preset but could be
supposed to be determ ned at the arbitrary nonent
when the operator switches to the read-out node.
Docunment D1 thus determ ned the sanple size post
sanpling whil st the opposed patent suggested the
determ nation of the sanple size pre sanpling.

The appel | ant (opponent 02) | odged a notice of appeal
on 24 March 1995, at the sanme tine paying the appeal
fee. It filed grounds of appeal on 26 May 1995,
referring for the first time to DE-OS 26 41 495
(docunent E5) and DE-PS 23 36 614 (docunent E6) as
evidence that in this area of technology it was well
known that a required sanple size should be entered by
switch means into a machine, and this then checked the
sanples inserted until the set sanple size had been
reached.

The appel | ant requested that the decision under appeal
be set aside and that the patent be revoked, and al so
made an auxiliary request for oral proceedings.
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The respondent (patentee) requested that the appeal be
di sm ssed, and further requested that the late filed
docunents E5 and E6 not be admtted into the
proceedi ngs as they were insufficiently relevant, and
that in any case the Board order an apportionnent of
costs in accordance with Article 104 EPC and

Rul e 63(1) EPC. The Respondent initially also made an
auxiliary request for oral proceedings, which was then
wi thdrawn by letter of 20 April 2000, which letter also
i ndi cated that the Respondent would not attend the oral
pr oceedi ngs appoi nt ed.

The party as of right (opponent 01) made no subm ssions
or requests during the appeal proceedings.

The appel |l ant nmade essentially the foll ow ng
submi ssi ons:

- It was beyond di spute that docunent D1 showed the
precharacterizing features of the independent
clainms, and was to be regarded as cl osest prior
art.

- Docunent D1 al ready showed a fully automatic
initializing of the reference values, and thus
al ready sol ved the problem as posed in the
deci sion of the Qpposition Division. The |atter
had adopted the wong approach to this question.

- Consi dering the differences to docunent D1, the
obj ective problem coul d possibly be fornul ated as
follows: to provide a process in which the nunber
of sanples fed in corresponds to a preset sanple
si ze.
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- G ven this objective, it would be obvious to the
skilled person that it would be necessary to count
t he nunber of sanmples fed in, and that sone
provi sion woul d have to be made for setting the
nunber of sanples to be fed in so that the nunber
of sanples counted could be conpared to this
preset nunber. The use of sonme kind of swtch
nmeans for setting the nunber necessarily foll owed.

- Counting devices were known in this field, as
evi denced by docunents E5 and E6, and the person
skilled in the art would take these into
consi deration when seeking to solve the problem

- Provi sion of the characterizing features of
claims 1 and 7 would thus be derived in an obvious
manner fromthe prior art, when solving the
pr obl em

- According to the description, there was no
automatic switch over fromreference val ue setting
node to the discrimnation node; this occurred
only after setting the discrimnating node with
the switch section 25.

- According to the patent in suit the nunber of
sanples to be read in for setting the reference
val ues was set to a value sufficient to
objectively judge the fluctuations of the
detection data (cf colum 5, lines 20 ff). The
result of the discrimnation according to the
patent in suit was dependent in the sane manner on
the arbitrary choice, or subjective opinions, of
the operator as for D1. The nethod of the patent
permtted the swtch to be set at an arbitrarily

0182.D Y A
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smal | nunber of sanples, in case the operator had
no greater nunber of sanples, was subjectively

m staken as to the range of variation of a
particul ar characteristic to be determ ned, or
sinply and solely wished to shorten the tinme for
the reference val ue setting node.

- The acts of the appellant in the procedure,
including the introduction of docunents E4 and E5
on appeal, anounted to the perfectly ordinary
exercise of the rights of the appellant. There
were no grounds for an apportionnment of costs.

I X. The respondent (patentee) made essentially the
foll owi ng subm ssi ons:

- The cl osest prior art was docunent Dl1. This did
not show the postcharacterizing features of
claims 1 and 7, as had been acknow edged in the
deci sions of both the earlier Technical Board of
Appeal , which had ordered grant of the patent, and
of the Qpposition Division.

- The technical problemto be solved by the present
invention was to permt alnost fully automatic
initiation of reference value cal cul ations and the
storage of reference values, and to ensure that a
sui t abl e nunber of sanple tokens were neasured, so
that, for instance, the natural dispersion of the
nmeasured paraneters of a specific kind of token to
be discrimnated could be taken into account.

- Thi s problem which was not nentioned in docunent

D1, was solved by the features of the
characterising part of claim1l which were not

0182.D Y A
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present in Dl nor did D1 give any hint to
i ncor porate such features.

- Docunent D1 did not disclose a predeterm ned
nunber of coins to be tested before a change of
operation of nodes was induced by neans of a
swi t ch.

- Further, in docunent Dl there was no predeterm ned
sanpl e size which the nunber of sanple tokens nust
equal in order to obtain calculation and storing
of reference values. According to the invention it
woul d not be possible for a person setting up the
machi ne to put an insufficient nunber of tokens
t hrough. The invention ensured that a suitable
nunber of sanples was neasured, thus allowing if
so decided at the tine that the nunber was
predeterm ned on the switch, for the natural
di spersion of the neasured paraneters to be taken
into account .

- The two newly cited docunents E5 and E6 were not
sufficiently relevant to be introduced into the
proceedi ngs. Whether or not they were rel evant,
their late introduction had caused the respondent
to incur additional costs, and these costs and the
extra costs that would be incurred by the
respondent if oral proceedi ngs were necessary j ust
to di scuss these docunents, justified an
apportionment of costs pursuant to Article 104 EPC
and Rule 63 EPC.

X. The Board issued a sunmons to oral proceedings and in

an acconpanyi ng conmuni cation stated the foll ow ng
provi si onal view

0182.D Y A
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- It was superfluous for documents E5 and E6 to be
admtted into the proceedings, as these nerely
illustrated the general know edge of the person
skilled in the art at the priority date.

- The subject-matter of the patent in suit did not
i nvol ve an inventive step having regard to the
cl osest state of the art, docunent D1 in
conbination with the normal capability of the
person skilled in the art.

- That as neither any claimnor the description
provi ded a teaching for determning a
predet erm ned precise sanple size, the reasoning
by which the earlier Board of Appeal (cf. decision
T 514/ 89) had found in favour of inventive step
over document D1 and ordered the grant of the
present patent on appeal fromthe Exam ning
Di vi sion could not be followed.

- No procedural abuse by the appellant justifying an
apportionment of costs could be seen.

Xl . In view of the fact that, in reaction to the sunmons,
t he respondent had withdrawn its request for oral

proceedi ngs, these were cancelled by notification of
11 May 2000 by the Board.

Reasons for the Decision

1. Adm ssibility

1.1 The appeal conplies with the requirenents of
Articles 106 to 108 and Rule 64 EPC and is, therefore,

0182.D Y A
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adm ssi bl e.

| nventive step

Cl osest prior art and distinguishing features in the
pat ent clains

The Opposition Division as well as both parties agreed
t hat docunent D1 was the closest prior art docunent and
that all the features of the preanbles of present
clainms 1 and 7 are known fromthis docunent. The Board
shares this view.

The characterizing clauses of both nmethod claim1 and
apparatus claim7 of the patent refer to "switch
means”". As this is an apparatus feature it seens
appropriate to consider first what differences there
are between the apparatus clained and that of docunent
D1. The characterizing clause of Claim?7 requires:

"switch neans (25) effective in use of the apparatus
for setting a predeterm ned sanpl e nunber correspondi ng
to a required nunber of tokens to be tested for

cal cul ating said m ni num and maxi num r ef erence val ues,
and in that the processing control neans (23, 24, 25,
26, 28) is operative, in said reference value setting
node, to conpare the nunber of tokens tested with said
predet erm ned sanpl e nunber and not to cal cul ate said
ref erence val ues unl ess the nunber of tokens tested
equal said predeterm ned sanple nunber."”

According to the patent description (colum 4, line 57
to colum 5, line 51) in operation "....first the

reference val ue setting node and a given sanpl e nunber
are set with the control switch section 25. Then each
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sanple coin is inserted into the apparatus...a program
of setting reference value data is executed ..... t he
nunber of sanple coins is set to a value sufficient to
objectively judge the fluctuations of the detection
data due to the extent of wear of coins of the same

ki nd, contam nation thereof, attachment of dust

thereto, etc. Usually, 100 coins are sufficient. O
course if there are fluctuations in the measurenent
they can be taken into consideration to correctly judge
the authenticity. It is possible to repeatedly insert
the sane coin as sanple if it is an ideal coin
perfectly free fromwear and contam nation....Wen the
reference values are determned with respect to the

gi ven nunber of sanple coins, they are stored .... In

t he above way, the setting of reference values is
conpleted...... After the reference values are set, the
apparatus is ready to be used for discrimnating coins
by setting the discrimnating node with the switch
section 25."

This makes clear that the claimcovers apparatus which
differs fromthat of docunent Dl only in that the
operator has to preset a nunber on a switch, and is
then prevented fromsetting the discrimnating node
until the preset nunber of tokens has been counted.
Wth the prior art apparatus, the operator was free to
switch to the discrimnating node at any tinme when he
consi dered that an appropriate nunber of tokens had
been entered. Wth the apparatus of the invention, the
operator has to consider first what is an appropriate
nunber and then set it on the switch. But the apparatus
of the invention has no feature which allows the
operator to determ ne the nunber to be preset in any
better way than in the prior art. In both cases the
nunber preset or respectively the nunber after which
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t he operator switches over will depend on what the
operator believes or knows to be appropriate for the
particul ar token.

Problemto be sol ved

When the application resulting in the patent in suit
was filed, it contained no reference to docunent DI1;
this was introduced only during the exam ning
procedure. As a result there is no discussion in the
description of the advantages of apparatus with the
switch for presetting the nunmber of tokens to be
counted, conpared to apparatus, such as that of
docunent D1, which has all the precharacterizing
features but no such preset switch. The advant ages
referred to in the description (cf. colum 2, line 65
to colum 3, line 25 of the patent specification) can
be obtained and are known fromthe state of the art as
described in D1. The problemto be solved for the

pur poses of assessing inventive step by the
probl em sol uti on approach can thus only be assessed in
relation to the effect(s) achievable by the new feature
that the operator has to preset a nunber on the switch
and is then prevented fromsetting the discrimnating
node until the preset nunber of tokens has been

count ed.

The problem as stated by the Opposition Division (see

section Il above) is not appropriate. Nothing done in

the prior art is automated, the user still has to feed
in the tokens. The prior art already took into account
t he natural dispersion of the neasured paraneters of a
specific kind of token.

The respondent argued both for nuch the sane statenent
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of problemas the Opposition Division, and al so that
according to the invention it would not be possible for
a person setting up the machine to put an insufficient
nunber of tokens through. The invention ensured that a
sui tabl e nunber of sanples was neasured, thus allow ng
if so decided at the tine that the nunber was
predeterm ned on the swtch, for the natural dispersion
of the measured paranmeters to be taken into account.
The appel l ant countered this with an argunent that if

t he operator chose deliberately or by a m staken notion
of what was appropriate to set too | ow a nunber on the
switch then the claimed apparatus had no advant age over
the prior art. To a certain extent the Board agrees
with this latter view, but there remains the fact that
t he cl ai ned apparatus ensures that an operator once he
has set a nunber he regards as appropriate will not be
able unintentionally to switch prematurely to the

di scrimnating node even if interrupted or otherw se

di stracted, so that he | oses count of the nunber of
sanples already fed in. O the problens argued for by

t he respondent, the apparatus can thus be regarded as
solving solely the problem of an operator
unintentionally feeding in | ess than the nunber of

t okens he regards as appropriate.

The appel | ant argued that the problem should be

formul ated as ensuring that the nunber of sanples fed
in corresponded to a desired sanple size. This seens
too specific to the solution adopted, so the Board
prefers, as a statenment of the problem ensuring that
an operator does not unintentionally feed in |less than
t he nunber of tokens he regards as appropriate. As
indicated in the above paragraph, this problem can be
regarded as sol ved.
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| s the subject-matter obvious?

The problem as such is not considered inventive because
it arises fromthe daily experience of an operator, and
it is a usual incentive for the skilled person to
inprove the reliability of operating apparatus.

Starting fromdocunent D1, the skilled person faced

wi th constructing a machi ne which ensures that an
operator does not unintentionally feed in | ess than the
nunber of tokens he regards as appropriate, wll

i medi ately realize that he nust provide in the
reference val ue setting node known from docunent D1
sonme neans by which the operator can indicate to the
machi ne the intended nunber to be sanpled, ie switch
means for setting the sanple nunber, and a counting
devi ce whi ch checks whether this nunber has been fed in
before allowi ng the machine to be switched to the

di scrimnation node. As the processing control neans is
al ready provided in the machine, this wll be assigned
the tasks of counting and conpari son. Machi nes which
count up to a preset nunber of fed-in tokens are comon
general know edge and the problem posed will be sol ved
in a routine manner by the person skilled in the art so
as to arrive at apparatus falling within claim?7.

For the above reasons, the subject-matter of claim?7
does not involve an inventive step.

Method claiml is essentially directed to the norma
way of using the apparatus of claim?7, and is thus

obvi ous for the sane consi derations.

Request for apportionnent of costs
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3.1 It is not quite clear whether the respondent’'s request
for an apportionment of costs related only to the
situation of there being further oral proceedings, or
whet her he was asking for an apportionnent in any case
for extra work in relation to the introduction at the
appeal stage of documents E5 and E6. There have been no
further oral proceedings so there can be no costs of
such oral proceedings to apportion.

3.2 The general rule, as stated in Article 104(1) EPCis
that each party pays its own costs. There have to be
reasons of equity for any different order. The
i ntroduction of additional docunents with the grounds
of appeal to bolster an appellant's argunent agai nst
t he deci sion under appeal, is regarded as a norna
exercise of the appellant's rights. In these
proceedi ngs the respondent has only had to consider
t hese docunents at the appeal stage, and the Board
cannot see why he shoul d thereby have incurred nore
costs than if they had already been introduced in the
ni ne-nmonth period for opposition. The Board thus sees
no reasons of equity for any apportionnent of costs in
favour of the respondent, and the correspondi ng request
nmust be refused.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The patent is revoked.
3. The request of the respondent for an apportionnment of

0182.D
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costs i s refused.

The Regi strar: The Chai r man:

R. Schunacher U H mler
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