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Summary of Facts and Submissions
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The appeal is directed against the decision of

25 January 1995 of the Opposition division of the EPA,
whi ch rejected the opposition filed against the

Eur opean patent EP-B1-0 320 559, disagreeing with the
opponent that the subject-matter of Claim1l of this
granted patent |acked novelty in view of the disclosure
of document D1 (EP-A2-0 303 798), this being the only
ground on which the opposition was based.

Claim1l of the contested patent, as granted, reads as
follows (wording in bold; the division of this claim
into nunbered features introduced during the opposition
proceedings is not part of the claim:

Feature 1: "A needled press felt for use in the press
section of a papermnmaki ng nmachi ne and
conpri sing

Feature 2: at least two different kinds of fibers in
the batt part of the felt, of which

Feature 3: a first kind of fiber is of a considerably
finer-di mensi on size than the other kinds
of fibers, characterised therein that

Feature 4a: the fibers of the first kind of fiber which
formor constitute at |east part of the
surface | ayer

Feature 4b: have a dianeter of 0.010 nmor | ess

Feature 5: and are essentially renoved during the
service of the felt on the papernaking
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machi ne, wher eas

Feature 6: the rest of the fibers are essentially
resistant during the renoval of the first
kind of fiber."

The appel | ant (opponent) | odged the appeal and paid the
rel evant fee on 31 March 1995.

In the statenment of grounds received on 6 June 1995 he
requested that the patent be revoked on the ground of

| ack of novelty of the subject-matter of Claim1l as
granted in view of the state of the art described in
Dl. He agreed that the above features 3, 4a, 4b and 5
were not explicitly disclosed in this prior art,
however argued that they were inplicitly disclosed for
the follow ng reasons: On page 2 of this prior art
docunent, it was indicated that the felts of the

paper maki ng machi ne were regul arly washed by neans of
sol utions, which dissolved a particular kind of fibre
of the felts. Usually the washing treatnent occurred
during service of the felt on the nmachine, so that
feature 5 was in fact disclosed. Features 3, 4a and 4b
characterized a well-known kind of felt of this
technical field, nanely the so-called "batt-on-base"
felt, which conprised a snmooth superficial |ayer of
very fine fibres and a base of thicker fibres. Both

| ayers were cited in docunent D1, which therefore
concerned all kinds of "batt-on-base" felts.

Docunents D2 (US-A-2 165 772), D3 (US-A-3 392 079) and
D4 (US-A-3 928 669) disclosed exanples of the nost
commonly known "batt-on-base" felts. As to the

di mrension of the finer fibres, docunent D4 discl osed
that the fibres for the snmooth |ayer had to have

di aneters less than 0,027 mm an exanple of fibres of
approximately 0,012 mmin dianeter being nmentioned,
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i ncluding thereby the range of dinensions according to
feature 4b. The hearing of a technical expert was
offered in order to confirmthat features 1, 2 ,3, 4a
in fact all concerned a kind of felt, which was known
for along tine in this technical field, and that,
before the present invention, a felt was usually

cl eaned during its service on the nmachine (feature 5),
in preference to the nore expensive nethod of renoving
it fromthe machine

In a comuni cation dated 18 April 1997, acconpanying a
sumons to oral proceedings, the Board infornmed the
parties that according to its provisional evaluation
docunent D1 could not destroy the novelty of the
subject-matter of the granted Caim1l, since it did not
define the kind of "batt-on-base" felt as precisely as
Claim1 of the contested patent did, and, in
particular, it did not disclose features 3, 4a and 4b
of said claim Patent literature, such as D2 to D4,

al though cited in the description of the patent in
suit, did not represent the common general know edge of
the skilled person in the art.

In a letter received on 17 May 1997, the appell ant
rem nded the Board that his evidence by neans of a
techni cal expert for proving that the kind of felt
whi ch was cl ai nred, was one of the nost w dely used
felts, could not be sinply ignored.

By a letter received, on 19 June 1997, the respondent
(patentee) indicated that he would not participate in
t he oral proceedings.

In a comuni cation dated 30 June 1997 the Board pointed
out that the appellant had offered evidence for an

expert only in connection with features 1, 2, 3, 4a and

2449.D
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5 of Gaim1l of the contested patent, however not for
feature 4b which was apparently also not disclosed in
docunent Dl1. Therefore, even if the Board assuned that
features 1, 2, 3, 4a and 5 were well-known and that the
person skilled in the art, reading Claim1, would
assune that the felt defined therein could belong to
the nost common felts, this would all not be sufficient
to render the document D1 novelty destroying.

Therefore, evidence froman expert was not needed.

By a letter received on 4 Septenber 1997, the appell ant
filed the foll owi ng new docunents as evidence of the
general know edge of the person skilled in the art

D5: Newspaper advertisenent fromthe "Wchenblatt fur
Papi erfabri kation” July 1976, Cascade" of Thomas
Josef Hei mbach GrbH & Co,

D6: Oiginal prospectus of the papernaki ng nmachi ne
felt "Cascade" of Thomas Josef Hei mbach GrbH &
Co. ;

D7: Kohl er, "Mderne NaBfil zbespannung, deren
Ent wasserungs- und Laufverhalten”, Wchenblatt for
Papi erfabri kation, Nr. 16, 1978, pages 6, 26 to
634;

D8: Advertising brochure of Firma Scandi afelt AB,
recei ved by Thomas Josef Hei nbach GrbH & Co. in
1982;

D9: Lewyta, Ceoghegan, "Recent devel opnents in paper
machi ne clothing: wet felts", Tappi Journal, Apri
1987, pages 57 to 62.

Mor eover, since in his opinion it seens to be

2449.D Y A
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iniquitous to exam ne novelty in a quite strict way,
t he appel | ant asked the Board to refer the follow ng
question to the Enlarged Board of Appeal:

"Is the content of an earlier, but not prior-
publ i shed, European application novelty destroying
against a later-filed application, ("conflicting
application", Article 54(3) EPU), if in the earlier
application a special enbodinment of a main type of
product is described, which is clearly applicable to
all kinds of this main type, and if in the later
application a particular subtype of the main type is
claimed with this special inprovenent, the subtype
being initself well-known and frequently produced in
the art?"

By a further letter received on 15 January 1998, the
appel lant infornmed the Board that he had decided not to
participate in the oral proceedings and was prepared to
wi t hdraw his request for oral proceedings as soon as
the patentee did so. He noreover asked the Board to
take the newy filed docunents into consideration when
reachi ng a deci sion

The parties were inforned by a communi cati on of the
Board dated 22 January 1998 that the oral proceedings
wer e cancel | ed.

Reasons for the Decision

1

The appeal is adm ssible.

Since the respondent had already infornmed the Board
that he would not participate in the oral proceedings,
he was deenmed in accordance with the jurisprudence of

2449.D
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t he Boards of Appeal of the EPA to have withdrawn his
request for oral proceedings, so that the prerequisite
put forward by the appellant in his |last received
letter had in fact already been conplied wth.
Therefore, the appellant's request for oral proceedi ngs
is also to be considered as being w thdrawn.

The only issue to be decided is whether the subject-
matter of claiml as granted is new having regard to

t he disclosure of docunment Dl1. This docunent falls

wi thin the neaning of Article 54(3) EPC and was filed
for all the Contracting States which are al so
designated in the patent under consideration, apart
from Greece for which country D1 does consequently not
apply (Article 54(4) EPC).

The reference in CCaiml to a batt part of the felt,
makes clear that the claimrelates to the so-called
"batt-on-base" or "batt-on-nesh" kind of press felts,
whi ch conprise at |least two |ayers, nanely a base | ayer
made of woven or unwoven threads or (nulti)filaments
and a batt |layer made of fibres secured on one side of
t he base | ayer by needling or other methods. Claim1,
further, specifies a "surface layer", inplying thereby
the surface |layer of the batt |ayer, namely the | ayer
in contact wwth the paper web in the press section of

t he paper nmachine. Feature 4a of claim1l includes two
possi bl e enbodi nents: in one enbodi nent, the finer-

di rensi oned fibres, nanely those of the first kind of
fibre, formthe whole surface |ayer; in the second
enbodi ment, the surface |layer conprises the first and
second kinds of fibres. In both cases, Claim1 requires
the first kind of fibre to be present in the surface

| ayer of the batt. In feature 5 of daim1l, the

i ndication that the renpoval of the fibres takes place
during the service of the felt on the papernmaking

2449.D Y A
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machi ne concerns a process feature, which in the |ight
of the description of the patent in suit does not inply
structural features for the product, which is the
subject-matter of Claim1l. This aspect of feature 5 1is
therefore to be disregarded in assessing novelty.

Citation D1 relates to a band, for exanple a press felt
for paper-maki ng machines or a drying screen or the

i ke. Said band conprises a support |ayer and anot her

| ayer made of fibres needled to the support layer. In a
press felt, this further layer is the batt |ayer, which
is the | ayer placed against the paper web in the press
sections of the machine. Since, in use, the
perneability and other characteristics of the felt
deteriorate because of the deposit of waste particles
emanating fromthe paper suspension, it is necessary
fromtinme to tine to clean it, and the citation
essentially deals with this problem The basic
principle according to D1 is to nmake at |east sone of
the fibres at least partially of a material which can
be di ssolved by neans of a washing solution. Two nmain
practical possibilities are disclosed: Either all the
fibres of the batt are nade partially of the soluble
material and partially of a material resistant to the
solvent, or a certain nunber of fibres are nade
conpletely of the soluble material and are uniformy

di stributed anong the other resistant fibres. Fibres
made of different materials can have a core made of the
resistant material and one or several coatings of the
soluble or other materials; they may al so be

| ongitudinally divided with one half made of the
soluble material. During the washing step, the soluble
parts of the fibres or the entirely soluble fibres are
renoved, so that the waste attached to themis al so
removed and the original perneability of the felt can
be restored.

2449.D Y A
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It is not disputed that D1 discloses the so-called
"batt-on-base" press felt. Moreover, as seen above,
this citation teaches to use in one of its enbodi ments
two kinds of fibres for the batt |ayer, one kind of
fibre being renoved during the cl eaning process,
inplying that the other kind of fibre remains during
this process. Thus, features 1, 2, 5 and 6 of the
granted Caiml of the patent in suit are disclosed in
this prior art.

It is not in dispute, therefore, that Dl fails to
di scl ose at least explicitly:

(1) the different finenesses of the fibres between
the two kinds of fibre of the batt |ayer;

(i) a surface layer of the batt |ayer which has to
be made at |east of the first kind of fibre,
nanely the finer-dimension fibres, and

(iii)a dianeter size of 0.010 mmor less for the
fibres of said first kind.

The appel | ant has argued that felts including these
features (i) to (iii) are well known in the art. He has
referred in this respect to docunents D2 to D4, and has
offered a technical expert also to confirmthis. D1, in
his opinion, would therefore be interpreted by the
person skilled in the art as disclosing inplicitly

t hese features in accordance with the well known prior
art.

The Board cannot follow this argunmentation. The
appel l ant has admtted that there are other well known

types of felt, so that the person skilled in the art is

2449.D Y A
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not led inevitably to read D1 as discl osing any
particul ar type, e.g. that disclosed in D4.

The appel lant's argunent woul d therefore |ead to the
result that any general disclosure, e.g. of the use of
nmetal, would have to be read by the person skilled in
the art as disclosing the use of any well known netal,
e.g. of steel, which is clearly inconsistent with the
est abl i shed jurisprudence of the Boards of Appeal,
according to which a specific disclosure destroys the
novelty of a general disclosure, but not vice versa
(see Singer/Lunzer, The European Patent Conventi on,
(1995), Article 54, paragraph 54.14). The Board woul d
al so point out that patent l|iterature cannot normally
be considered to reflect the common general know edge
of the person skilled in the art.

Thus, contrary to the appellant's opinion, a strict
approach to novelty is to be followed and the conmon
general know edge of the person skilled in the art can
only be called into play, insofar as it nmay be useful
to reveal the explicit and eventually inplicit, but
still direct and unm stakeabl e, content of the prior
art docunent. Inportant is the disclosure of the
docunent as read by a skilled person and not what could
be the general know edge of said skilled person for

ot her purposes, for exanple for inventive step
assessnment. The appellant hinmself has recognised in his
grounds of appeal, page 6, that D1 contains no
[imtations or recommendations as to the kind of "batt-
on- base" press felts. It follows that a clear and

unm st akeabl e indication of a particular kind of batt-
on-base felt is not present in D1. Therefore, it is not
rel evant whether such felts are well known per se, or

i ndeed whether they are disclosed in the docunents D2
to D4.

2449.D Y A
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Thus, the subject-matter of claiml1l, as granted, of the
patent in suit is new.

As for the request for referral of the |egal question
guot ed above in point V to the Enlarged Board of

Appeal , the Board considers it unnecessary in view of
Article 112(1) EPC, because the appellant does not even
fulfill the conditions he hinself has set out in his
guestion. The appellant did not provide sufficient
evidence for his allegation that "batt-on-base" press
felts conprising the above features (i) to (iii) belong
to the common general know edge of the person skilled
in the art, feature (4b) not being included in the
appellant's offer for evidence.

Moreover, it cannot be said that under the definition
of batt-on-base felt, the provision of the particular
kind of felt according to features (i) and (ii) is
inplicitly disclosed as being associated with the
further feature (iii).

Furthernore, the general literature D7 to D9 submtted
by the appellant does not show that, at the date of DI,
a batt-on-base felt necessarily neant a felt having the
features (i) and (ii) and, as seen above, Dl provides
no specific information in the direction thereof.

2449.D Y A
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Al so, the diameter range defined by feature (iii) is
bel ow - thus, outside of - the range fromO0.03 to

0.09 mmgiven in D9 as usual dianeter sizes for the
fibers of the batt |ayer and corresponds to extrenely
fine fibres. According to the description of the patent
in suit, the main object of the present invention is to
elimnate the drawbacks inherent in press felts during
their running-in period, which is the period

i medi ately follow ng the nounting of a new press felt
on the papernmaking machine. It is mainly during this
period that the pores of the felt becone cl ogged by
inmpurities. The choice of fine-dinmension fibres, by
providing very mnute pores on the surface of the batt,
i nproves the water-retaining ability of the felt on the
one hand, while, on the other hand, it necessarily
reduces the renoval tinme of the fibres, which in the
present invention can occur by abrasion, heat or

chem cal degradation. Therefore, the choice of the

cl ai med dinension range is not arbitrary. Hence,
feature (iii) alone fulfills the conditions of a new
sel ected range.

Thus, the subject-matter of Claiml1, as granted, of the
patent in suit is new.

In conclusion the jurisprudence is clear and uniformin
respect of general versus specific disclosure, (see

par agr aph 8 above) and no inportant point of |aw has
arisen in that respect.

Order

For these reasons it is decided that:

2449.D
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1. The appeal is dism ssed.

2. The request for referral to the Enlarged Board of
Appeal is refused.

The Regi strar: The Chair man:

N. Maslin C T. WIson
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